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UNITED STATES OF AMERICA 

BEFORE THE FEDERAL TRADE COMMISSION 
OFFICE OF THE ADMINISTRATIVE LAW JUDGES 

 
 
 
In the Matter of  
 
1-800 Contacts, Inc., 
 a corporation, 
 

Respondent. 

  
 
Docket No. 9372 

 

RESPONDENT 1-800 CONTACTS, INC.’S NOTICE 
OF SUPPLEMENTAL AUTHORITY 

 
 
 
I. INTRODUCTION 

Respondent 1-800 Contacts, Inc. respectfully files this Notice of Supplemental Authority 

with respect to two judicial opinions, and a brief by Complaint Counsel in another matter 

pending before this Court, that were filed after the July 27, 2017 closing arguments in this 

matter.  Under Rule 3.15(b), the Court “may, upon reasonable notice and such terms as are just, 

permit service of a supplemental pleading or notice setting forth transactions, occurrences, or 

events which have happened since the date of the pleading or notice sought to be supplemented 

and which are relevant to any of the issues involved.”  The attached authorities fit this 

description, as explained herein. 
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II. ARGUMENT 

A. The Attached Authorities Were Filed After Closing Argument In This 
Matter And Are Relevant To The Issues Involved In This Matter. 

Closing argument in this matter took place on July 27, 2017.  The judicial opinions and 

the FTC brief that are attached to this Notice were filed after that date.  Each of the attached 

authorities involve issues that are “relevant to . . . the issues involved” in this matter, as 

explained below.  See Rule 3.15(b).1 

1. Agdia, Inc. v. Jun Qiang Xia and AC Diagnostics, Inc. 

The District Court in Agdia, Inc. v. Jun Qiang Xia and AC Diagnostics, Inc., 2017 WL 

3438174 (N.D. Ind. Aug. 10, 2017) (attached as Exhibit A), denied the defendants’ motion for 

summary judgment in a trademark infringement case involving initial interest confusion.  The 

defendants, in an effort to “divert search engine traffic” to their website, had allegedly inserted 

the plaintiff’s trademark on hundreds of pages of the defendants’ website, using “white on 

white” technology that was invisible to the human eye but that would be read by search engines 

in the course of determining a website’s relevance to a consumer’s search.  Agdia, Inc., 2017 WL 

3438174 at **1-2 and fn.1.   

The court’s order denying summary judgment in Agdia, Inc. is relevant to Complaint 

Counsel’s contention that no consumer confusion will occur from a competitor’s use of 

Respondent’s trademark as a keyword, as long as Respondent’s trademark is not contained in the 

                                                 
1  We note that even if Rule 3.15(b) did not apply here, Respondent’s submission of new 
authority would still be appropriate.  See, e.g., Complaint Counsel’s Motion to Strike 
Respondent’s Response to Notice of Supplemental Authority, In re Evanston Northwestern 
Healthcare Corp., available at https://www.ftc.gov/sites/default/files/documents/cases/2007/
06/070626ccmostrike.pdf (June 25, 2007), at 1 (referring to the parties’ obligation “to advise the 
Commission of new legal authority. . . .”). 
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resulting advertisement and the ad contains the name of the competitor.  The following passages 

from the decision in Agdia, Inc. are of particular significance: 

(a) The court explained that initial interest confusion can occur even if 

the consumer does not see the defendants’ use of the plaintiff’s trademark, at least in cases where 

a defendant uses that trademark “via search engine technology [to] direct[ ] potential customers 

to various websites.”  Id. at **1-2 and fn. 1 (citations omitted). 

(b) The court also explained that “[i]nitial interest confusion as to 

trademark occurs when a customer is lured to a product by defendant’s use of the same or similar 

mark belonging to plaintiff. . . .”  Id. at *7.  Initial interest confusion “is complete prior to the 

transaction” and can occur “even if the consumer realizes the true source of the goods before 

purchasing them.”  Id. (citations omitted). 

(c) The court also explained that “[b]ecause users can easily navigate 

through websites, as opposed to physical store locations, it is ‘more likely’ that consumers will 

‘be confused as to the ownership of a web site than traditional patrons of a brick-and-mortar 

store would be of a store’s ownership.’”  Id. at *5 (citation omitted). 

(d) The court also noted that likelihood of confusion can be proven in 

an initial interest confusion case through a consumer survey and/or by submitting examples 

where consumers were “diverted to [a defendant’s] website” as a result of the defendant’s use of 

plaintiff’s trademark.  Id. at *7. 

2. H-D U.S.A., LLC, et al. v. SunFrog, LLC. 

The District Court in H-D U.S.A., LLC, et al. v. SunFrog, LLC, 2017 WL 3261709 (E.D. 

Wisc. July 31, 2017) (attached as Exhibit B), entered a preliminary injunction against the 

defendant in a trademark infringement case where the defendant was selling counterfeit products 

bearing marks identical to those owned by the plaintiff.  Although the 1-800 Contacts matter 
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does not involve counterfeit goods, the decision in H-D U.S.A. is still relevant to issues raised in 

this matter for at least two reasons: 

(a) The court’s preliminary injunction in H-D U.S.A. is relevant here 

because it explicitly precluded the defendant “from using the H-D Marks as or as part of any . . . 

keywords, or any other names or identifiers.”  Id. (paragraph 5 of the Preliminary Injunction).  

Moreover, the court noted that it had not simply adopted language proposed by the plaintiff.  

Instead, it had “revised the proposed injunction to eliminate duplicative or impermissible 

portions.”  Id., fn. 5. 

(b) The court’s opinion in H-D U.S.A. is also relevant because the 

court held that injunctions in trademark cases that merely require a defendant to comply with the 

law or that simply prohibit the defendant from “engaging in unfair competition” are not 

appropriate in part because “[i]njunctions of this sort require a good deal of guesswork on the 

defendant’s part to determine what not to do . . .”  Id. at *6. 

3. Complaint Counsel’s Motion for Partial Summary Decision in In re 
Impax Laboratories, Inc., FTC Dkt No. 9373. 

The recent motion for summary decision filed by counsel for the complaint in the Impax 

Laboratories matter is relevant to this case because of its description of the impact of FTC v. 

Actavis, Inc., 133 S.Ct. 2223 (2013), on an antitrust challenge to a settlement of litigation.  See 

Complaint Counsel’s Motion for Partial Summary Decision and Memorandum of Law in 

Support Thereof, In re Impax Laboratories, Inc., Dkt No. 9373 (FTC Aug. 10, 2017) 

(attachments omitted) (attached as Exhibit C).  In particular, Respondent 1-800 Contacts draws 

the Court’s attention to counsel’s acknowledgment, at pages 15-17 of the motion, that under 

Actavis, the “assessment of a reverse-payment agreement’s competitive effects focuses on 

circumstances at the time the agreement was entered – that is, on an ex ante basis.”  Motion at 
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15.  The motion for summary decision also explained that an ex post approach would be “wholly 

unworkable in practice,” id. at 16, for the reasons set out below: 

“Commentators have likewise agreed that, whether undertaken in later patent 
litigation or in the antitrust case itself, ex post determinations about patent validity 
or infringement do not ‘answer the antitrust question” under Actavis.  Moreover, 
treating such determinations as relevant would be not only inconsistent with 
Actavis, but also wholly unworkable in practice.  For under Impax’s theory, a 
Federal Circuit reversal in the now-pending appeal of the district court ruling that 
Impax relies on would negate the claimed procompetitive benefits.  The resulting 
uncertainty from such an approach would undermine drug companies’ ability to 
settle patent cases as well as the ability of courts and enforcement agencies to 
conduct the antitrust inquiry that Actavis mandates.” 

Id. at 16-17 (emphasis added) (footnote omitted). 

III. CONCLUSION 

For all the foregoing reasons, Respondent 1-800 Contacts respectfully submits the 

attached authorities for consideration in this matter. 

Dated:  August 22, 2017 Respectfully submitted, 
 
/s/ Steven M. Perry   
 
Gregory P. Stone (gregory.stone@mto.com) 
Steven M. Perry (steven.perry@mto.com) 
Garth T. Vincent (garth.vincent@mto.com) 
Stuart N. Senator (stuart.senator@mto.com) 
Gregory M. Sergi (gregory.sergi@mto.com) 
Zachary M. Briers (zachary.briers@mto.com) 
Munger, Tolles & Olson LLP 
350 South Grand Avenue, 50th Floor 
Los Angeles, CA 90071 
Phone:  (213) 683-9100 
Fax:  (213) 687-3702 

 
Justin P. Raphael (justin.raphael@mto.com) 
Munger, Tolles & Olson LLP 
560 Mission Street, 27th Floor 
San Francisco, CA 94105 
Phone:  (415) 512-4000 
Fax:  (415) 512-4077 
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 Chad Golder (chad.golder@mto.com) 
MUNGER, TOLLES & OLSON LLP 
1155 F Street NW, 7th Floor 
Washington, DC 20004 
Phone:  (202) 220-1100 
Fax:  (202) 220-2300 
 

 Sean Gates (sgates@charislex.com) 
CHARIS LEX P.C. 
16 N. Marengo Avenue, Suite 300 
Pasadena, California 91101 
Phone: (626) 508-1717 
Fax: (626) 508-1730 
 
Counsel for Respondent 1-800 Contacts, Inc. 
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CERTIFICATE OF SERVICE 

I hereby certify that on August 22, 2017, I filed RESPONDENT 1-800 CONTACTS, 
INC.’S NOTICE OF SUPPLEMENTAL AUTHORITY using the FTC’s E-Filing System, 
which will send notification of such filing to all counsel of record as well as the following: 

Donald S. Clark 
Secretary 
Federal Trade Commission 
600 Pennsylvania Ave., NW, Rm. H-113 
Washington, DC 20580 
 
The Honorable D. Michael Chappell 
Administrative Law Judge 
Federal Trade Commission 
600 Pennsylvania Ave., NW, Rm. H-110 
Washington, DC 20580 

 
 

DATED:  August 22, 2017 By:     /s/ Eunice Ikemoto      
                Eunice Ikemoto 

 

CERTIFICATE FOR ELECTRONIC FILING 
 

I hereby certify that the electronic copy sent to the Secretary of the Commission is a true 
and correct copy of the paper original and that I possess a paper original of the signed document 
that is available for review by the parties and the adjudicator. 
 
 
DATED:  August 22, 2017 By:     /s/ Steven M. Perry      

 Steven M. Perry 
 Attorney 
 
 
36022095.2  



Notice of Electronic Service
 
I hereby certify that on August 22, 2017, I filed an electronic copy of the foregoing Respondent 1-800 Contacts,
Inc.'s Notice of Supplemental Authority, with:
 
D. Michael Chappell
Chief Administrative Law Judge
600 Pennsylvania Ave., NW
Suite 110
Washington, DC, 20580
 
Donald Clark
600 Pennsylvania Ave., NW
Suite 172
Washington, DC, 20580
 
I hereby certify that on August 22, 2017, I served via E-Service an electronic copy of the foregoing Respondent
1-800 Contacts, Inc.'s Notice of Supplemental Authority, upon:
 
Thomas H.  Brock
Attorney
Federal Trade Commission
TBrock@ftc.gov
Complaint
 
Barbara Blank
Attorney
Federal Trade Commission
bblank@ftc.gov
Complaint
 
Gustav Chiarello
Attorney
Federal Trade Commission
gchiarello@ftc.gov
Complaint
 
Kathleen Clair
Attorney
Federal Trade Commission
kclair@ftc.gov
Complaint
 
Joshua B. Gray
Attorney
Federal Trade Commission
jbgray@ftc.gov
Complaint
 
Geoffrey Green
Attorney
Federal Trade Commission
ggreen@ftc.gov
Complaint
 
Nathaniel Hopkin
Attorney
Federal Trade Commission
nhopkin@ftc.gov



Complaint
 
Charles A. Loughlin
Attorney
Federal Trade Commission
cloughlin@ftc.gov
Complaint
 
Daniel Matheson
Attorney
Federal Trade Commission
dmatheson@ftc.gov
Complaint
 
Charlotte Slaiman
Attorney
Federal Trade Commission
cslaiman@ftc.gov
Complaint
 
Mark Taylor
Attorney
Federal Trade Commission
mtaylor@ftc.gov
Complaint
 
Gregory P. Stone
Attorney
Munger, Tolles & Olson LLP
gregory.stone@mto.com
Respondent
 
Steven M. Perry
Attorney
Munger, Tolles & Olson LLP
steven.perry@mto.com
Respondent
 
Garth T. Vincent
Munger, Tolles & Olson LLP
garth.vincent@mto.com
Respondent
 
Stuart N. Senator
Munger, Tolles & Olson LLP
stuart.senator@mto.com
Respondent
 
Gregory M. Sergi
Munger, Tolles & Olson LLP
gregory.sergi@mto.com
Respondent
 
Justin P. Raphael
Munger, Tolles & Olson LLP
Justin.Raphael@mto.com
Respondent
 
Sean Gates



Charis Lex P.C.
sgates@charislex.com
Respondent
 
Mika Ikeda
Attorney
Federal Trade Commission
mikeda@ftc.gov
Complaint
 
Zachary Briers
Munger, Tolles & Olson LLP
zachary.briers@mto.com
Respondent
 
Chad Golder
Munger, Tolles, and Olson
chad.golder@mto.com
Respondent
 
Julian Beach
Munger, Tolles & Olson LLP
julian.beach@mto.com
Respondent
 
Aaron Ross
Attorney
Federal Trade Commission
aross@ftc.gov
Complaint
 
Thomas Dillickrath
Attorney
Federal Trade Commission
tdillickrath@ftc.gov
Complaint
 
Jessica S. Drake
Attorney
Federal Trade Commission
jdrake@ftc.gov
Complaint
 
W. Stuart Hirschfeld
Attorney
Federal Trade Commission
shirschfeld@ftc.gov
Complaint
 
David E.  Owyang
Attorney
Federal Trade Commission
dowyang@ftc.gov
Complaint
 
Henry Su
Attorney
Federal Trade Commission
hsu@ftc.gov



Complaint
 
 
 

Steven Perry
Attorney


