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UNITED STATES OF AMERICA
BEFORE THE FEDERAL TRADE COMMISSIO}
OFFICE OF ADMINISTRATIVE LAW JUDGES

RESPONDENT 1-800 CONTACTS’ OPPOSITION TO COMPLAINT COUNSEL’S
MOTION TO COMPEL RESPONSE TO INTERROGATORY NO. 8

I INTRODUCTION

Complaint Counsel’s motion to compel a further response to their Interrogatory No. 8
should be denied for three distinct reasons. First, the mot.ion is untimely. As Complaint Counsel
have acknowledged, Respondent declined on November 7, 2016, to further supplement its
response to Interrogatory No. 8. In Complaint Counsel’s words at the time, “[w]e have reached
impasse on Interrogatories 8, 9, and 12.” Declaration of Gregory P. Stone in Support of
Respondent’s Opposition To Complaint Counsel’s Motion To Compel Response To
Interrogatory No. 8 (“Stone Decl.”), Exhibit A. Complaint Counsel thus were required under the
Scheduling Order to file a motion to compel a further response to Interrogatory No. 8 no later
than December 7, 2016, which they failed to do.‘

Second, Complaint Counsel can as readily as Respondent identify the communications
Respondent had with Settling Parties in which Respondent identified particular advertisements as
infringing. Complaint Counsel have access to an electronic database containing communications

from Respondent to a Settling Party that attach advertisements, and the necessary searches can
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be performed just as readily by Complaint Counsel as by Respondent. As a consequence,
Respondent’s reliance on Rule 3.35(c) was appropriate. See Order on Complaint Counsel’s
Motion to Compel Responses to Interrogatories and to Reschedule Deposition, /n the Matter of
North Texas Specialty Physicians, Docket No. 9312, 2004 WL 318270 at *2 (Jan. 22, 2004)
(rejecting challenge to Respondent’é reliance on Rule 3.35(c) where “Complaint Counsel’s
interrogatories ask Respondent to identify specific documents from the documents that
Respondent has already produced to Complaint Counsel that Respondent contends support
certain contentions” and “Respondent has demonstrated that the burden of deriving or
ascertaining the answers from the documents produced is substantially the same for Complaint
Counsel as it is for Respondent.”).

Third, Interrogatory No. 8 also seeks a description of the thought procesé by which
counsel for 1-800 Contacts determined that there was a factual basis to believe that the
advertisements in question were infringing. That thought process is quite clearly protected from
discovery by the work product privilege and, to the extent the process was communicated to
Respondent’s officers or employees by its inside or outside counsel, by the attorney-client
privilege. These issues were most recently addressed in the deposition of one of Respondent’s
outside counsel, Bryan Pratt, who testified to the information that was available to him to review
in order to make a determination of whether an advertisement was or appeared to be infringing,
and who asserted privilege over the thought process that he went through in making that
determination. Complaint Counsel’s effort to pierce or avoid these well-settled privileges should

be rejected.
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IL ARGUMENT

A, Complaint Counsel’s Motion To Compel Is Untimely And Should Be Denied
On That Ground

Complaint Counsel filed their motion to compel on December 22, 2016, fifty-two (52)
days after Respondent 1-800 Contacts served the response to Interrogatory No. 8 that is the
subject of the motion. The motion is therefore untimely under paragraph 10 of the Scheduling
Order. Moreover, even if the thirty-day deadline for motions to compel begins to run on the date
on which the parties’ meet-and-confer efforts reached an impasse, see Order on Respondent’s
| Motion to Compel Documents Requested from Connecticut Life Insurance Company, In the
Matter of OSF Healthcare System, Docket No. 9349, 2012 WL 588757 at *1 (Feb. 13, 2012),
Complaint Counsel’s motion to compel is still untimely.

Complaint Counsel’s Statement Regarding Meet and Confer acknowledges that the final
meet and confer regarding Respondent’s Response to Interrogatory No. 8 took place on
November 7, 2016, and that no further discussions regarding 1-800 Contacts’ response to
Interrogatory No. 8 occurred gffer that date. See Statement By Daniel J. Matheson Regarding
Meet and Confer, attached to Complaint Counsel’s Motion to Compei Response to Interrogatory
No. 8. That same day, Mr. Matheson sent an email to Respondent’s counsel that accurately
stated “[w]e have reached impasse on Interrogatories 8, 9 and 12.” Stone Decl., ex. A, Thus,
Complaint Counsel were required to file their motion to compel by no later than December 8,

2016, The motion, filed on December 22, should be denied as untime]y.l

! Complaint Counsel appear to believe, because Respondent agreed in the November 7, 2016
call to amend its responses to two other interrogatories, that their 30-day clock was reset as to al/
of Respondent’s interrogatory responses, even those where the parties had clearly “reached [an]
impasse.” Stone Decl., ex. A. There is no logical basis or precedential support for such an
(footnote continued)
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B. Respondent’s Invocation Of Rule 3.35(c) In Responding To Interrogatory
No. 8 Was And Is Clearly Appropriate Given The Subject Matter Of That

Interrogatory

Complaint Counsel state that “[t]he principal question presented” by their motion to
compel is whether 1-800 Contacts properly relied on Rule 3.35(c) in responding to Interrogatory
No. 8. Motion to Compel at 1. Even if Complaint Counsel’s motion to compel was timely filed,
it should nevertheless be denied, because Respondent’s invocation of Rule 3.35(c) was
appropriate given the nature of Interrogatory No. 8 and the status of discovery in this matter.

Complaint Counsel’s Interrogatory No. 8 contained three subparts. The interrogatory
sought: (1) the identity of the advertisements that 1-800 Contacts had identified to any of the
Settling Parties as infringing 1-800 Contacts’ trademark rights; (2) a description of the “process”
used by 1-800 Contacts to determine that the advertisements infringed 1-800 Contacts’
trademark rights; and (3) a description of the factual basis for 1-800 Contacts’ conclusion that
the infringements had occurred. Declaration of Kathleen M. Clair, ex. 1, Interrogatory No. 8.

Respondent invoked Rule 3.35(c) in response to subpart (1) of the interrogatory, which
sought the identity of “the allegedly infringing advertisements that Respondent previously
specifically identified in communications with rivals — rather than . . . all allegedly infringing
advertisements.” Complaint Counsel’s Motion to Compel at 1 (emphasis in original). In its
response, 1-800 Contacts did not merely tell Complaint Counsel to review the entire set of
produced documents, as Complaint Counsel suggest. Instead, Respondent pointed Complaint
Counsel to the particular advertisements attached to letters or emails between 1-800 Contacts and

one or more of the Settling Parties (e.g., cease-and-desist letters sent by 1-800 Contacts), as well

interpretation, which would delay, rather than encourage, prompt judicial review of discovery
disputes.
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as the advertisements attached to pleadings filed by 1-800 Contacts in litigation against a Settling
Party. Complaint Counsel can identify those documents just as easily as counsel for 1-800
Contacts could do so.

As a result of the CIDs, subpoenas duces tecum, and document requests that Complaint
Counsel have served on the Settling .Parties and 1-800 Contacts over the past eighteen months,
Complaint Counsel have possessed all of those letters, emails, pleadings and attachments for a
considerable period of time.” Complaint Counsel can readily search for such letters, emails and
pleadings in their electronic database of produced documents in the very same way that counsel
for 1-800 Contacts would — by using the names of the Settling Parties, the names of 1-800
Contacts’ lawyers, and other. relevant terms as search tools. Complaint Counsel did not claim
otherwise in their motion, nor could they. It was thus appropriate for 1-800 Contacts to rely on
Rule 3.35(c). See North Texas Specialty Physicians, 2004 WL 318270 at *2 (rejecting challenge
to Respondent’s reliance on Rule 3.35(c) where “Respondent has demonstrated that the burden
of deriving or ascertaining the answers from the documents produced is substantially the same
for Complaint Counsel as it is for Respondent™).

C. The Thought Processes Of 1-800 Contacts Counsel Regarding The

Potentially Infringing Nature Of Various Advertisements Are Privileged
And Not A Proper Subject Of Discovery

The second subpart of Interrogatory No. 8 asked 1-800 Contacts to describe the process
by which it determined that the advertisements attached to 1-800 Contacts cease-and-desist

letters and complaints infringed 1-800 Contacts’ trademarks. Clair Decl., ex. 1 at 2. The third

? Respondent produced many of these materials during the underlying Investigation (nearly all of
the complaints and other pleadings are publicly available from the courts’ electronic filing
systems), and Respondent completed production of all such communications months ago in
response to Complaint Counsel’s initial requests for production. (Complaint Counsel has not
raised any issues with the completeness of Respondent’s production of these materials.)
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subpart of Interrogatory Nd. 8 sought the “factual basis for those determinations.” Id. 1-800
Contacts responded that, to the extent information responsive to these subparts of Interrogatory
No. 8 were not privileged, the information was contained in correspondence or emails between
1-800 Contacts and the Settling Parties, pleadings filed by 1-800 Contacts in litigation with the
Settling Parties, and the transcripts of Investigational Hearings of 1-800 Contacts’ employees.
See Clair Decl., ex. 6 at 23-24. 1-800 Contacts specifically asserted privilege over the process
and thought processes used by it and its attorneys to make these determinations. See id.

There can be no dispute that the thought processes of counsel are privileged and not
subject to discovery. For example, “[t]he doctrine of work-product immunity shelters the mental
processes of the attorney, providing a privileged area within which he can analyze and prepare
his client's case. . .. Protecting attorneys’ work product promotes the adversary system by
enabling attorneys to prepare cases without fear that their work product will be used against their
clients.” LabMD, Inc. v. Tiversa Holding Corp., No. CIV.A. 15-92, 2015 WL 1213043, at *4
(W.D. Pa. Mar. 17, 2015) (internal citations and quotation marks omitted). See also Richard v.
Caliber Home Loans, Inc., No. 2:15-CV-2647, 2016 WL 6573847, at *3 (S.D. Ohio Nov. 4,
2016) (the work product doctrine protects “the attorney’s mental impressions, including thought
processes, opinions, conclusions, and legal theories.”); In the Matter of Olin Corp., Docket No.
9196, 1985 WL 668861, at *2 (Nov. 26, 1985) (explaining that the work product doctrine “has
an ‘inner core’ that protects the mental impressions, conclusions, opinions, or legal theories of

counsel”). Material that reflects “an attorney’s mental impressions, conclusions, opinions, or

3 See, e.g., Investigation Hearing Transcript of Bryce F. Craven at 126:16-23; 128:13-23; 134:7 —
135:3 (Sep. 3, 2015) (explaining the process used by 1-800 Contacts’ employees to identify
sponsored advertisements that appeared in response to an Internet search for 1-800 Contacts’
trademarks in order to send to the “legal team™), attached as Stone Decl., ex. B.
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legal theories, is referred to as ‘opinion work product,’” which “enjoys a nearly absolute
immunity and can be discovered only in very rare and extraordinary circumstances.” Cox v.
Administrator U.S. Steel & Carnegie, 17 F.3d 1386, 1422 (11th Cir. 1994).

As one of 1-800 Contacts’ outside counsel testified recently, he and/or other counsel for
1-800 Contacts would consider variéus advertisements by third parties that appeared in response
to Internet searches for 1-800 Contacts’ trademarks. See, e.g., Dep. Tr. Bryan G. Pratt, at 19:19
—21:24, 27:12 — 30:8, attached as Stone Decl., ex. C; CX1185, attached as Stone Decl., ex. D.
Counsel would then exercise his or her legal judgment to make a determination as to whether
that third party was infringing on Respondent’s trademark or other rights and, if so, what
particular advertisements to identify to that third party as evidencing the infringement. See id.
The thought process by which counsel came to those legal judgments is protected by the work
product privilege and, to the extent that process was communicated to Respondent, the attorney-
client pfivi]ege. Complaint Counsel do not explain why counsel’s thought process in coming to
a determination about whether a particular claim should be asserted is not privileged; they simply
say that “a high-level description need not reveal privileged information.” Motion to Compel at
8. But to the extent a high level description that is not privileged can be provided, it has been

provided. See Stone Decl., exs. C and D.

_4 1-800 Contacts filed a complaint in federal court that set forth factual bases

% As asserted in 1-800 Contacts’ Answer to the Complaint, one of the agreements at issue is a
“sourcing and fulfillment agreement,” not a settlement agreement of litigation. Respondent 1-
(footnote continued)
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for the claims asserted. Stone Decl,, exs. E —R.

| Id,exs.S
— CC. While the thought process of 1-800 Contacts’ counsel in determining which facts
supported the asserted claims is certainly privileged, it is clear that it was objectively reasonable
to assert that the advertisements in qﬁestion supported such claims.’

Although a detailed discussion of the relevant case law is unnecessary here, there are
numerous cases where motions to dismiss or motions for summary judgment have been denied in
cases challenging the use of competitors’ trademarks in paid search advertising on grounds that
would be equally applicable to the cases filed by 1-800 Contacts. Indeed, 1-800 Contacts
provided a separate interfogatory response (which Complaint Counsel has chosen not to mention
or challenge in their motion) that presents this information in more detail. Interrogatory No. 13
asked 1-800 Contacts to state the factual basis for its assertion in its answer that the lawsuits that
resulted in the challenged settlement agreement constituted “bona fide trademark litigation.” In
its response, 1-800 Contacts explained that (1) “the use of a trademark as a Search Engine
Kéyword that triggers the display of a competitor’s advertisement is a use in commerce under the
Lanham Act,” see, e.g., Network Automation, Inc. v. Advanced Sys. Concepts, Inc., 638 F.3d

1137, 1144 (9th Cir. 2011); Rescuecom Corp. v. Google Inc., 562 F.3d 123, 128-41 (2d Cir.

800 Contacts, Inc.’s Answer and Defenses to Administrative Complaint, at 1 (filed Aug. 29,
2016).

> In the litigation filed by 1-800 Contacts against Memorial Eye and Lens.com, the coutts
rejected arguments that the cases were not bona fide trademark litigations. See 1-800 Contacts,
Inc. v. Lens.com, Inc., 722 F.3d 1229, 1256 (10th Cir. 2013); Order, Lens.com, Inc. v. 1-800
Contacts, Inc., No. 2:12CV00352 DS, (D. Utah Mar. 3, 2014), ECF No. 91; 1-800 Contacts, Inc.
v. Lens.com, No. 2:07-CV-591 CW, 2012 WL 113812, at *3 (D, Utah Jan. 13, 2012); and /-
800Contacts, Inc. v. Memorial Eye, P.A., No. 2:08-CV-983 TS, 2010 WL 988524, *[ (D. Utah,
Mar. 15, 2010).
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2009), (2) the analysis under the Lanham Act depends on a highly fact-specific inquiry that
involves balancing a number of different factors (which differ by jurisdiction), and (3)
“numerous courts have recognized the bona fides of trademark infringement and trademark
dilution claims in analogous circumstances to those asserted by 1-800 Contacts.” Clair Decl., ex.

2, at23-27 (1-800 Contacts’ Response to Interrogatory No. 13).

For the reasons set forth above, Complaint Counsel’s motion to compel a further response

to Interrogatory No. 8 should be denied.

DATED: January 3, 2017 Respectfully submitted,

/s/ Gregory M. Sergi

Gregory P. Stone (gregory.stone@mto.com)
Steven M., Perry (steven.perry(@mto.com)
Garth T. Vincent (garth.vincent@mto.com)
Stuart N. Senator (stuart.senator@mto.com)
Gregory M. Sergi (gregory.sergi@mto.com)
Justin P. Raphael (justin.raphael@mto.com)

MUNGER, TOLLES & OLSON LLP
355 South Grand Avenue, 35th Floor
Los Angeles, California 90071-1560
Telephone: (213) 683-9100
Facsimile: (213) 687-3702

Counsel for Respondent [-800 Contacts, Inc.
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UNITED STATES OF AMERICA
BEFORE THE FEDERAL TRADE COMMISSION
OFFICE OF ADMINISTRATIVE LAW JUDGES

In th
i the Matier of Docket No. 9372

1-800 Contacts, Inc.,
a corporation

DECLARATION OF GREGORY P. STONE IN SUPPORT OF RESPONDENT’S
OPPOSITION TO COMPLAINT COUNSEL’S MOTION TO COMPEL
RESPONSE TO INTERROGATORY NO. 8

I, Gregory P. Stone, declare as follows:

1. I am a member of the law firm of Munger, Tolles & Olson LLP, counsel for
Respondent 1-800 Contacts, Inc. in this matter. [ am duly licensed to practice law before the
courts of the State of California and have appeared in this action pursuant to Rule 4.1 of the
Commission’s Rules of Practice.

2 I submit this declaration in support of Respondent’s Opposition to Complaint
Counsel’s Motion to Compel Response to Interrogatory No. 8. 1 have personal knowledge of the
facts stated in this declaration and, if called as a witness, could competently testify to them.

3. Attached hereto as Exhibit A is a true and correct copy of an email
communication sent to me by Daniel J. Matheson on November 7, 2016.

4. Attached hereto as Exhibit B is a true and correct copy of excerpts from the
Investigation Hearing of Bryce F. Craven taken on September 3, 2015.

5. Attached hereto as Exhibit C is a true and correct copy of excerpts from the

deposition of Bryan G. Pratt taken on December 15, 2016.
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6. Attached hereto as Exhibit D is a true and correct copy of CX1185, which
describes the “monitoring” activity of Messrs. Pratt and Miller and that was the subject of
testimony at Mr. Pratt’s deposition.

Z Attached hereto as Exhibits E-R are true and correct copies of complaints filed by
1-800 Contacts in federal courts against_: Complaint filed against
Arlington Contact Lens Service, Inc., d/b/a Discount Contact Lenses (Ex. E); Complaint filed
against Coastal Contacts, Inc. (Ex. F); Complaint filed against Contact Lens King, Inc. (Ex. G);
Complaint filed against Empire Vision Center, Inc., d/b/a Lens123 (Ex. H); Complaint filed
against Lenses for Less (Ex. I); Complaint filed against Lensfast, ..L...C. d/b/a ContactLens.com,
Lensfast.com, and E-Contacts.com (Ex. J); Complaint filed against Memorial Eye, PA d/b/a
Shipmycontacts.com, Ship-My-Contacts.com, and [WantContacts.com (Ex. K); Complaint filed
against Premier Holdings, Inc., d/b/a Filmart, Eugene Lefkowitz, Sholomo Lefkowitz, and Judith
Lefkowitz, d/b/a EZ Contacts USA (Ex. L); Complaint filed against Standard Optical Company
(Ex. M); Complaint filed against Tram Data, LLC, d/b/a ReplaceMyContacts.com (Ex. N);
Complaints filed against Vision Direct in 2002 and 2008 (Exs. O and P); Complaint filed against
Walgreen Co. (Ex. Q); and Complaint filed against Web Eye Care, Inc. (Ex. R).

8. Attached hereto as Exhibits S-CC are true and correct copies of cease-and-desist

eterssent by counse for 1-800 Contacts [
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[ declare under penalty of perjury under the laws of the United States that the foregoing is
true and correct.

Executed on January 3, 2017 at Los Angeles, California.

/si Gregory P. Stone
Gregory P. Stone
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From: Matheson, Daniel <dmatheson@ftc.gov>

Sent: Monday, November 07, 2016 2:23 PM

To: Stone, Gregory; Beach, Julian

Cc: Blank, Barbara; Loughlin, Chuck; Slaiman, Charlotte; Green, Geoffrey; Chiarello, Gustav,
Gray, Joshua Barton; Clair, Kathleen; Taylor, Mark; Hopkin, Nathaniel; Brock, Thomas H.

Subject: RE: Amended Responses to First Set of Interrogatories

Greg and Julian,

Thank you for speaking with Katie and me this afternoon. As we discussed, Respondent will provide amended responses
to Interrogatories 1 and 7. We have reached impasse on Interrogatories 8, 9, and 12.

Regards,

Dan

From: Matheson, Daniel

Sent: Wednesday, November 02, 2016 1:07 PM

To: 'Stone, Gregory'

Cc: Blank, Barbara; Loughlin, Chuck; Slaiman, Charlotte; Green, Geoffrey; Chiarello, Gustav; Gray, Joshua Barton; Clair,
Kathleen; Taylor, Mark; Hopkin, Nathaniel; Brock, Thomas H.

Subject: RE: Amended Responses to First Set of Interrogatories

Greg,

Monday morning works for us. How about 9:00 Pacific, 12:00 Eastern? If that works we can use my dial-in: (877)336-
1831, passcode 3262075.

Our principal issues with your Interrogatory responses are the following:

e Interrogatory 1 — Your response does not identify each Settlement Agreement that produced a supposed
benefit. This is an important part of the Interrogatory. It is a straightforward request that 1-800 identify the
complete universe of Settlement Agreements. For example, | note that your response to Interrogatory 5
identifies correspondence with Johnson & Johnson and Ciba/Alcon that suggests the existence of a Settlement
Agreement with 1-800 Contacts.

e Interrogatory 7 — Your response states that you will produce documents sufficient to show. That is not
sufficient, as the Rule allows a reference to records only if the records are specifically identified.

e Interrogatory 8 — We do not agree that the factual basis for a contention made in a lawsuit is privileged, and we
do not agree that a request to describe the process requires the disclosure of privileged information. Also, your
reference to documents is not sufficient as the Rule allows a reference to records only if the records are
specifically identified.
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e Interrogatory 9 — Your response suggests that your response to Interrogatory to 8 provides “representative
examples of advertisements . . . that were likely to cause Consumer Confusion.” However, your response to 8
actually identifies zero advertisements.

e Interrogatory 12 — Your response provides more specificity than your initial response, which is very
helpful. However, your response still refers to your document production without specifying the records
pursuant to the Rule.

e Interrogatory 13 — Your response refers to documents without identifying the records.
Regards,

Dan

From: Stone, Gregory [mailto:Gregory.Stone@mto.com]

Sent: Tuesday, November 01, 2016 4:54 PM

To: Matheson, Daniel

Cc: Blank, Barbara; Loughlin, Chuck; Slaiman, Charlotte; Green, Geoffrey; Chiarello, Gustav; Gray, Joshua Barton; Clair,
Kathleen; Taylor, Mark; Hopkin, Nathaniel; Brock, Thomas H.

Subject: RE: Amended Responses to First Set of Interrogatories

It seems most efficient to first meet and confer. Could you send me a short email outlining
the issues you want to discuss? My schedule is a pretty booked up the rest of this week, but I
can make time Monday morning if that would work.

From: Matheson, Daniel [mailto:dmatheson@ftc.gov]

Sent: Tuesday, November 01, 2016 12:14 PM

To: Stone, Gregory

Cc: Blank, Barbara; Loughlin, Chuck; Slaiman, Charlotte; Green, Geoffrey; Chiarello, Gustav; Gray, Joshua Barton; Clair,
Kathleen; Taylor, Mark; Hopkin, Nathaniel; Brock, Thomas H.

Subject: RE: Amended Responses to First Set of Interrogatories

Greg,

The redactions appear appropriate, thank you. We have several substantive objections to your responses regarding
which we request a meet and confer. Would you prefer to present this version to your client for verification prior to
discussing our objections, or would it be more efficient to meet and confer to attempt to resolve our objections
first? Please let us know how you wish to proceed, we are generally available to meet and confer this week.

Regards,

Dan

From: Stone, Gregory [mailto:Gregory.Stone@mto.com]

Sent: Monday, October 31, 2016 4:47 PM

To: Matheson, Daniel

Cc: Blank, Barbara; Loughlin, Chuck; Slaiman, Charlotte; Green, Geoffrey; Chiarello, Gustav; Gray, Joshua Barton; Clair,
Kathleen; Taylor, Mark; Hopkin, Nathaniel; Brock, Thomas H.

Subject: Amended Responses to First Set of Interrogatories

Dan,
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I attach for your review a copy of the current version of our Amended Responses to Complaint
Counsel’s First Set of Interrogatories. The information in italics and brackets is intended to
be redacted or blacked out before the document is reviewed and verified by our client. Once
you confirm that our redactions are correct, we will provide this to our client for its review and
verification and then will serve a signed and verified copy on you.

Thank you,

Greg

Gregory P. Stone | Munger, Tolles & Olson LLP

355 South Grand Avenue | Los Angeles, CA 90071

Tel: 213.683.9255 | Fax: 213.683.5155 | Cell: 213.309.5999
gregory.stone@mto.com | www.mto.com
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Case 2:10-cv-00131-CW  Document 2

Mark A. Miller, 9563
mmiller@hollandhart.com
Bryan G. Pratt, 9924
bgpratt@hollandhart.com
Brett L. Foster, 6089
bfoster(@hollandhart.com
HOLLAND & HART LLp

60 East South Temple, Suite 2000
Salt Lake City, UT 84111-1031
Telephone: (801) 799-5800
Facsimile: (801) 799-5700
Attorneys for Plaintiff
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Filed 02/18/2010 Page 1 of 11

IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF UTAH, CENTRAL DIVISION

1-800 CONTACTS, INC., a Delaware
corporation;

PlaintifT,
A%

ARLINGTON CONTACT LENS
SERVICE, INC., d/b/a DISCOUNT
CONTACT LENSES, an Ohio
corporation,

Defendant.

COMPLAINT

Case No. 2:10-cv-131

Judge Clark Waddoups

(JURY DEMAND)

Plaintiff 1-800 Contacts, Inc. (“1-800 Contacts” or “Plaintiff”), by and through counsel,

alleges and complains against Defendant Arlington Contact Lens Service, Inc., d/b/a Discount

Contact Lenses (“Defendant™) as follows:

JURISDICTION AND VENUE

1. This is an action for trademark infringement and unfair competition under §§ 32

and 43 of the Lanham Act (a.k.a. Trademark Act of 1946, 15 U.S.C. §§ 1051-1127, as amended),

and state law infringement and false advertising claims.

CONFIDENTIAL - FTC Docket No. 9372

4734363_1.DOC

1-800F_00080743
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Case 2:10-cv-00131-CW Document2  Filed 02/18/2010 Page 2 of 11

2 This Court has subject matter jurisdiction over this action under 28 U.S.C. § 1331
(federal question), 28 U.S.C. § 1338(a) (trademarks), and 15 U.S.C. § 1121 (trademarks). This
Court has supplemental jurisdiction over Plaintiff’s state law claims under 28 U.S.C. § 1367(a),
because those claims arise from the common nucleus of operative facts alleged in Plaintiff’s
federal claims,

3. This Court has personal jurisdiction over Defendant because, on information and
belief, Defendant has transacted business in Utah and has caused damage to Plaintiff in Utah.
Defendant has purposefully availed itself of the privilege of transacting business in this District
by, inter alia, advertising its contact lens products via the Internet in this District, offering an
interactive websites at www.discountcontactlenses.com and www.aclens.com accessible to
consumers throughout the country, including in this District, which permits the consumer to
create an account and order contact lenses to be shipped to the consumer in this District.
Defendant has used Plaintiff’s trademarks in connection with its Internet advertising, including
in this District, without the authorization or consent of Plaintiff,

4, Venue is proper in this district pursuant to 28 U.S.C. § 1391 because there is
personal jurisdiction over Defen-dam, and because a substantial part of Defendant’s acts and
omissions giving rise to Plaintiff’s claims occurred in this judicial district.

PARTIES

5, Plaintiff 1-800 Contacts, Inc. is a Delaware corporation having its principal place
of business at 66 East Wadsworth Park Drive, Draper, Utah 84020. Plaintiff is engaged in retail
sales of contact lenses, including marketing and selling contact lenses via the Internet.

6. Upon information and belief, Defendant is an Ohio corporation having a place of

business at 4265 Diplomacy Drive, Columbus, Ohio 43228. Upon information and belief,

4734363 _1.DOC

CONFIDENTIAL - FTC Docket No. 9372 1-800F_00080744
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Case 2:10-cv-00131-CW  Document2  Filed 02/18/2010 Page 3 of 11

Defendant is also engaged in retail sales of contact lenses, including marketing and selling
contact lenses via the Internet in direct competition with Plaintiff,

7. Upon information and belief, Defendant owns and operates the website
www.lensesforless.com, and possibly others, relating to its business of offering and selling
contact lenses and vision-related products.

GENERAL ALLEGATIONS

8. For over a decade, Plaintiff has been, and continues to be, engaged in the business
of advertising, offering for sale, selling and distributing contact lenses and eye care products via
telephone, fax, Internet, and mail orders (the “Goods and Services”). 1-800 Contacts is the
market leader, having filled over ten million orders for millions customers. Plaintiff’s contact
lens and eye care products can be ordered via the Internet at Plaintiff’s website:
www. 1800contacts.com.

9. Plaintiff owns common law and federally registered trademark rights in the marks
1-800 CONTACTS, 1800 CONTACTS (U.S. Registration No. 2,731,114) and 1800CONTACTS
(U.S. Registration No, 2,675,866) (the “1-800 Contacts marks™).

10. Since at least as early as 1995, Plaintiff has advertised and offered its Goods and
Services using one or more of the 1-800 Contacts marks in interstate commerce throughout the
United States. The 1-800 Contacts marks have been used extensively in advertising and
promotional media, including the Internet, radio, television, trade shows, various printed media,
and direct mail.

1. Plaintiff has expended hundreds of millions of dollars advertising and marketing
its Goods and Services using the 1-800 Contacts marks over many years. As a result, the 1-800

Contacts marks and Goods and Services have achieved significant commercial success and

4734363_1.DOC

CONFIDENTIAL — FTC Docket No. 9372 1-800F_00080745
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Case 2:10-cv-00131-CW Document2  Filed 02/18/2010 Page 4 of 11

widespread consumer fame and recognition. In addition, the consuming public has come to
regard the 1-800 Contacts marks as symbols of Plaintiff, of Plaintiff’s quality Goods and
Services, and of Plaintiff’s goodwill as the leader in the retail contact lens industry.

12. Like Plaintiff, Defendant advertises and offers contact lenses over the Internet
through its www.discountcontactlenses.com and www.aclens.com websites in direct competition
with Plaintiff. Defendant does so via keyword advertising campaigns through various search
engines such as, for example, Google, Yahoo, and Bing.

13.  Oninformation and belief, Defendant is aware of the strong consumer recognition
enjoyed by the 1-800 Contacts marks and the significant goodwill Plaintiff has created in those
marks.

14, In order to trade off of Plaintiff’s goodwill and capitalize on the fame and
recognition of the 1-800 Contacts marks, Defendant has purchased, continues to purchase, and
has caused to be purchased, the 1-800 Contacts marks and/or confusingly similar variations or
misspellings thereof as keywords that trigger the display of sponsored advertisements for
Defendant’s competitive goods and services.

15 On information and belief, the keyword advertising programs offered by the
various search engines give control to the user, such as Defendant, to (a) select the keywords it
wishes to purchase to trigger its sponsored advertisements, and (b) implement “negative
keywords” that will ensure such advertisements are not triggered in response to a search for such
negative keywords.

16. On information and belief, Defendant is aware of the control it has over the
keyword advertising programs offered by the various search engines with respect to Defendant’s

advertisements. In particular, Defendant is aware that it can easily implement the 1-800 Contacts

4
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marks and confusingly similar variations or misspellings thereof as “negative keywords”™ in its
Internet advertising campaigns to ensure that Defendant’s directly competitive advertisements
are not displayed in response to a consumer searching for Plaintiff and/or Plaintiff’s Goods and
Services.

17. Notwithstanding the foregoing, Defendant has not sufficiently implemented the 1-
800 Contacts marks (and confusingly similar variations or misspellings thereof) as negative
keywords, but has instead voluntarily and consciously participated in causing its competitive
advertisements to be displayed in response to consumers searching for the 1-800 Contacts marks
and Plaintiff’s Goods and Services. |

18. Defendant’s unauthorized use of ﬂle 1-800 Contacts marks as keywords in its
Internet advertising campaigns and Defendant’s participation in causing its sponsored
advertisements to be displayed in response to searches for Plaintiff and Plaintiff’s Goods and
Services has caused, and will continue to cause, confusion and mistake, including initial interest
confusion, as to the source or origin of Defendant’s goods and services and is likely to falsely
suggest a sponsorship, connection, license, endorsement or association by Plaintiff with
Defendant’s goods and services, thereby injuring Plaintiff and the consuming public.

19.  Defendant’s actions also unjustly enrich Defendant by wrongtully directing
consumers searching for Plaintiff and Plaintiff’s Goods and Services on the Internet to
Defendant’s competitive website where such consumers purchase contact lenses from Defendant
rather than Plaintiff,

20.  Despite Plaintiff repeatedly providing Defendant with notice of its infringing

activities, Defendant’s actions of infringement have not ceased.
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CAUSES OF ACTION

COUNT I
(TRADEMARK INFRINGEMENT UNDER SECTION 43(a) OF THE LANHAM ACT — 35 U.S.C. § 1125)
21.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.
22.  Defendant’s acts as alleged herein with respect to its infringement of Plaintiff’s

marks are likely to cause public confusion, mistake, or deception as to the affiliation, connection,
or association of Plaintiff with Defendant. Defendant’s acts are also likely to cause public
confusion, mistake, or deception as to the origin, sponsorship, or approval of Defendant’s goods
and services by Plaintiff. Accordingly, Defendant’s acts constitute trademark infringement in
violation of 15 U.S.C. § 1125(a).

23.  To the extent Defendant utilizes affiliates to conduct keyword advertising on its
behalf, Defendant is secondarily liable for the infringing acts of its affiliates that likewise
purchase the 1-800 Contacts marks and confusingly similar variations or misspellings thereof as
keywords (and fail to implement corresponding negative keywords) in order to display
advertisements for Defendant’s competitive goods and services in response to searches for
Plaintiff and Plaintiff’s Goods and Services.

24, Plaintiff has been and will continue to be damaged by such wrongful acts.

25.  Because Defendant’s actions, on information and belief, were intentional, willful
and/or deliberate, Plaintiff is entitled to an award of tijéb!e damages under § 35(a) of the Lanham
Act (15 U.S.C. § 1117(a)).

26.  This is an exceptional case, and thus Plaintiff is entitled to an award of attorneys’
fees under § 35(a) of the Lanham Act (15 U.S.C. § 1117(a)).

27. By reason of the foregoing, Plaintiff is entitled to preliminary and permanent

injunctive relief and monetary damages against Defendant.

6
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COUNT I
(TRADEMARK INFRINGEMENT UNDER SECTION 32 OF THE LANHAM ACT-35 U.S.C. § 1114)

28.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.

29, Defendant’s acts as alleged herein with respect to its infringement of Plaintiff’s
marks are likely to cause public confusion, mistake, or deception and, therefore, constitute
trademark infringement in violation of 15 U.S.C. § 1114.

30.  To the extent Defendant utilizes affiliates to conduct keyword advertising on its
behalf, Defendant is secondarily liable for the infringing acts of its affiliates that likewise
purchase the 1-800 Contacts marks and confusingly similar variations or misspellings thereof as
keywords (and fail to implement corresponding negative keywords) in order to display
advertisements for Defendant’s competitive goods and services in response to searches for
Plaintiff and Plaintiff’s Goods and Services.

31.  Plaintiff has been and will continue to be damaged by such wrongful acts.

32. Because Defendant’s actions, on information and belief, were intentional, willful
and/or deliberate, Plaintiff is entitled to an award of treble damages under § 35(a) of the Lanham
Act (15 U.S.C. § 1117(a)).

33.  This is an exceptional case, and thus Plaintiff is entitled to an award of attorneys’
fees under § 35(a) of the Lanham Act (15 U.S.C. § 1117(a)).

34. By reason of the foregoing, Plaintiff is entitled to preliminary and permanent

injunctive relief and monetary damages against Defendant.

COUNT Il
(CONTRIBUTORY TRADEMARK INFRINGEMENT UNDER SECTIONS 43(A) AND 32 OF THE
LANHAM ACT)
35.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.
7

4734363 1.DOC

CONFIDENTIAL — FTC Docket No. 9372 1-800F_00080749



PUBLIC

Case 2:10-cv-00131-CW Document 2  Filed 02/18/2010 Page 8 of 11

36.  On information and belief, the search engines through which Defendant conducts
its advertising use the 1-800 Contacts marks in order to display Defendant’s competitive
advertisements and links to Defendant’s competitive websites. Such use is a use in commerce in
connection with the advertisement of Defendant’s competitive goods and services which is likely
to cause public confusion, mistake, or deception as to the affiliation, connection, or association
of Plaintiff with Defendant. Such use is also likely to cause public confusion, mistake, or
deception as to the origin, sponsorship, or appr'pval of Defendant’s goods and services by
Plaintiff. Accordingly, the search engines’ acts constitute trademark infringement in violation of
15U.8.C. §§ 1114 and 1125(a).

FL Defendant’s actions as alleged above, and particularly Defendant’s failure to
implement appropriate negative keywords in connection with its internet advertising campaigns
through the search engines to ensure that Defendant’s advertisements and/or links to Defendant’s
competitive websites are not displayed in response to or as a result of a search for Plaintiff’s
trademarks and/or Goods and Services, demonstrate a willful blindness to the infringement of the
1-800 Contacts marks and the consumer confusion being caused by its participation in its internet
advertising campaigns. Such actions constitute contributory infringement, whether or not
Defendant affirmatively purchases any of Plaintift’s trademarks as keywords.

38.  Plaintiff has been and will continue to be damaged by such wrongful acts.

39. Plaintiff is, therefore, entitled to all damages and relief set forth under Counts |
and 11 above due to Defendant’s contributory trademark infringement.

COUNT IV
(CoMMON LAW UNFAIR COMPETITION, MISAPPROPRIATION, AND TRADEMARK
INFRINGEMENT — UTAH UNFAIR COMPETITION ACT, UTAH CODE ANN. §13-5a-101 et. seq.)

40.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.
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41, The 1-800 Contacts marks are distinctive of Plaintiff’s Goods and Services and of
Plaintiff as the source for those Goods and Services.

42. Defendant’s actions, as alleged above, were intentional business acts that infringe
and diminish the value of Plaintiff’s trademark rights under federal common law and Utah
common law and, therefore, constitute acts of unfair competition under Utah Code Ann. §13-5a-
102(4)(a).

43. By reason of the foregoing, Plaintiff is entitled to injunctive relief and monetary
damages against Defendant.

44, The infringing activities of Defendant, on information and belief, are willful and
intentional, thereby justifying an award of exemplary and/or punitive damages.

COUNT V
(UNJUST ENRICHMENT)

45.  Plaintiff realleges and incorporates by this reference all of the foregoing
paragraphs.

46. Defendant has benefited from the improper, unfair, and unauthorized use of the
1-800 Contacts marks in its Internet advertising and its unauthorized trading off of Plaintiff’s
goodwill attendant thereto, as alleged above.

47, Defendant has knowledge and fully appreciates the benefits it has received from
Plaintiff’s trademark rights, consumer recognition, and goodwill as a result of such actions.

48.  Defendant would be unjustly enriched if it were permitted to retain the proceeds
obtained from such actions.

49, Equity and good conscience dictate that Defendant be required to account for and

turn over to Plaintiff an amount equal to the value of the benefits involuntarily conferred upon it.
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JURY DEMAND

Plaintiff demands that all claims and causes of action raised in this complaint against
Defendant be tried to a jury to the fullest extent possible under the United States and Utah
Constitutions,

PRAYER FOR RELIETF

WHEREFORE, Plaintiff demands judgment against Defendant as follows:

A. Preliminarily and permanently enjoining Defendant, its affiliates, and all other
persons participating or acting in concert with it, from infringing any of Plaintiff’s rights in the
1-800 Contacts marks.

B. Preliminarily and permanently enjoining Defendant, its affiliates, and all other
persons participating or acting in concert with it, from purchasing or using the 1-800 Contacts-
marks or any marks confusingly similar to the 1-800 Contacts marks as keywords in Internet
search engine advertising programs and from otherwise using such marks in any manner that is
likely to cause confusion or mistake as to whether Defendant and its goods and services are
authorized by, affiliated with, sponsored by, or endorsed by Plaintiff,

C. Ordering Defendant, its affiliates, and all other persons participating or acting in
concert with it to implement the 1-800 Contacts marks and all confusingly similar variations and
misspelling thereof as negative keywords in all of their search engine advertising campaigns;

D. Ordering Defendant to provide an accounting of all revenues and profits gained
by Defendant while engaging in the acts complained of in this complaint;

E., Ordering Defendant to promulgate corrective advertising pursuant to Utah Code

Ann. § 13-11a-4(3);
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E. Awarding Plaintiff its actual damages, and awarding Plaintiff any additional
damages that the Court deems just and equitable under the circumstances of the case; but in no
case less than the statutory damages mandated under Utah Code Ann. § 13-11a-4(2)(b);

G. Awarding Plaintiff, at its election, either treble or statutory damages in
accordance with § 35 of the Lanham Act (15 U.S.C. § 1117) on all claims asserted under § 43 of

the Lanham Act (15 U.S.C. § 1125);

H. Awarding Plaintiff damages to which it is entitled based upon Defendant’s unjust
enrichment;
1. Awarding Plaintiff prejudgment interest at the rate established under 26 U.S.C.

§ 6621(a)(2) from the date of service of the Complaint through the date of judgment;
J. Awarding Plaintiff its allowable costs and attorneys fees; and
K. Awarding Plaintiff such other and/or further relief as is just and equitable.
DATED this 18" day of February, 2010.
Respectfully submitted,
fs/ Mark A. Miller
Mark A. Miller (9563)

Bryan G. Pratt (9924)
Brett L. Foster (6089)

Plaintiff’s Address:
66 East Wadsworth Park Drive
Draper, Utah 84020
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e Pl e
Paxton R. Guymon (8188) S
MILLER MAGLEBY & GUYMON, P.C. e
170 South Main, Suite 350 .
Salt Lake City, Utah 84101 3 a2 BT T

Telephone: (801) 363-5600
Facsimile: (801) 363-5601

Terence P. Ross

Amy E. Barrier

GiBsON, DUNN & CRUTCHER, LLP
1050 Connecticut Ave., N.W.
Washington, D.C. 20036
Telephone: (202) 055-8500

Attorneys for Plaintiff

IN THE UNITED STATES DISTRICT COURT

DISTRICT OF UTAH, CENTRAL DIVISION

1-800 CONTACTS, INC,, a Delaware
corporation, COMPLAINT

Plaintiff,
VS.

Judge Dale A. Kimball
COASTAL CONTACTS, INC., DECK TYPE: Civil
A3 ’ DATE STAMP: 03/18/2004 @ 13:08:51

ER: 2:04cVv00249 DAK
Defendant. CASE' WUNE

Plaintiff 1-800 Contacts, Inc. ("1-800 Contacts" or "Plaintiff"), by their undersigned
attorneys, for their Complaint allege against Defendant, Coastal Contacts, Inc. ("Coastal

Contacts" or "Defendant™) as follows:
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NATURE OF THE ACTION

1. This action is for permanent injunctive relief, damages, and attorney's fees and
costs arising out of Defendant's acts of trademark infringement, unfair competition, false
designation of origin, trademark dilution, copyright infringement, and contributory copyright

infringement.

THE PARTIES

2, Plaintiff 1-800 Contacts was incorporated in Utah in 1995 and is presently
incorporated in Delaware. Its principle place of business is in Draper, Utah. 1-800 Contacts is
the world's largest contact lens distributor, having delivered over 10 million orders to more than
5 million customers in the last seven years. 1-800 Contacts is a publicly traded company listed
on NASDAQ.

E 1-800 Contacts revolutionized the way in which consumers purchase contact
lenses by providing easy and convenient methods of purchase via its Internet website, located at

http://www.1800Contacts.com, as well as through its toll-free telephone number, "1-800

Contacts," and by mail.

4. Upon information and belief, Defendant Coastal Contacts is a Canadian
corporation with its principle place of business in Vancouver, British Columbia. Defendant
Coastal Contacts sells contact lenses through its Internet website, located at

http://www.coastalcontacts.com, as well as by telephone and mail, and endeavors to compete
with the Plaintiff.

JURISDICTION AND VENUE

5. This Court has subject matter jurisdiction over this action under 15 U.S.C. §1121,

28 U.S.C. §1331, and 28 U.S.C. § 1338(a) and (b). This Court has supplemental jurisdiction
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over the state law claims pursuant to 28 U.S.C. §1367(a) because those claims are so related to
the federal claims brought herein as to form part of the same case or controversy.

6. Venue is proper in this district under 28 U.S.C. §1391(b) and 28 U.S.C. §1400(a)
because Defendants reside in this district within the meaning of 28 U.S.C. §1391(c).

7. Coastal Contacts is subject to personal jurisdiction in this district because it
practices the unJawful conduct complained of herein, in part, within the State of Utah and this
district: because the unlawful conduct complained of herein causes injury, in part, within the
State of Utah and this district; and because Coastal Contacts regularly does or solicits business,
engages in other persistent courses of conduct, and/or derives substantial revenue from goods
used or consumed or services rendered within the State of Utah and this district.

8. Moreover, Coastal Contacts regularly and systematically has directed electronic
activity into the State of Utah with the manifested intent of engaging in business within the State
and that activity has resulted in causes of action cognizable within the State. Coastal Contacts'
actions in this regard include causing the regular placement of pop-up advertisements upon the
screens of numerous PCs within the State; the offering of contact lens products to PC users
within the State, many of whom purchased such products; and entry into contracts with residents
of the State. Upon information and belief, these actions by Coastal Contacts were the means by
which actual business was conducted by Coastal Contacts within the State and which resulted in

cognizable causes of action within the State.

PLAINTIFF'S TRADEMARKS

9. On July 8, 1999, 1-800 Contacts filed to register the service mark "1-800
CONTACTS" with the United States Patent and Trademark Office ("USPTO") for use in
connection with retail sales via electronic retailing services using a computer, by mail order and

by telephone order, for the field of contact lenses and related products. On January 21, 2003, the
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USPTO issued a registered service mark. See Federal Trademark Reg. No. 2,675,866 (appended
hereto as Exhibit A).

10.  On August 29, 2000, 1-800 Contacts registered the service mark "WE DELIVER.
YOU SAVE.” with the USPTO for use in connection with retail sales via electronic retailing
services using a computer, by mail order and by telephone order, for the field of contact lenses
and related products. On April 9, 2002, the USPTO issued a registered service mark. See
Federal Trademark Reg. No. 2,558,233 (appended hereto as Exhibit B.)

11. On October 2, 2000, 1-800 Contacts registered the service mark "1-800 Contacts”
and associated design logo with the USPTO for use in connection with retail sales via electronic
retailing services using a computer, by mail order and by telephone order, for the field of contact
lenses and related products. On July 1, 2003, the USPTO issued a registered service mark
(Federal Trademark Reg. No. 2,731,114).

12 1-800 Contacts has continuously promoted and advertised the above-described
trademarks in interstate commerce in the United States and throughout the world since at least as
early as July 1995. Plaintiff has spent significant sums promoting these marks over the last
seven years.

13.  Through Plaintiff's actions, and because of widespread and favorable public
acceptance and recognition, the Plaintiff's trademarks have become a distinctive designation of
the source of origin of Plaintiff's goods and services. The Plaintiff's trademarks have become
uniquely associated with, and hence identify, the Plaintiff. These marks are an asset of
incalculable value as a symbol of the Plaintiff, its quality services, and its goodwill.

14.  Accordingly, the Plaintiff's trademarks have developed secondary meaning and

are famous marks.
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PLAINTIFF'S COPYRIGHT

15.  Plaintiff is the sole owner of the 1-800Contacts.com website and holds a valid
copyright on the 1-800Contacts.com website,

16.  Plaintiff registered its copyright to the 1-800Contacts.com website with the
Copyright Office of the United States Library of Congress ("Copyright Office”) on October 2,
2000. See Certificate of Registration No. VA-1-032-662 (appended hereto as Exhibit C).

17.  Plaintiff grants visitors to its website a non-exclusive, non-transferable, limited
right to access, use and display the website and its content for the viewers' personal, non-
commetcial use. Visitors are explicitly prohibited from modifying any of the website content or

the manner in which the content is displayed.

FACTUAL BACKGROUND

A. The Internet And The World Wide Web

18.  The Internet is a global network of millions of interconnected computers. The
World Wide Web is a portion of the Internet especially suited to displaying images and sound, in
addition to text. Much of the information on the World Wide Web is stored in the form of
"webpages," which can be accessed through 2 computer connected to the Internet (available
through commercial Internet service providers or "ISPs"), and viewed using a computer program
called a "browser," such as Microsoft Internet Explorer and Netscape Navigator. "Websites" are

locations on the World Wide Web containing a collection of webpages. A webpage is identified

by its own unique Uniform Resource Locator ("URL") (e.g., htip://www.1 800contacts.com),
which ordinarily incorporates its site's "domain name" (e.g., 1-800 Contacts).
19.  Internet use in the United States has grown substantially in the last few years.

More than half of the nation, roughly 53.9 million households, are now online. Internet use in
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the United States continues to grow at an astonishing rate of two million new Internet users per
month.

20.  The Internet has revolutionized commercial sales activities in the United States
and throughout the world. Using the Internet, consumers now have the power to comparatively
shop multiple, worldwide vendors without leaving the comforts of their homes.

21.  Among Internet users in the United States, 39 percent currently use the Internet to
make online purchases.

22. As a result, Internet sales, or "e-commerce" reached an estimated $48.28 billion

by 2000.

B. The Business Of Plaintiff 1-800 Contacts

23.  Plaintiff 1-800 Contacts has established and operates a website for the purpose of
advertising and selling contact lenses and related products. Plaintiff prominently displays its "1-
800 Contacts" and "We Deliver. You Save." trademarks on its website. Plaintiff also sells its
products through its easy to remember toll-free "1-800 Contacts" telephone number and by mail.
Plaintiff is recognized as the leading distributor of contact lenses.

24.  1-800 Contacts has achieved such success in part because 1-800 Contacts offers
consumers a simple, convenient, and efficient method for purchasing contact lenses. In support
of this goal, 1-800 Contacts has invested in excess of $45 million in its contact lens inventory. In
addition, 1-800 Contacts has invested substantially in the information systems and Internet
infrastructure necessary to support customer sales.

25.  Plaintiff derives a substantial portion of its sales from e-commerce. Therefore,
great care and enormous efforts are undertaken by the Plaintiff to present its webpage content
with a specific "look and feel" that will encourage site visitors to remain at the site, to purchase

Plaintiff's products and to return to Plaintiff's website for future purchases. Plaintiff deliberately
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designs its website to display and advertise its products and related information in a manner that
will be visually attractive and easy to navigate for site visitors.

26.  Plaintiff offers users the ability to personalize the services available on or through
its website. For example, customers may "store” their purchase details, such as their contact lens
prescription or billing information, by registering on Plaintiff's website.

27.  Asaresult of these design efforts, millions of customers have developed strong
relationships with 1-800 Contacts, and return to the 1-800Contacts.com website repeatedly to
purchase their contact lenses.

28. 1-800 Contacts uses its website to advertise and to sell exclusively its products.
Plaintiff does not permit other advertising on its website. Moreover, the Plaintiff's website does

not utilize pop-up advertisements.

DEFENDANT'S ACTIONS
C. The Business of Coastal Contacts
29.  Defendant Coastal Contacts is in the business of selling contact lenses via its

Internet website, located at http://www.coastalcontacts.com by telephone and by mail. Upon

information and belief, Coastal Contacts endeavors to compete with the Plaintiff by engaging in
aggressive advertising schemes that target customers visiting Plaintiff's website.

30.  Upon information and belief, beginning in at least the fall of 2002, Coastal
Contacts, without Plaintiff's authorization, caused Coastal Contacts advertisements to appear
over top of some viewers' copies of the 1-800Contacts.com webpage. These unauthorized
advertisements changed the appearance of the 1-800Contacts.com website.

31.  An example of such an unauthorized Coastal Contacts advertisement, as placed

onto the 1-800Contacts.com web page, is set forth below:
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32.  These unauthorized Coastal Contacts advertisements alter the appearance of the
1-800Contacts.com webpage. These unauthorized modifications also constitute a derivative

work of the 1-800Contacts.com website.

33, Upon information and belief, Coastal Contacts has also, without Plaintiff's
authorization, caused Coastal Contacts advertisements to appear over top of some viewers'

copies of the 1-800 Contacts, Inc.'s "CTAC" webpage on the Yahoo! financial site.

E. Harm To Plaintiff

34.  Since at least the fall of 2002, Coastal Contacts has specifically targeted, and

continues to target, the Plaintiff's website for the delivery of unauthorized pop-up advertising.
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35.  Upon information and belief, Coastal Contacts has already delivered hundreds of
thousands of unauthorized pop-up advertisements to Plaintiff's website.

36.  Plaintiff has not given Coastal Contacts permission or a license to place
advertisements on to the 1-800Contacts.com website or copies of the webpage.

37.  Coastal Contacts is not licensed or otherwise authorized to use, alter, modify,
change the appearance of, or add to the 1-800Contacts.com website or copies of the webpage,
nor is Coastal Contacts licensed to create derivative works based on the 1-800Contacts.com
website.

38.  All of the pop-up advertisements that Coastal Contacts has displayed on the
Plaintiff's website have been displayed without the authorization or permission of the Plaintiff.

39, Upon information and belief, Coastal Contacts knew or should have known of
Plaintiff's rights in its trademarks and the 1-800Contacts.com website.

40.  Upon information and belief, Coastal Contacts nevertheless caused
advertisements to be added on to viewers' copies of the 1-800Contacts.com website.

41. Upon information and belief, Coastal Contacts caused these advertisements to be
added on to viewers' copies of the 1-800Contacts.com website with the intent to confuse and
deceive customers as to the source of Coastal Contact's services and to trade upon the goodwill
and substantial customer recognition associated with the 1-800 Contacts marks.

42.  The Coastal Contacts advertisements on the 1-800Contacts.com website blur the
Plaintiff's trademarks and dilute the marks' ability to identify Plaintiff as a source of goods and
services.

43, Plaintiff's current customers have been and will likely continue to be confused
about the origin and sponsorship of Coastal Contacts services. Potential customers, as well as
members of the general public, are also likely to be confused.

44.  Confusion regarding Defendant Coastal Contact's implied affiliation with Plaintiff

has damaged and will continue to damage Plaintiff's reputation and customer relationships.
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45, Upon information and belief, Coastal Contacts caused these advertisements to be
added on to viewers' copies of the 1-800Contacts.com website with the intent to infringe and to
cause viewers to infringe Plaintiff's copyright in the website. Alternatively, Coastal Contacts
acted with reckless disregard for Plaintiff's copyright.

46, In the short term, Coastal Contacts' actions steal customers from Plaintiff, erode
the attractiveness of shopping on the Plaintiff's website and disrupt Plaintiff's efforts to create a
"user friendly" site, In the long term, if left unchecked, Coastal Contacts' actions imperil the
economic viability of the Plaintiff's business.

47, Coastal Contacts' actions have caused damage and irreparable injury to the
Plaintiff. Further damage and irreparable injury will result if Coastal Contacts is allowed to
continue to violate Plaintiff's rights.

48.  Plaintiff has no adequate remedy at law.

FIRST CLAIM FOR RELIEF
FOR FEDERAL TRADEMARK INFRINGEMENT

49.  Paragraphs 1 through 48 are repeated and realleged as if fully set forth herein.

50.  Plaintiff owns valid, federally registered trademarks entitled to protection under
the Lanham Act.

51.  Coastal Contacts' unauthorized use of Plaintiff's marks in commerce has caused
and is likely to continue to cause consumer confusion.

52.  Coastal Contacts' conduct constitutes trademark infringement in violation of

Section 32(1) of the Lanham Act, 15 U.S.C. § 1114(1).

SECOND CLAIM FOR RELIEF
FOR UNFAIR COMPETITION UNDER THE LANHAM ACT

53, Paragraphs 1 through 52 are repeated and realleged as if fully set forth herein.

10
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54.  Plaintiff owns valid common law and federally registered trademarks entitled to
protection under the Lanham Act.

55.  Coastal Contacts' unauthorized use of the Plaintiff's marks in commerce has
caused and is likely to continue to cause consumer confusion as to the origin or sponsorship of
Defendant Coastal Contacts' products and services and the association of Coastal Contacts'
products and servcies with Plaintiff or Plaintiff's products and services.

56,  Coastal Contacts' conduct constitutes a false designation of origin and a false
description and representation, in violation of Section 43(a) of the Lanham Act, 15 U.S.C.

§1125(a).

THRID CLAIM FOR RELIEF
FOR COMMON LAW UNFAIR COMPETITION

57.  Paragraphs 1 through 56 are repeated and realleged as if fully set forth herein.

58.  Coastal Contacts' unauthorized use of the Plaintiff's marks in commerce has
caused and is likely to continue to cause consumer confusion and induce consumers to believe
that the Plaintiff and Coastal Contacts or their products or services are affiliated.

59.  Coastal Contacts has misappropriated Plaintiff's marks, reputation, and good will
through their actions.

60.  Coastal Contacts has acted deliberately and with bad faith.

61.  Coastal Contacts has engaged in unfair methods of competition in violation of the
common law,

62. As a result of Coastal Contacts' conduct, Plaintiff is suffering, and will continue to
suffer, damage to its reputation because of consumer confusion as to the origin or sponsorship of
Defendant Coastal Contacts' products and services and the association of Defendant Coastal
Contaets' products and services with Plaintiff or Plaintiff's products and services, and loss of

profits.

11
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FOURTH CLAIM FOR RELIEF
FOR FALSE DESIGNATION OF ORIGIN

63.  Paragraphs | through 62 are repeated and realleged as if fully set forth herein.
64.  Coastal Contacts' conduct constitutes false designation of origin and false
description and representation, in violation of Section 43(a) of the Lanham Act, 15 U.S.C. §

1125(a).

FIFTH CLAIM FOR RELIEF
FOR DILUTION UNDER THE FEDERAL TRADEMARK DILUTION ACT

65.  Paragraphs 1 through 64 are repeated and realleged as if fully set forth herein.

66.  Plaintiff owns valid common law and federally registered trademarks entitled to
protection under the Lanham Act. These marks are famous within the meaning of 15 U.S.C. §
1125(c).

67.  Coastal Contacts' pop-up advertising scheme has the effect of blurring Plaintiff's
trademarks and thereby diluting the marks' ability to identify Plaintiff as a source of goods or
services,

68.  Coastal Contacts has made unauthorized commercial use of Plaintiff's marks in
commerce.

69.  Coastal Contacts' conduct has diluted the distinctive quality of Plaintiff's famous

marks in violation of Section 43(c) of the Lanham Act, 15 U.S.C. § 1125(c).

SIXTH CLAIM FOR RELIEF
COPYRIGHT INFRINGEMENT

70.  Paragraphs 1 through 69 are repeated and realleged as if fully set forth herein,
71, Plaintiff owns a valid copyright in the 1-800Contacts.com website.

72.  Plaintiff has registered this copyright with the United States Copyright Office.

12
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73.  Coastal Contacts' conduet, including causing advertisements to be added on to or
over top of viewers' copies of the 1-800Contacts.com web page violates Plaintiff's exclusive
rights in its copyright.

74,  Coastal Contacts' conduct constitutes an unauthorized display of the Plaintiff's
copyrighted work and the unauthorized preparation of a derivative work based upon the
copyrighted work in violation of Plaintiff's exclusive rights in its copyright.

75.  Coastal Contacts' conduct constitutes copyright infringement under the Federal

Copyright Act, 17 U.S.C. §§101, er seq.

SEVENTH CLAIM FOR RELIEF
CONTRIBUTORY COPYRIGHT INFRINGEMENT

76.  Paragraphs 1 through 75 are repeated and realleged as if fully set forth herein.

77.  Plaintiff owns a valid copyright in the 1-800Contacts.com website.

78.  Plaintiff has registered this copyright with the United States Copyright Office.

79.  Coastal Contacts has knowingly (or with reckless disregard for Plaintiff's rights)
induced, caused, or materially contributed to conduct by third parties, which violates Plaintift's
exclusive rights in its copyright.

80.  Coastal Contacts' conduct facilitates the unauthorized and infringing public
display of the Plaintiff's copyrighted work by third parties as well as the creation of unauthorized
derivative works by those same third parties. Coastal Contacts has engaged in this pop-up
advertising scheme knowingly, or with reckless disregard, that it was inducing, causing or
materially contributing to conduct by third parties that infringed the Plaintiff's exclusive rights in
its copyright.

81.  Defendants' conduct constitutes contributory copyright infringement under the

Federal Copyright Act, 17 U.S.C. §§101, ef seq.

13
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EIGHTH CLAIM FOR RELIEF
TORTIOUS INTERFERENCE

WITH PROSPECTIVE ECONOMIC ADVANTAGE

82,  Paragraphs 1 through 81 are repeated and realleged as if fully set forth herein.

83.  Many of the Plaintiff's customers regularly purchase contact lenses from
Plaintiff's website, It is probable that such customers and others will continue to visit Plaintiff's
website and purchase Plaintiff's goods and services in the fufure. Upon information and belief,
Defendant was aware of the existance of Plaintiff's reasonable expectancy of future transactions
with Plaintiff's returning customers.

84.  Absent Defendant’s intentional and improper interference through its pop-up
advertising scheme, it is reasonably certain that Plaintiff would realize additional sales from
existing customers and/or new customers. Defendant's pop-up advertising scheme, however,
damages Plaintiff.

85.  Defendant's pop-up advertising scheme constitutes improper interference with the
Plaintiff's prospective economic advantage.

WHEREFORE, Plaintiff prays for judgment in its favor and against Defendant as
follows:

A. A preliminary and a permanent injunction, prohibiting Defendant, its agents,
servants, employees, officers, attorneys, and all other persons in active concert or
participation with them, from:

1. placing, or causing any other entity to place, advertisements of any kind
on any copy of the 1-800Contacts.com website, without the express
consent of the Plaintiff;

2. altering or modifying, or causing any other entity to alter or modify, any
copy of the 1-800Contacts.com website in any way, including its

appearance or how it is displayed;
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3, infringing, or causing any other entity to infringe, Plaintiff's copyright;

4. making any designations of origin, descriptions, representations, or
suggestions that Plaintiff is the source, sponsor or in any way affiliated
with Defendant Coastal Contacts' website and services;

5. acting in any manner that causes Defendant's products, services, website,
or advertisements to be in any way associated with Plaintiff's products,
services, or website, including, but not limited to, any means of marketing,
advertising, or agreements with third parties likely to induce the belief that
Defendant or Defendant's website, advertisements, products, or services
are in any way associated, connected, or affiliated with, or licensed or
authorized by Plaintiff;

6. infringing, or causing any other entity to infringe, Plaintiff's trademarks
and/or service marks rights;

7. unfairly designating the origin of Defendant Coastal Contacts' website and
services, or otherwise creating confusion regarding the origin of
Defendant Coastal Contacts' website and services;

8. unfairly competing with Plaintiff in any manner whatsoever;

9. acting, or causing another entity to act, in any manner likely to dilute,
tarnish. or blur the distinctiveness of the 1-800 Contacts marks;

10. causing a likelihood of confusion or injuries to Plaintiff's business
reputation; and

11. interfering with Plaintiff's reasonable business expectations.

B. An order directing Defendant, its agents, servants, employees, franchisees,
licensees, attorneys, and all others in active concert or participation with

Defendant to deliver to Plaintiff any agreements between Defendant and any other

[
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party or parties that relate to the use of any means by which advertisements are
added on to the 1-800Contacts.com website or viewers' copies thereof;

C. An order directing Defendant to file with this Court and serve on Plaintiff within
thirty (30) days after the service of the injunction, a report in writing, under oath,
that describes in detail the manner and form in which Defendant has complied
with the orders of this Court;

D. An order directing an accounting to determine all gains, profits, savings, and
advantages obtained by Defendant as a result of its wrongful actions;

E. Awarding restitution to Plaintiff of all gains, profits, savings. and advantages
obtained by Defendant as a result of its wrongful actions;

F. Awarding Plaintiff all damages caused by Defendant's wrongful actions;

G. Awarding Plaintiff treble the amount of its damages, together with the costs of
this suit, including reasonable attorneys' fees and expenses and prejudgment
interest:

H. Awarding Plaintiff an amount sufficient to conduct a corrective advertising
campaign to dispel the effects of Defendant's wrongful conduct and confusing and
misleading advertising;

[ An order directing Defendant to post on its website corrective advertising in a
manner and form fo be established by the Court;

J. Awarding Plaintiff punitive damages in an amount sufficient to deter other and
future similar conduct by Defendant and others; and

K. Granting Plaintiff such other and further relief as the Court may deem just.

DEMAND FOR JURY TRIAL

Plaintiff hereby demands a trial by jury on all issues and claims so triable.

16
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Paxton Guymon (#8188) ¥

Attorneys for Plaintiff 1-800 Contacts, Inc.

Of Counsel:

Terence P. Ross

Amy E. Barrier

GIBSON, DUNN & CRUTCHER, LLP
1050 Connecticut Ave., N.W.
Washington, D.C. 20036

(202) 955-8500
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Mark A. Miller, 9563
mmiller@hollandhart.com
Bryan G. Pratt, 9924
bgpratt@hollandhart.com
Brett L. Foster, 6089
bfoster@hollandhart.com
HOLLAND & HART 11p

60 East South Temple, Suite 2000
Salt Lake City, UT 84111-1031
Telephone: (801) 799-5800
Facsimile: (801) 799-5700
Attorneys for Plaintiff

IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF UTAH, CENTRAL DIVISION

1-800 CONTACTS, INC., a Delaware COMPLAINT
corporation;

PlaintifT,
Case No. 2:10-¢v-205
VS,
Judge Dale A, Kimball
CONTACT LENS KING, INC., a Nevada
corporation, (JURY DEMAND)

Defendant.

Plaintiff 1-800 Contacts, Inc. (“1-800 Contacts” or “Plaintiff”), by and through counsel,
alleges and complains against Defendant Contact Lens King, Inc., (“Defendant”) as follows:

JURISDICTION AND VENUE

1. This is an action for trademark infringement and unfair competition under §§ 32
and 43 of the Lanham Act (a.k.a. Trademark Act of 1946, 15 U.S.C. §§ 1051-1127, as amended),
and state law infringement and false advertising claims.

2. This Court has subject matter jurisdiction over this action under 28 U.S.C. § 1331

(federal question), 28 U.S.C. § 1338(a) (trademarks), and 15 U.S.C. § 1121 (trademarks). This

4747559 _1.DOC

CONFIDENTIAL — FTC Docket No. 9372 1-800F_00080846
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Court has supplemental jurisdiction over Plaintiff’s state law claims under 28 U.S.C. § 1367(a),
because those claims arise from the common nucleus of operative facts alleged in Plaintiff’s
federal claims.

3: This Court has personal jurisdiction over Defendant because, on information and
belief, Defendant has transacted business in Utah and has caused damage to Plaintiff in Utah.
Defendant has purposefully availed itself of the privilege of transacting business in this District
by, inter alia, advertising its contact lens products via the Internet in this District, offering an
interactive website www.contactlensking.com accessible to consumers throughout the country,
including in this District, which permits the consumer to create an account and order contact
lenses to be shipped to the consumer in this District. Defendant has used Plaintiff’s trademarks
in connection with its Internet advertising, including in this District, without the authorization or
consent of Plaintiff,

4. Venue is proper in this district pursuant to 28 U.S.C. § 1391 because there is
personal jurisdiction over Defendant, and because a substantial part of Defendant’s acts and
omissions giving rise to Plaintiff’s claims occurred in this judicial district.

PARTIES

5. Plaintiff 1-800 Contacts, Inc. is a Delaware corporation having its principal place
of business at 66 East Wadsworth Park Drive, Draper, Utah 84020. Plaintiff is engaged in retail
sales of contact lenses, including marketing and selling contact lenses via the Internet.

6. Upon information and belief, Defendant is a New York corporation having a
place of business at 2921 Erie Blvd. East, Syracuse, New York 13224, Upon information and
belief, Defendant is also engaged in retail sales of contact lenses, including marketing and selling

contact lenses via the Internet in direct competition with Plaintiff.

(38
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T, Upon information and belief, Defendant owns and operates the website
www.contactlensking.com, and possibly others, relating to its business of offering and selling
contact lenses and vision-related products.

GENERAL ALLEGATIONS

8. For over a decade, Plaintiff has been, and continues to be, engaged in the business
of advertising, offering for sale, selling and distributing contact lenses and eye care products via
telephone, fax, Internet, and mail orders (the “Goods and Services”). 1-800 Contacts is the
market leader, having filled over ten million orders for millions customers. Plaintiff’s contact
lens and eye care products can be ordered via the Internet at Plaintiff’s website:
www. [800contacts.com.

9. Plaintiff owns common law and federally registered trademark rights in the marks
1-800 CONTACTS, 1800 CONTACTS (U.S. Registration No. 2,731,114) and 1800CONTACTS
(U.S. Registration No. 2,675,866) (the “1-800 Contacts marks™).

10.  Since at least as early as 1995, Plaintiff has advertised and offered its Goods and
Services using one or more of the 1-800 Contacts marks in interstate commerce throughout the
United States. The 1-800 Contacts marks have been used extensively in advertising and
promotional media, including the Internet, radio, television, trade shows, various printed media,
and direct mail.

11, Plaintiff has expended hundreds of millions of dollars advertising and marketing
its Goods and Services using the 1-800 Contacts marks over many years. As a result, the 1-800
Contacts marks and Goods and Services have achieved significant commercial success and

widespread consumer fame and recognition. In addition, the consuming public has come to

4747559 1.DOC
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regard the 1-800 Contacts marks as symbols of Plaintiff, of Plaintiff’s quality Goods and
Services, and of Plaintiff’s goodwill as the leader in the retail contact lens industry.

12. Like Plaintiff, Defendant advertises and offers contact lenses over the Internet
through its www.contactlensking.com website in direct competition with Plaintiff. Defendant
does so via keyword advertising campaigns through various search engines such as, for example,
Google, Yahoo, Ask, AOL, and Bing,

13. On information and belief, Defendant is aware of the strong consumer recognition
enjoyed by the 1-800 Contacts marks and the significant goodwill Plaintiff has created in those
marks.

4.  In order to trade off of Plaintiff’s goodwill and capitalize on the fame and
recognition of the 1-800 Contacts marks, Defendant has purchased, continues to purchase, and
has caused to be purchased, the 1-800 Contacts marks and/or confusingly similar variations or
misspellings thereof as keywords that trigger the display of sponsored advertisements for
Defendant’s competitive goods and services.

15.  On information and belief, the keyword advertising programs offered by the
various search engines give control to the user, such as Defendant, to (a) select the keywords it
wishes to purchase to trigger its sponsored advertisements, and (b) implement “negative
keywords” that will ensure such advertisements are not triggered in response to a search for such
negative keywords.

16.  On information and belief, Defendant is aware of the control it has over the
keyword advertising programs offered by the various search engines with respect to Defendant’s
advertisements. In particular, Defendant is aware that it can easily implement the 1-800 Contacts

marks and confusingly similar variations or misspellings thereof as “negative keywords” in its
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Internet advertising campaigns to ensure that Defendant’s directly competitive advertisements
are not displayed in responsé to a consumer searching for Plaintiff and/or Plaintiff’s Goods and
Services.

17.  Notwithstanding the foregoing, Defendant has not sufficiently implemented the
1-800 Contacts marks (and confusingly similar variations or misspellings thereof) as negative
keywords, but has instead voluntarily and consciously participated in causing its competitive
advertisements to be displayed in response to consumers searching for the 1-800 Contacts marks
and Plaintiff’s Goods and Services.

18.  Defendant’s unauthorized use of the 1-800 Contacts marks as keywords in its
Internet advertising campaigns and Defendant’s participation in causing its sponsored
advertisements to be displayed in response to searches for Plaintiff and Plaintiff’s Goods and
Services has caused, and will continue to cause, confusion and mistake, including initial interest
confusion, as (o the source or origin of Defendant’s goods and services and is likely to falsely
suggest a sponsorship, connection, license, endorsement or association by Plaintiff with
Defendant’s goods and services, thereby injuring Plaintiff and the consuming public,

19.  Defendant’s actions also unjustly enrich Defendant by wrongfully directing
consumers searching for Plaintiff and Plaintiff’s Goods and Services on the Internet to
Defendant’s competitive website where such consumers purchase contact lenses from Defendant
rather than Plaintiff,

20.  Despite Plaintiff repeatedly providing Defendant with notice of its infringing
activities, Defendant’s actions of infringement have not ceased.

CAUSES OF ACTION

COUNTI
(TRADEMARK INFRINGEMENT UNDER SECTION 43(a) OF THE LANHAM AcT—35 U.S8.C. § 1125)

S
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21.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.

22.  Defendant’s acts as alleged herein with respect to its infringement of Plaintiff’s
marks are likely to cause public confusion, mistake, or deception as to the affiliation, connection,
or association of Plaintiff with Defendant. Defendant’s acts are also likely to cause public
confusion, mistake, or deception as to the origin, sponsorship, or approval of Defendant’s goods
and services by Plaintiff. Accordingly, Defendant’s acts constitute trademark infringement in
violation of 15 U.S.C. § 1125(a).

23.  To the extent Defendant utilizes affiliates to conduct keyword advertising on its
behalf, Defendant is secondarily liable for the infringing acts of its affiliates that likewise
purchase the 1-800 Contacts marks and confusingly similar variations or misspellings thereof as
keywords (and fail to implement corresponding negative keywords) in order to display
advertisements for Defendant’s competitive goods and services in response to searches for
Plaintiff and Plaintiff’s Goods and Services.

24, Plaintiff has been and will continue to be damaged by such wrongful acts.

25, Because Defendant’s actions, on information and belief, were intentional, willful
and/or deliberate, Plaintiff is entitled to an award of treble damages under § 35(a) of the Lanham
Act (15 U.8.C. § 1117(a)).

26.  This is an exceptional case, and thus Plaintiff is entitled to an award of attorneys’
fees under § 35(a) of the Lanham Act (15 U.S.C. § 1117(a)).

27. By reason of the foregoing, Plaintiff is entitled to preliminary and permanent
injunctive relief and monetary damages against Defendant.

COUNT I
(TRADEMARK INFRINGEMENT UNDER SECTION 32 OF THE LANHAM ACT - 35 U.S.C. § 1114)

6
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28.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.

29.  Defendant’s acts as allege.d herein with respect to its infringement of Plaintiff’s
marks are likely to cause public confusion, mistake, or deception and, therefore, constitute
trademark infringement in violation of 15U.S.C. § 1114,

30.  To the extent Defendant utilizes affiliates to conduct keyword advertising on its
behalf, Defendant is secondarily liable for the infringing acts of its affiliates that likewise
purchase the 1-800 Contacts marks and confusingly similar variations or misspellings thereof as
keywords (and fail to implement corresponding negative keywords) in order to display
advertisements for Defendant’s competitive goods and services in response to searches for
Plaintiff and Plaintiff’s Goods and Services.

31. Plaintiff has been and will continue to be damaged by such wrongful acts.

32 Because Defendant’s actions, on information and belief, were intentional, willful
and/or deliberate, Plaintiff is entitled to an award of treble damages under § 35(a) of the Lanham
Act (15 US.C. § 1117(a)).

33.  This is an exceptional case, and thus Plaintiff is entitled to an award of attorneys’
fees under § 35(a) of the Lanham Act (15 U.S.C. § 1117(a)).

34. By reason of the foregoing, Plaintitf is entitled to preliminary and permanent
injunctive relief and monetary damages against Defendant.

COUNT Il
(CONTRIBUTORY TRADEMARK INFRINGEMENT UNDER SECTIONS 43(A) AND 32 OF THE
LANHAM ACT)
35.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.
36.  On information and belief, the search engines through which Defendant conducts

its advertising use the 1-800 Contacts marks in order to display Defendant’s competitive
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advertisements and links to Defendant’s competitive websites. Such use is a use in commerce in
connection with the advertisement of Defendant’s competitive goods and services which is likely
to cause public confusion, mistake, or deception as to the affiliation, connection, or association
of Plaintiff with Defendant. Such use is also likely to cause public confusion, mistake, or
deception as to the origin, sponsorship, or approval of Defendant’s goods and services by
Plaintiff. Accordingly, the search engines’ acts constitute trademark infringement in violation of
15US.C. §§ 1114 and 1125(a).

37.  Defendant’s actions as alleged above, and particularly Defendant’s failure to
implement appropriate negative keywords in connection with its internet advertising campaigns
through the search engines to ensure that Defendant’s advertisements and/or links to Defendant’s
competitive websites are not displayed in response to or as a result of a search for Plaintiff’s
trademarks and/or Goods and Services, demonstrate a willful blindness to the infringement of the
1-800 Contacts marks and the consumer confusion being caused by its participation in its internet
advertising campaigns. Such actions constitute contributory infringement, whether or not
Defendant affirmatively purchases any of Plaintiff’s trademarks as keywords.

38.  Plaintiff has been and will continue to be damaged by such wrongful acts.

39. Plaintiff is, therefore, entitled to all damages and relief set forth under Counts I
and 1T above due to Defendant’s contributory trademark infringement.

COUNT IV
(ComMMON LAW UNFAIR COMPETITION, MISAPPROPRIATION, AND TRADEMARK
INFRINGEMENT — UTAH UNFAIR COMPETITION ACT, UTAH CODE ANN. §13-5a-101 et. seq.)
40.  Plaintiff realleges and incorporates by refereﬁce all of the foregoing paragraphs.
41.  The 1-800 Contacts marks are distinctive of Plaintiff’s Goods and Services and of

Plaintiff as the source for those Goods and Services.

4747559 1.DOC

CONFIDENTIAL — FTC Docket No. 9372 1-800F_00080853



PUBLIC

Case 2:10-cv-00205-DAK  Document 2  Filed 03/08/2010 Page 9 of 11

42.  Defendant’s actions, as alleged above, were intentional business acts that infringe
and diminish the value of Plaintiff’s trademark rights under federal common law and Utah
common law and, therefore, constitute acts of unfair competition under Utah Code Ann. §13-5a-
102(4)(a).

43, By reason of the foregoing, Plaintiff is entitled to injunctive relief and monetary
damages against Defendant.

44.  The infringing activities of Defendant, on information and belief, are willful and
intentional, thereby justifying an award of exemplary and/or punitive damages.

COUNT V
(UNJUST ENRICHMENT)

45, Plaintiff realleges and incorporates by this reference all of the foregoing 7
paragraphs.

46. Defendant has benefited from the improper, unfair, and unauthorized use of the
1-800 Contacts marks in its Internet advertising and its unauthorized trading off of Plaintiff’s
goodwill attendant thereto, as alleged above.

47.  Defendant has knowledge and fully appreciates the benefits it has received from
Plaintiff’s trademark rights, consumer recognition, and goodwill as a result of such actions.

48.  Defendant would be unjustly enriched if it were permitted to retain the proceeds
obtained from such actions.

49.  Equity and good conscience dictate that Defendant be required to account for and

turn over to Plaintiff an amount equal to the value of the benefits involuntarily conferred upon it.
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JURY DEMAND

Plaintiff demands that all claims and causes of action raised in this complaint against
Defendant be tried to a jury to the fullest extent possible under the United States and Utah
Constitutions,

PRAYER FOR RELIEF

WHEREFORE, Plaintiff demands judgment against Defendant as follows:

A. Preliminarily and permanently enjoining Defendant, its affiliates, and all other
persons participating or acting in concert with it, from infringing any of Plaintiff’s rights in the
1-800 Contacts marks.

B. Preliminarily and permanently enjoining Defendant, its affiliates, and all other
persons participating or acting in concert with it, from purchasing or using the 1-800 Contacts
marks or any marks confusingly similar to the 1-800 Contacts marks as keywords in Internet
search engine advertising programs and from otherwise using such marks in any manner that is
likely to cause confusion or mistake as to whether Defendant and its goods and services are
authorized by, affiliated with, sponsored by, or endorsed by Plaintiff;

C. Ordering Defendant, its affiliates, and all other persons participating or acting in
concert with it to implement the 1-800 Contacts marks and all confusingly similar variations and
misspelling thereof as negative keywords in all of their search engine advertising campaigns;

D. Ordering Defendant to provide an accounting of all revenues and profits gained
by Defendant while engaging in the acts complained of in this complaint;

E. Ordering Defendant to promulgate corrective advertising pursuant to Utah Code

Ann. § 13-11a-4(3);

10
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F. Awarding Plaintiff its actual damages, and awarding Plaintiff any additional
damages that the Court deems just and equitable under the circumstances of the case; but in no
case less than the statutory damages mandated under Utah Code Ann. § 13-11a-4(2)(b);

G. Awarding Plaintiff, at its election, either treble or statutory damages in
accordance with § 35 of the Lanham Act (15 U.S.C. § 1117) on all claims asserted under § 43 of
the Lanham Act (15 U.S.C. § 1125);

H. Awarding Plaintiff damages to which it is entitled based upon Defendant’s unjust
enrichment;

I. Awarding Plaintiff prejudgment interest at the rate established under 26 U.S.C.
§ 6621(a)(2) from the date of service of the Complaint through the date of judgment;

il Awarding Plaintiff its allowable costs and attorneys fees; and

K. Awarding Plaintiff such other and/or further relief as is just and equitable.

DATED this 8" day of March, 2010.

Respectfully submitted,
s/ Mark A. Miller
Mark A, Miller (9563)

Bryan G. Pratt (9924)
Brett L. Foster (6089)

Plaintift’s Address:
66 East Wadsworth Park Drive
Draper, Utah 84020
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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF UTAH, CENTRAL DIVISION

1-800 CONTACTS, INC., a Delaware
corporation;

Plaintiff,
VS,

EMPIRE VISION CENTER, INC., d/b/a
LENS123, a New York corporation,

Defendant.

COMPLAINT

Case No. 2:10-¢cv-173

Judge Dale A. Kimball

(JURY DEMAND)

Plaintiff 1-800 Contacts, Inc. (“1-800 Contacts” or “Plaintiff”), by and through counsel,

alleges and complains against Defendant Empire Vision Center, Inc., d/b/a Lensl23

(“Defendant™) as follows:

JURISDICTION AND VENUE

1. This is an action for trademark infringement and unfair competition under §§ 32

and 43 of the Lanham Act (a.k.a. Trademark Act of 1946, 15 U.S.C. §§ 1051-1127, as amended),

and state law infringement and false advertising claims.
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2. This Court has subject matter jurisdiction over this action under 28 U.S.C. § 1331
(federal question), 28 U.S.C. § 1338(a) (trademarks), and 15 U.S.C. § 1121 (trademarks). This
Court has supplemental jurisdiction over Plaintiff’s state law claims under 28 U.S.C. § 1367(a),
because those claims arise from the common nucleus of operative facts alleged in Plaintiff’s
federal claims.

3. This Court has personal jurisdiction over Defendant because, on information and
belief, Defendant has transacted business in Utah and has caused damage to Plaintiff in Utah.
Defendant has purposefully availed itself of the privilege of transacting business in this District
by, inter alia, advertising its contact lens products via the Internet in this District, offering an
interactive website www.lens123.com accessible to consumers throughout the country, including
in this District, which permits the consumer to create an account and order contact lenses to be
shipped to the consumer in this District. Defendant has used Plaintiff’s trademarks in connection
with its Internet advertising, including in this District, without the authorization or consent of
Plaintiff.

4, Venue is proper in this district pursuant to 28 U.S.C. § 1391 because there is
personal jurisdiction over Defendant, and because a substantial part of Defendant’s acts and
omissions giving rise to Plaintiff’s claims occurred in this judicial district.

PARTIES

5 Plaintiff 1-800 Contacts, Inc. is a Delaware corporation having its principal place
of business at 66 East Wadsworth Park Drive, Draper, Utah 84020, Plaintiff is engaged in retail
sales of contact lenses, including marketing and selling contaﬁt lenses via the Internet.

6. Upon information and belief, Defendant is a New York corporation having a

place of business at 2921 Erie Blvd. East, Syracuse, New York 13224, Upon information and

4742163 1.DOC
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belief, Defendant is also engaged in retail sales of contact lenses, including marketing and selling
contact lenses via the Internet in direct competition with Plaintiff.

7. Upon information and belief, Defendant owns and operates the website
www.lens123.com, and possibly others, relating to its business of offering and selling contact
lenses and vision-related products.

GENERAL ALLEGATIONS

8. For over a decade, Plaintiff has been, and continues to be, engaged in the business
of advertising, offering for sale, selling and distributing contact lenses and eye care products via
telephone, fax, Internet, and mail orders (the “Goods and Services”). 1-800 Contacts is the
market leader, having filled over ten million orders for millions customers. Plaintiff’s contact
lens and eye care products can be ordered via the Internet at Plaintiff’s website:
www.1800contacts.com.

9, Plaintiff owns common law and federally registered trademark rights in the marks
1-800 CONTACTS, 1800 CONTACTS (U.S. Registration No. 2,731,114) and 1800CONTACTS
(U.S. Registration No. 2,675,866) (the “1-800 Contacts marks”).

10.  Since at least as ee‘u*]y as 1995, Plaintiff has advertised and offered its Goods and
Services using one or more of the 1-800 Contacts marks in interstate commerce throughout the
United States. The 1-800 Contacts marks have been used extensively in advertising and
promotional media, including the Internet, radio, television, trade shows, various printed media,
and direct mail.

11.  Plaintiff has expended hundreds of millions of dollars advertising and marketing
its Goods and Services using the 1-800 Contacts marks over many years. As a result, the 1-800

Contacts marks and Goods and Services have achieved significant commercial success and
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widespread consumer fame and recognition. In addition, the consuming public has come to
regard the 1-800 Contacts marks as symbols of Plaintiff, of Plaintiff’s quality Goods and
Services, and of Plaintiff’s goodwill as the leader in the retail contact lens industry.

12, Like Plaintiff, Defendant advertises and offers contact lenses over the Internet
through its www.lens123.com website in direct competition with Plaintiff. Defendant does so
via keyword advertising campaigns through various search engines such as, for example,
Google, Yahoo, Ask, AOL, and Bing.

13, Oninformation and belief, Defendant is aware of the strong consumer recognition
enjoyed by the 1-800 Contacts marks and the significant goodwill Plaintiff has created in those
marks,

14, In order to trade off of Plaintiff’s goodwill and capitalize on the fame and
recognition of the 1-800 Contacts marks, Defendant has purchased, continues to purchase, and
has caused to be purchased, the 1-800 Contacts marks and/or confusingly similar variations or
misspellings thereof as keywords that trigger the display of sponsored advertisements for
Defendant’s competitive goods and services,

15.  On information and belief, the keyword advertising programs offered by the
various search engines give control to the user, such as Defendant, to (a) select the keywords it
wishes to purchase to trigger its sponsored advertisements, and (b) implement “negative
keywords” that will ensure such advertisements are not triggered in response to a seérch for such
negative keywords.

16. On information and belief, Defendant is aware of the control it has over the
keyword advertising programs offered by the various search engines with respect to Defendant’s

advertisements. In particular, Defendant is aware that it can easily implement the 1-800 Contacts
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marks and confusingly similar variations or misspellings thereof as “negative keywords” in its
Internet advertising campaigns to ensure that Defendant’s directly competitive advertisements
are not displayed in response to a consumer searching for Plaintiff and/or Plaintiff’s Goods and
Services.

17.  Notwithstanding the foregoing, Defendant has not sufficiently implemented the
1-800 Contacts marks (and confusingly similar variations or misspellings thereof) as negative
keywords, but has instead voluntarily and consciously participated in causing its competitive
advertisements to be displayed in response to consumers searching for the 1-800 Contacts marks
and Plaintiff’s Goods and Services.

18.  Defendant’s unauthorized use of the 1-800 Contacts marks as keywords in its
Internet advertising campaigns and Defendant’s participation in causing its sponsored
advertisements to be displayed in response to searches for Plaintiff and Plaintiff’s Goods and
Services has caused, and will continue to cause, confusion and mistake, including initial interest
confusion, as to the source or origin of Defendant’s goods and services and is likely to falsely
suggest a sponsorship, connection, license, endorsement or association by Plaintiff with
Defendant’s goods and services, thereby injuring Plaintiff and the consuming public.

19.  Defendant’s actions also unjustly enrich Defendant by wrongfully directing
consumers searching for Plaintiff and Plaintiff’s Goods and Services on the Internet to
Defendant’s competitive website where such consumers purchase contact lenses from Defendant
rather than Plaintiff,

20.  Despite Plaintiff repeatedly providing Defendant with notice of its infringing

activities, Defendant’s actions of infringement have not ceased.
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CAUSES OF ACTION

COUNTI
(TRADEMARK INFRINGEMENT UNDER SECTION 43(a) OF THE LANHAM AcT - 35 U.S.C. § 1125)

21.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.

22.  Defendant’s acts as alleged herein with respect to its infringement of Plaintiff’s
marks are likely to cause public confusion, mistake, or deception as to the affiliation, connection,
or association of Plaintiff with Defendant. Defendant’s acts are also likely to cause public
confusion, mistake, or deception as to the origin, sponsorship, or approval of Defendant’s goods
and services by Plaintiff. Accordingly, Defendant’s acts constitute trademark infringement in
violation of 15 U.8.C. § 1125(a).

23.  To the extent Defendant utilizes affiliates to conduct keyword advertising on its
behalf, Defendant is secondarily liable for the infringing acts of its affiliates that likewise
purchase the 1-800 Contacts marks and confusingly similar variations or misspellings thereof as
keywords (and fail to implement corresponding negative keywords) in order to display
advertisements for Defendant’s competitive goods and services in response to searches for
Plaintiff and Plaintiff’s Goods and Services.

24.  Plaintiff has been and will continue to be damaged by such wrongful acts.

25.  Because Defendant’s actions, on information and belief, were intentional, willful
and/or deliberate, Plaintiff is entitled to an award of treble damages under § 35(a) of the Lanham
Act (15 U.S.C. § 1117(a)).

26.  This is an exceptional case, and thus Plaintiff is entitled to an award of attorneys’
fees under § 35(a) of the Lanham Act (15 U.S.C. § 1117(a)).

27. By reason of the foregoing, Plaintiff is entitled to preliminary and permanent

injunctive relief and monetary damages against Defendant.
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COUNT 1T
(TRADEMARK INFRINGEMENT UNDER SECTION 32 OF THE LANHAM ACT - 35 U.S.C. § 1114)

28.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.

29.  Defendant’s acts as alleged herein with respect to its infringement of Plaintiff’s
marks are likely to cause public confusion, mistake, or deception and, therefore, constitute
trademark infringement in violation of 15 U.S.C. § 1114.

30.  To the extent Defendant utilizes affiliates to conduct keyword advertising on its
behalf, Defendant is secondarily liable for the infringing acts of its affiliates that likewise
purchase the 1-800 Contacts marks and confusingly similar variations or misspellings thereof as
keywords (and fail to implement corresponding negative keywords) in order to display
advertisements for Defendant’s competitive goods and services in response to searches for
Plaintiff and Plaintiff’s Goods and Services.

31.  Plaintiff has been and will continue to be damaged by such wrongful acts.

32. Because Defendant’s actions, on information and belief, were intentional, willful
and/or deliberate, Plaintiff is entitled to an award of treble damages under § 35(a) of the Lanham
Act (15U.S.C. § 1117(a)).

33, This is an exceptional case, and thus Plaintiff is entitled to an award of attorneys’
fees under § 35(a) of the Lanham Act (15 U.S.C. § 1117(2)).

34, By reason of the foregoing, Plaintiff is entitled to preliminary and permanent
injunctive relief and monetary damages against Defendant.

COUNT 111
(CONTRIBUTORY TRADEMARK INFRINGEMENT UNDER SECTIONS 43(A) AND 32 OF THE
LANHAM ACT)

35.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.
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36.  On information and belief, the search engines through which Defendant conducts
its advertising use the 1-800 Contacts marks in order to display Defendant’s competitive
advertisements and links to Defendant’s competitive websites. Such use is a use in commerce in
connection with the advertisement of Defendant’s competitive goods and services which is likely
to cause public confusion, mistake, or deception as to the affiliation, connection, or association
of Plaintiff with Defendant. Such use is also likely to cause public confusion, mistake, or
deception as to the origin, sponsorship, or approval of Defendant’s goods and services by
Plaintiff. Accordingly, the search engines’ acts constitute trademark infringement in violation of
15U.S.C. §§ 1114 and 1125(a).

37.  Defendant’s actions as alleged above, and particularly Defendant’s failure to
implement appropriate negative keywords in connection with its internet advertising campaigns
through the search engines to ensure that Defendant’s advertisements and/or links to Defendant’s
competitive websites are not displayed in response to or as a result of a search for Plaintiff’s
trademarks and/or Goods and Services, demonstrate a willful blindness to the infringement of the
1-800 Contacts marks and the consumer confusion being caused by its participation in its internet
advertising campaigns. Such actions constitute contributory infringement, whether or not
Defendant affirmatively purchases any of Plaintiff’s trademarks as keywords.

38.  Plaintiff has been and will continue to be damaged by such wrongful acts.

39,  Plaintiff is, therefore, entitled to all damages and relief set forth under Counts I
and II above due to Defendant’s contributory trademark infringement.

COUNT IV
(CoMMON LAW UNFAIR COMPETITION, MISAPPROPRIATION, AND TRADEMARK

INFRINGEMENT — UTAH UNFAIR COMPETITION ACT, UTAH CODE ANN. §13-5a-101 et. seq.)

40.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.
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41.  The 1-800 Contacts marks are distinctive of Plaintiff’s Goods and Services and of
Plaintiff as the source for those Goods and Services.

42.  Defendant’s actions, as alleged above, were intentional business acts that infringe
and diminish the value of Plaintiff’s trademark rights under federal common law and Utah
common law and, therefore, constitute acts of unfair competition under Utah Code Ann. §13-5a-
102(4)(a).

43. By reason of the foregoing, Plaintiff is entitled to injunctive relief and monetary
damages against Defendant.

44, The infringing activities of Defendant, on information and belief, are willful and
intentional, thereby justifying an award of exemplary and/or punitive damages.

COUNT V
(UNJUST ENRICHMENT)

45.  Plaintiff realleges and incorporates by this reference all of the foregoing
paragraphs.

46.  Defendant has benefited from the improper, unfair, and unauthorized use of the
1-800 Contacts marks in its Internet advertising and its unauthorized trading off of Plaintiff’s
goodwill attendant thereto, as alleged above.

47.  Defendant has knowledge and fully appreciates the benefits it has received from
Plaintiff’s trademark rights, consumer recognition, and goodwill as a result of such actions.

48.  Defendant would be unjustly enriched if it were permitted to retain the proceeds
obtained from such actions.

49.  Equity and good conscience dictate that Defendant be required to account for and

turn over to Plaintiff an amount equal to the value of the benefits involuntarily conferred upon it.
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JURY DEMAND

Plaintiff demands that all claims and causes of action raised in this complaint against
Defendant be tried to a jury to the fullest extent possible under the United States and Utah
Constitutions.

PRAYER FOR RELIEF

WHEREFORE, Plaintiff demands judgment against Defendant as follows:

A, Preliminarily and permanently enjoining Defendant, its affiliates, and all other
persons participating or acting in concert with it, from infringing any of Plaintiff’s rights in the
1-800 Contacts marks.

B. Preliminarily and permanently enjoining Defendant, its affiliates, and all other
persons participating or acting in concert with it, from purchasing or using the 1-800 Contacts
marks or any marks confusingly similar to the 1-800 Contacts marks as keywords in Internet
search engine advertising programs and from otherwise using such marks in any manner that is
likely to cause confusion or mistake as to whether Defendant and its goods and services are
authorized by, affiliated with, sponsored by, or endorsed by Plaintiff;

C. Ordering Defendant, its affiliates, and all other persons participating or acting in
concert with it to implement the 1-800 Contacts marks and all confusingly similar variations and
misspelling thereof as negative keywords in all of their search engine advertising campaigns;

D. Ordering Defendant to provide an accounting of all revenues and profits gained
by Defendant while engaging in the acts complained of in this complaint;

E. Ordering Defendant to promulgate corrective advertising pursuant to Utah Code

Ann. § 13-11a-4(3);
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F. Awarding Plaintiff its actual damages, and awarding Plaintiff any additional
damages that the Court deems just and equitable under the circumstances of the case; but in no
case less than the statutory damages mandated under Utah Code Ann. § 13-11a-4(2)(b);

G. Awarding Plaintiff, at its election, either treble or statutory damages in
accordance with § 35 of the Lanham Act (15 U.S.C. § 1117) on all claims asserted under § 43 of
the Lanham Act (15 U.S.C. § 1125);

H. Awarding Plaintiff damages to which it is entitled based upon Defendant’s unjust
enrichment;

L Awarding Plaintiff prejudgment interest at the rate established under 26 U.S.C.
§ 6621(a)(2) from the date of service of the Complaint through the date of judgment;

1 Awarding Plaintiff its allowable costs and attorneys fees; and

K. Awarding Plaintiff such other and/or further relief as is just and equitable.

DATED this 25™ day of February, 2010.

Respectfully submitted,
[s/ Mark A. Miller
Mark A. Miller (9563)

Bryan G. Pratt (9924)
Brett L. Foster (6089)

Plaintiff’s Address:
66 East Wadsworth Park Drive
Draper, Utah 84020
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Mark A. Miller, 9563
mmiller@hollandhart.com
Bryan G. Pratt, 9924
bgpratt@hollandhart.com

Brett L. Foster, 6089
bfoster@hollandhart.com
HOLLAND & HART LLp

60 East South Temple, Suite 2000
Salt Lake City, Utah 84111-1031
Telephone: (801) 799-5800
Facsimile: (801) 799-5700
Attorneys for Plaintiff

IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF UTAH, CENTRAL DIVISION

1-800 CONTACTS, INC., a Delaware

corporation; COMPLAINT
Plaintiff, Case No. 2:10-cv-41
VS, Judge Ted Stewart

LENSES FOR LESS, an Ohio company,
(JURY DEMAND)
Defendant.

Plaintiff 1-800 Contacts, Inc. (“1-800 Contacts” or “Plaintiff”’), by and through counsel,
alleges and complains against Defendant Lenses For Less (“Defendant”) as follows:

JURISDICTION AND VENUIE

1. This is an action for trademark infringement and unfair competition under §§ 32
and 43 of the Lanham Act (a.k.a. Trademark Act of 1946, 15 U.S.C. §§ 1051-1127, as amended),
and state law infringement and false advertising claims.

2. This Court has subject matter jurisdiction over this action under 28 U.S.C. § 1331

(federal question), 28 U.S.C. § 1338(a) (trademarks), and 15 U.S.C. § 1121 (trademarks). This
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Court has supplemental jurisdiction over Plaintiff’s state law claims under 28 U.S.C. § 1367(a),
because those claims arise from the common nucleus of operative facts alleged in Plaintiff"s
federal claims.

3. This Court has persbnal jurisdiction over Defendant because, on information and
belief, Defendant has transacted business in Utah and has caused damage to Plaintiff in Utah.
Defendant has purposefully availed itself of the privilege of transacting business in this District
by, inter alia, advertising its contact lens products via the Internet in this District, offering an
interactive website at www.lensesforless.com accessible to consumers throughout the country,
including in this District, which permits the consumer to create an account and order contact
lenses to be shipped to the consumer in this District. Defendant has used Plaintiff’s trademarks
in connection with its Internet advertising, including in this District, without the authorization or
consent of Plaintiff,

4, Venue is proper in this district pursuant to 28 U.S.C. § 1391 because there is
personal jurisdiction over Defendant, and because a substantial part of Defendant’s acts and
omissions giving rise to Plaintiff”s claims occurred in this judicial district.

PARTIES

5. Plaintiff 1-800 Contacts, Inc. is a Delaware corporation having its principal place
of business at 66 East Wadsworth Park Drive, Draper, Utah 84020. Plaintiff is engaged in retail
sales of contact lenses, including marketing and selling contact lenses via the Internet.

6. Upon information and belief, Defendant is an Ohio company having a place of
business at 2525 Far Hills Avenue, Dayton, Ohio 45419. Upon information and belief,
Defendant is also engaged in retfail sales of contact lenses, including marketing and selling

contact lenses via the Internet in direct competition with Plaintiff.
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73 Upon information and belief, Defendant owns and operates the website
www.lensesforless.com, and possibly others, relating to its business of offering and selling
contact lenses and vision-related products.

GENERAL ALLEGATIONS

8. For over a decade, Plaintiff has been, and continues to be, engaged in the business
of advertising, offering for sale, selling and distributing contact lenses and eye care products via
telephone, fax, Internet, and mail orders (the “Goods and Services”). 1-800 Contacts is the
market leader, having filled millions of orders for several million customers. Plaintiff’s contact
lens and eye care products can be ordered via the Internet at Plaintiff’s website:
www.1800contacts.com.

9. Plaintiff owns common law and federally registered trademark rights in the marks
1-800 CONTACTS, 1800 CONTACTS (U.S. Registration No. 2,731,114) and 1800CONTACTS
(U.S. Registration No. 2,675,866) (the “1-800 Contacts marks”).

10, Since at least as early as 1995, Plaintiff has advertised and offered its Goods and
Services using one or more of the 1-800 Contacts marks in interstate commerce throughout the
United States. The 1-800 Contacts marks have been used extensively in advertising and
promotional media, including the Internet, radio, television, trade shows, various printed media,
and direct mail.

11.  Plaintiff has expended hundreds of millions of do-llars advertising and marketing
its Goods and Services using the 1-800 Contacts marks over many years. As a result, the 1-800
Contacts marks and Goods and Services have achieved significant commercial success and

widespread consumer fame and recognition. In addition, the consuming public has come to
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regard the 1-800 Contacts marks as symbols of Plaintiff, of Plaintiff’s quality Goods and
Services, and of Plaintiff’s goodwill as the leader in the retail contact lens industry.

12. Like Plaintiff, Defendant adverlises and offers contact lenses over the Internet
through its www lensesforless.com website in direct competition with Plaintiff. Defendant does
so via keyword advertising campaigns through various search engines such as, for example,
Google, Yahoo, and Bing.

13, Oninformation and belief, Defendant is aware of the strong consumer recognition
enjoyed by the 1-800 Contacts marks and the significant goodwill Plaintiff has created in those
marks.

14.  In order to trade off of Plaintiff’s goodwill and capitalize on the fame and
recognition of the 1-800 Contacts marks, Defendant has purchased, continues to purchase, and
has caused to be purchased, the 1-800 Contacts marks and/or confusingly similar vanations or
misspellings thereof as keywords that trigger the display of sponsored advertisements for
Defendant’s competitive goods and services.

15.  On information and belief, the keyword advertising programs offered by the
various search engines give control to the user, such as Defendant, to (a) select the keywords it
wishes to purchase to trigger its sponsored advertisements, énd (b) implement “negative
keywords” that will ensure such advertisements are not triggered in response to a search for such
negative keywords.

16. On information and belief, Defendant is aware of the control it has over the
keyword advertising programs offered by the various search engines with respect to Defendant’s
advertisements. In particular, Defendant is aware that it can easily implement the 1-800 Contacts

marks and confusingly similar variations or misspellings thereof as “negative keywords”™ in its
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Internet advertising campaigns fo ensure that Defendant’s directly competitive advertisements
are not displayed in response to a consumer searching for Plaintiff and/or Plaintiff*s Goods and
Services.

17, Notwithstanding th.e foregoing, Defendant has not implemented the 1-800
Contacts marks (and confusingly similar variations or misspellings thereof) as negative
keywords, but has instead voluntarily and consciously participated in causing its competitive
advertisements to be displayed in response to consumers searching for the 1-800 Contacts marks
and Plaintiff’s Goods and Services.

18 Defendant’s unauthorized use of the 1-800 Contacts marks as keywbrds in its
Internet advertising campaigns and Defendant’s participation in causing its sponsored
advertisements to be displayed in response to searches for Plaintiff and Plaintiff’s Goods and
Services has caused, and will continue to cause, confusion and mistake, including initial interest
confusion, as to the source or origin of Defendant’s goods and services and is likely to falsely
suggest a sponsorship, connection, license, endorsement or association by Plaintiff with
Defendant’s goods and services, thereby injuring Plaintiff and the consuming public.

19.  Defendant’s actions also unjustly enrich Defendant by wrongfully directing
consumers searching for Plaintiff and Plaintiff’s Goods and Services on the Internet to
Defendant’s competitive website where such consumers purchase contact lenses from Defendant
rather than Plaintiff.

20.  Due to Defendant’s infringement of Plaintiff’s trademarks rights, Plaintiff sent
Defendant a letter on November 9, 2009 demanding that Defendant cease and desist from
purchasing the 1-800 Contacts marks and confusingly similar variations or misspellings thereof

as keywords in its Internet advertising campaigns.
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21, Plaintiff received no response from Defendant to the demand letter.
22.  Defendant’s actions of infringement have not ceased.

CAUSES OF ACTION

COUNT |
(TRADEMARK INFRINGEMENT UNDER SECTION 43(a) OF THE LANHAM AcT - 35 U.S8.C. § 1125)

23, Plaintiff realleges and incorporates by reference all of the foregoing paragraphs,

24, Defendant’s acts as alleged herein with respect to its infringement of Plaintiff"s
marks are likely to cause public confusion, mistake, or deception as to the affiliation, connection,
or association of Plaintiff with Defendant. Defendant’s acts are also likely to cause public
confusion, mistake, or .deception as to the origin, sponsorship, or approval of Defendant’s goods
and services by Plaintiff. Accordingly, Defendant’s acts constitute trademark infringement in
violation of 15 U.S.C. § 1125(a).

25.  To the extent Defendant utilizes affiliates to conduct keyword advertising on its
behalf, Defendant is secondarily liable for the infringing acts of its affiliates tﬁat likewise
purchase the 1-800 Contacts marks and confusingly similar variations or misspellings thereof as
keywords (and fail to implement corresponding negative keywords) in order to display
advertisements for Defendant’s competitive goods and services in response to searches for
Plaintiff and Plaintiff’s Goods and Services.

26.  Plaintiff has been and will continue to be damaged by such wrongful acts.

27.  Because Defendant’s actions, on information and belief, were intentional, willful
and/or deliberate, Plaintiff is entitled to an award of treble damages under § 35(a) of the Lanham
Act (15U.S.C. § 1117(a)).

28.  This is an exceptional case, and thus Plaintiff is entitled to an award of attorneys’

fees under § 35(a) of the Lanham Act (15 U.8.C. § 1117(a)).
6
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29. By reason of the foregoing, Plaintiff is entitled to preliminary and permanent
injunctive relief and monetary damages against Defendant.

COUNT O
{TRADEMARK INFRINGEMENT UNDER SECTION 32 OF THE LANHAM ACT-35 U.S.C. § 1114)

30. Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.

31.  Defendant’s acts as alleged herein with respect to its infringement of Plaintiff’s
marks are likely o cause public confusion, mistake, or deception and, therefore, constitute
trademark infringement in violation of 15U.8.C. § 1114.

32,  To the extent Defendant utilizes affiliates to conduct keyword advertising on its
behalf, Defendant is éecondarily liable for the infringing acts of its affiliates that likewise
purchase the 1-800 Contacts marks and confusingly similar variations or misspellings thereof as
keywords (and fail to implement corresponding negative keywords) in order to display
advertisements for Defendant’s competitive goods and services in response to searches for
Plaintiff and Plaintiff"s Goods and Services.

33.  Plaintiff has been and will continue to be damaged by such wrongful acts.

34. Because Defendant’s actions, on information and belief, were intentional, willful
and/or deliberate, Plaintiff is entitled to an award of treble damages under § 35(a) of the Lanham
Act (15US.C. § 1117(a)).

35, This is an exceptional case, and thus Plaintiff is entitled to an award of attorneys’
fees under § 35(a) of the Lanham Act (15 U.5.C. § 1117(a)).

36. By reason of the foregoing, Plaintiff is entitled to preliminary and permanent

injunctive relief and monetary damages against Defendant.
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COUNT IIf
{CONTRIBUTORY TRADEMARK INFRINGEMENT UNDER SECTIONS 43(A) AND 32 OF THE
LANHAM ACT)

37.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.

38, On information and belief, the search engines through which Defendant conducts
its advertising use the 1-800 Contacts marks in order to display Defendant’s competitive
advertisements and links to Defendant’s competitive websites. Such use is a use in commerce in
connection with the advertisement of Defendant’s competitive goods and services which is likely
to cause public confusion, mistake, or deception as to the affiliation, connection, or association
of Plainfiff with Defendant.. Such use is also likely to cause public confusion, mistake, or
deception as to the origin, sponsorship, or approval of Defendant’s goods and services by
Plaintiff. Accordingly, the search engines’ acts constitute trademark infringement in violation of
15 U.S.C. §§ 1114 and 1125(a).

39.  Defendant’s actions as alleged above, and particularly Defendant’s failure to
implement appropriate negative keywords in connection with its internet advertising campaigns
through the search engines to ensure that Defendant’s advertisements and/or links to Defendant’s
competitive websites are not displayed in response to or as a result of a search for Plaintiff’s
trademarks and/or Goods and Services, demonstrate a willful blindness to the infringement of the
1-800 Contacts marks and the consumer confusion being caused by its participation in its internet
advertising campaigns. Such actions constitute contributory infringement, whether or not
Defendant affirmatively purchases any of Plaintiff”s trademarks as keywords.

40.  Plaintiff has been and will continue to be damaged by such wrongful acts.

41. Plaintiff is, theréfore, entitled to all damages and relief set forth under Counts 1

and Tf above due to Defendant’s contributory trademark infringement.
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COUNT IV
{COMMON LAW UNFATR COMPETITION, MISAPPROPRIATION, AND TRADEMARK
INFRINGEMENT - UTAH UNFAIR COMPETITION ACT, UTAH CODE ANN, §13-Sa-101 ef. seq.)

42. " Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.

43.  The 1-800 Contacts marks are distinctive of Plaintiff”s Goods and Services and of
Plaintiff as the source for those Goods and Services.

44, Defendant’s actions, as alleged above, were intentional business acts that infringe
and diminish the value of Plaintiff’s trademark rights under federal common law and Utah
common law and, therefore, constitute acts of unfair competition under Utah Code Ann. §13-5a-
102(4)(a).

45, By reason of the foregoing, Plaintiff is entitled to injunctive relief and monetary
damages against Defendant.

46.  The infringing activities of Defendant, on information and belief, are willful and

intentional, thereby justifying an award of exemplary and/or punitive damages.

COUNTYV
(UNJuST ENRICHMENT)

47. Plainﬁff realleges and incorporates by this reference all of the foregoing
paragraphs.

48.  Defendant has benefited from the improper, unfair, and unauthorized use of the
1-800 Contacts marks in its Internet advertising and its unauthorized trading off of Plaintiff’s
goodwill attendant thereto, as alleged above,

49, Defendant has knowledge and fully appreciates the benefits it has received from
Plaintiff”s trademark rights, consumer recognition, and goodwill as a result of such actions.

50,  Defendant would be unjustly enriched if it were permitted to retain the proceeds

obtained from such actions.
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51.  Equity and good conscience dictate that Defendant be required to account for and
turn over to Plaintiff an amount equal to the value of the benefits involuntarily conferred upon it.

JURY DEMAND

Plaintiff demands that all claims and causes of action raised in this complaint against
Defendant be tried to a jury to the fullest extent possible under the United States and Utah
Constifutions.

PRAYER FOR RELIEF

WHEREFORE, Plaintiff demands judgment against Defendant as follows:

A Preliminarily and permanently enjoining Defendant, its affiliates, and all other
persons participating or acting in concert with it, from infringing any of Plaintiff’s rights in the
1-800 Contacts marks.

B. Preliminarily and permanently enjoining Defendant, its affiliates, and all other
persons participating or acting in concert with it, from purchasing or using the 1-800 Contacts
marks or any marks confusingly similar to the 1-800 Contacts marks as keywords in Internet
search engine advertising programs and frozﬁ otherwise using such marks in any manner that is
likely to cause confusion or mistake as to whether Defendant and its goods and services are
authorized by, affiliated with, sponsored by, or endorsed by Plaintiff;

C. Ordering Defendant, its affiliates, and all other persons participating or acting in
concert with it to implement the 1-800 Contacts marks and all confusingly similar variations and
misspelling thereof as negative keywords in all of their search engine advertising campaigns;

D, Ordering Defendant to provide an accounting of all revenues and profits gained

by Defendant while engaging in the acts complained of in this complaint;
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E. Ordering Defendant to promulgate corrective advertising pursuant to Utah Code
Ann. § 13-11a-4(3); |

F, Awarding Plaintiff its actual damages, and awarding Plaintiff any additional
damages that the Court deems just and equitable under the circumstances of the case; but in no
case less than the statutory damages mandated under Utah Code Ann, § 13-11a-4(2)(b),

G. Awarding Plaintiff, at its election, either treble or statutory damages in
accordance with § 35 of the Lanham Act (15 U.S.C. § 1117) on all claims asserted under § 43 of
the Lanham Act (15 1J.8.C, § 1125); |

H. Awarding Plaintiff damages to which it is entitled based upon Defendant’s unjust
enrichment;

L Awarding Plaintiff prejudgment interest at the rate established under 26 U.S.C.
§ 6621(a)(2) from the date of service of the Complaint through the date of judgment;

I Awarding Plaintiff its allowable costs and attorneys fees; and

K. Awarding Plaintiff such other and/or further relief as is just and equitable.

DATED this 20" day of January, 2010,

Respectfully submitted,
fs/ Mark A, Miller
Mark A. Miller (9563)

Bryan G. Prait (9924)
Brett L. Foster (6089)

Plaintiff’s Address:
66 East Wadsworth Park Drive
Draper, Utah 84020
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THE UNITED STATES DISTRICT COURT

DISTRICT OF UTAH
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1-800 CONTACTS, INC.
a Delaware corporation,

Case No.:
Plaintiff,

V.

Lensfast, L.L.C. d/b/a
CONTACTLENS.COM, COMPLAINT
LENSFAST.COM, and E-CONTACTS.COM

a Limited Liability Company of Wyoming, and

Randolph Weigner, of Meredith New
Hampshire

Defendants.
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Plaintiff 1-800 CONTACTS, INC. (“1-800 CONTACTS” or “Plaintiff”) for its
Complaint against Defendants Lenstfast, L.L.C. d/b/a as CONTACTLENS.COM,
LENSFAST.COM, and E-CONTACTS.COM and Randolph Weigner (“Lensfast” or

“Defendants”) alleges:

NATURE OF THE ACTION

1. This is a civil action for damages and injunctive relief arising out of Lensfast’s
acts of trademark infringement, unfair competition, false designation of origin, false advertising,
passing off, and unjust enrichment under federal, state and/or common law as a result of
Lensfast’s wrongful acts, including willful infringement of 1-800 CONTACTS’ rights in the
trademark 1800CONTACTS, 1-800 CONTACTS, and 1 800 CONTACTS (the “1-800
CONTACTS Marks™).

JURISDICTION AND VENUE

2, This Court has jurisdiction over the subject matter of this action pursuant to 15
US.C. § 1121 and 28 US.C. §§ 1331 and 1338(a) and (b). On information and belief, the
parties are citizens of different states and the amount in controversy far exceeds the sum or value
of seventy-five thousand dollars ($75,000), exclusive of interest and costs, creating jurisdiction
under 28 U.S.C § 1332. Jurisdiction over the state law claims is also appropriate under 28
U.S.C. § 1367(a) and principles of pendent jurisdiction.

3. This Court has personal jurisdiction over Lensfast. Upon information and belief,
Lensfast conducts business in this District, having shipped contacts and other items to this
District. In addition, Lensfast has purposefully availed itself of the privilege of acting in this
District by, among other things, advertising via the Internet in this District and offering

interactive websites at www.lensfast.com, www.contactlens.com, and www e-contacts.com (“the

COMPLAINT & JURY DEMAND
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Lensfast Websites™) and various affiliate websites, which are accessible by Internet users
throughout the country, including in this District, which permit users to register online, including
in this District, and from which product can be ordered and shipped throughout the country,
including in this District. See excerpts from the Lensfast Websites at Exhibit A. Lensfast has
used the 1-800 CONTACTS Marks without authorization or consent from 1-800 CONTACTS,
including in this District. The tortuous conduct about which 1-800 CONTACTS complains has
been committed by Lensfast in this District. Lensfast’s actions are aimed, at least in part, at this
District.

4. Venue in this District is proper pursuant to 28 U.S.C. §§ 1391(b). A substantial
portion of the activity about which 1-800 CONTACTS complains has taken place in this District,
and the damages suffered by 1-800 CONTACTS were suffered, at least in part, in this District.

3. Upon information and belief, Lensfast transacts business throughout the entire
United States, including in the District of Utah. The unlawful acts committed by Lensfast, as
hereinafter alleged, have been and are, in whole or in part, conceived, carried out and made
effective within this District. The interstate trade or commerce described herein by Lensfast is
carried out in part within this District.

THE PARTIES

6. Plaintiff 1-800 Contacts, Inc. is a Delaware corporation, with its principal place of
business at 66 East Wadsworth Park Drive, Draper, Utah 84020,

7 Upon information and belief, Defendant Lensfast, L.L.C. is a Limited Liability
Company with a mailing address and a principle place of business of 1903 S Greeley Hwy #127,
Cheyenne, WY 82001. See Wyoming Secretary of State Record at Exhibit B. Defendant

Lensfast operates throughout the United States including in the State of Utah.

COMPLAINT & JURY DEMAND
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8. Upon information and belief, Lensfast, L.L.C. also operates under the names
lensfast.com, contactlens.com, and e-contacts.com and often offers the address of P.O. Box
1001, Meredith, NH 03253 as its mailing address,

9. Upon information and belief, Defendant Randolph Weigner, located at the address
of 29 Douglas Dr., Meredith, NH 03253, is the owner of Lensfast L.L.C. and scle administrative
contact of the Lenstast Websites.

10.  The public records for the domain name “lensfast.com” show that Lensfast,
L.L.C. is the owner of the domain name and that Randolph Weigner is listed as the
administrative contact, located at the address of P.O. Box 1001, Meredith, NH 03253. See
Whois record at Exhibit C.

Il.  The public records for the domain name “e-contacts.com” show that there is no
owner of the domain name listed, but Randolph Weigner is listed as the administrative contact,
located at the address of P.O. Box 1001, Meredith, NH 03253, See Whois record at Exhibit D,

12. The public records for the domain name “contactlens,com” show that again there
is no owner of the domain name listed, but Randolph Weigner is listed as the administrative
contact, locaied at the address of P.O. Box 1001, Meredith, NH 03253. See¢ Whois record at
Exhibit E.

GENERAL ALLEGATIONS

1-800 CONTACTS’ ACTIVITIES AND PROPRIETARY RIGHTS
13, For over a decade, 1-800 CONTACTS has been and is now extensively engaged
in the business of selling and distributing contact lenses and eye care products via telephone and
fax, through the Internet and by mail (the “1-800 CONTACTS Goods and Services”). Indeed,

1-800 CONTACTS is the market leader in the field of replacement contact lenses, having filled
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over 16 million orders for over five million customers, with an inventory of over 20 million
lenses. 1-800 CONTACTS’ products can be ordered over the Internet via Plaintiff’s website at

www. 1800contacts.com (the “1-800 CONTACTS Website™).

14, Since at least as early as 1995, the 1-800 CONTACTS Goods and Services have
been widely advertised and offered in interstate commerce throughout the United States. The 1-
800 CONTACTS Marks are used extensively in various advertising and promotional media,
including the Internet, radio, television, trade shows, and through various printed media
including direct mail.

15. [-800 CONTACTS possesses common law and federal registration rights in the
mark 1-800 CONTACTS, including U.S. Registration Nos. 2,675,866 and 2,731,114. Copies of
these registrations and printouts from the U.S. Patent and Trademark Office database for such
registrations are attached at Exhibit F,

16.  U.S. Registration Nos. 2,675.866 and U.S. Registration No. 2,731,114 are
incontestable and constitute conclusive evidence of 1-800 CONTACTS” ownership of the 1-800
CONTACTS Marks, its exclusive right to use the marks throughout the United States, and the
validity of the registrations and the marks.

17.  As a result of the quality of the 1-800 CONTACTS Goods and Services and the
widespread promotion thereof under the 1-800 CONTACTS Marks, the 1-800 CONTACTS
Goods and Services have met with substantial commercial success and widespread consumer
recognition. As a further result, the 1-800 CONTACTS Marks are extensively known and have

become symbols of Plaintiff, its quality products and services, and its goodwill.

COMPLAINT & JURY DEMAND
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LENSFAST’S
WRONGFUL ACTS

18. Like 1-800 CONTACTS, Lensfast offers the sale of replacement contact lenses
over the Internet.

19. 1-800 CONTACTS discovered that Lensfast had purchased sponsored
advertisements from Google, and other search engines, for Plaintiff’s Marks to trigger
advertising and/or a link to the Lensfast Websites. Such infringing activity was immediately
brought to the attention of Lensfast.

20.  Lensfast blatantly ignored the notification letter and did not cease using the 1-800
CONTACTS Marks to trigger advertising. For example, a shown in the below screen shot,
which was prepared October 1, 2007, when 1800CONTACTS was entered into the search box,

links to www.contactlens.com appear on the right side of the screen under the “Sponsored Links”

section,
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21,

1800CONTACTS and thus, use the 1800 CONTACTS

display and promote Lensfast’s directly competitive goods and services.

The www.lensfast.com website advertisements are triggered upon a search for

trademark as a triggering keyword to

In essence, Lensfast is

using the 1-800 CONTACTS Marks to trick consumers into visiting the Lensfast Websites

22

Lensfast’s actions are specifically aimed at diverting web users who are expressly

looking for 1-800 CONTACTS and the 1-800 CONTACTS Goods and Services. Indeed,

Lensfast goes even so far as to intimate that there is an

affiliation between 1-800 CONTACTS
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and Lensfast by using a number of variations and mis-spellings of the 1-800 CONTACTS Marks
to trigger the Lensfast ads.

THE PARTIES’ PAST HISTORY AND
LENSFAST’S INCESSANT INFRINGEMENT

23, On or about September 12, 2007, 1-800 CONTACTS’ outside counsel,
Bryan G. Pratt, contacted Lensfast in writing to notify Lensfast of the infringement. A
copy of the letter is attached hereto as Exhibit G.

24, No response to the notification letter was received from Lensfast.

25.  On or about March 14, 2008, 1-800 CONTACTS noted another increase
in Lensfast’s level of infringement. Consequently, Plaintiff’s outside counsel, Bryan G.

Pratt, sent another letter to Lensfast concerning Defendants’ increasingly infringing acts.
A copy of the letter is attached hereto as Exhibit H.

26.  On or about April 5, 2008, Plaintiff’s second cease and desist letter was
refused and returned,

27.  1In spite of its previous receipt of notice to stop the infringement, Lensfast took no
action to remedy the infringement after refusing the notification. In fact, upon refusing this
communication, infringement by Lensfast was maintained and in some instances actually
increased.

28.  Lensfast’s infringing activities continue today, as evidenced by a screen shot
prepared on December 22, 2008 that shows sponsored advertisements purchased by Lensfast that
are triggered upon searching for the 1-800 CONTACTS Marks. As may be seen, the website
www.contactlens.com is featured on the top right portion of the page, under a “Sponsored Links”

heading.
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INJURY TO 1-800 CONTACTS AND THE PUBLIC

29.  Lensfast’s unauthorized use of the 1-800 CONTACTS Marks has and will
continue to irreparably injure 1-800 CONTACTS by confusing customers, diverting sales, and
diluting the distinctiveness of the 1-800 CONTACTS Marks. If permitted to continue,
Lensfast’s use of the 1-800 CONTACTS Marks will continue to irreparably injure 1-800
CONTACTS, the 1800 CONTACTS Marks, the reputation and goodwill associated therewith, 1-
800 CONTACTS’ reputation for exceedingly high-quality services and products, and the public
interest in being free from confusion, mistake or deception.

30.  Lensfast’s use of the 1-800 CONTACTS Marks has caused and will continue to
cause confusion, mistake or deception as to the source or origin of Lensfast’s goods and services
and is likely to falsely suggest a sponsorship, connection, license, endorsement or association of
Lensfast’s goods and services with 1-800 CONTACTS, thereby injuring 1-800 CONTACTS and

the public.
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31. Lensfast’s use of colorable and confusingly similar imitations of the 1-800
CONTACTS Marks, including misspellings, hyphenation variations, and spacing variations, is
part of a deliberate plan to trade on 1-800 CONTACTS’ goodwill and otherwise unfairly
compete with 1-800 CONTACTS and benefit therefrom. Lensfast knew of 1-800 CONTACTS’
tremendous success and the 1-800 CONTACTS Marks and intentionally engaged in trademark
infringement with full knowledge of 1-800 CONTACTS’ rights and in the face of notice not to

engage in such activities.

COUNT

Federal Trademark Infringement
Violation of 15 U.S.C. § 1114

32. 1-800 CONTACTS incorporates by reference the allegations of Paragraphs 1-31
of this Complaint,

33 The unauthorized appropriation and use by Lensfast in commerce of the 1-800
CONTACTS Marks, in connection with goods and services that are identical or substantially
similar to those offered by 1-800 CONTACTS, is likely to cause confusion, mistake, or
deception as to the origin, sponsorship, or approval of Lensfast’s services and commercial
activities, and thus directly, jointly, and/or contributorily infringes 1-800 CONTACTS’ rights in
its federally registered marks under 15 U.S.C. § 1114, Lensfast’s actions have been carried out
in willful disregard of 1-800 CONTACTS’ rights in violation of Section 32 of the Lanham Act,

1SUS.C. §1114.

10
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COUNT 11

Federal Unfair Competition, False Designation of Origin,
Passing Off, and False Advertising

15 U.S.C. §1125(a)

34.  Plaintiff incorporates by reference the allegations of Paragraphs 1 —33.

35.  The unauthorized use by Lensfast of the 1-800 CONTACTS Marks in connection
with Lensfast’s business is likely to cause the public to mistakenly believe that Lensfast’s contact
lens replacement services originate from, are endorsed by, or are in some way affiliated with 1-
800 CONTACTS and thus constitutes trademark infringement, false designation of origin,
passing off, and unfair competition and is likely to cause the 1-800 CONTACTS Marks to lose
their significance as indicators of origin. Lensfast’s actions are in violation of Section 43(a) of
the Lanham Act, 15U.8.C. § 1125(a).

36.  Upon information and belief, the appropriation of the 1-800 CONTACTS Marks
by Lensfast as set forth above is a part of a deliberate plan to trade on the valuable goodwill
established therein. With knowledge of 1-800 CONTACTS and 1-800 CONTACTS’ rights and
with the deliberate intention to unfairly benefit from 1-800 CONTACTS’ goodwill, the actions
of Lensfast has been carried out in willful disregard of 1-800 CONTACTS’ rights in violation of
15 U.S.C. Section 1125(a).

COUNT 11

Common Law Unfair Competition, Misappropriation,
and Trademark Infringement

Unfair Practices Act — Utah Code Ann. §13-5-1 ef seq.
37. 1-800 CONTACTS incorporates by reference the allegations of Paragraphs 1 —

36.
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38. By its aforesaid conduct calculated to increase business and profits by deceiving
and confusing members of the public, Lensfast continues to misappropriate the valuable
goodwill of the 1-800 CONTACTS Marks, to infringe 1-800 CONTACTS’ rights therein, and to
unfairly compete with 1-800 CONTACTS under the common law and the laws of Utah.
Lenstast’s use of the 1-800 CONTACTS Marks to promote, market or sell products and services
constitutes an unfair practice under Utah Code Ann. §13-5-1 ¢f seg. Lensfast’s use of the 1-800
CONTACTS Marks is an unfair or deceptive method of competition occurring in trade or
commerce that impacts the public interest and has caused and is causing injury to 1-800
CONTACTS and consumers.

COUNT 1V
Unjust Enrichment

39. 1-800 CONTACTS in.corpora.tes by reference the allegations of Paragraphs 1 - 38.

40.  Lensfast is being unjustly enriched to the damage and irreparable harm of 1-800
CONTACTS.

DEMAND FOR RELIEF

WHEREFORE, 1-800 CONTACTS requests that this Court enter judgment in its favor
on each and every claim for relief set forth above and award it relief including, but not limited to,

the following:

A. That 1-800 CONTACTS is the owner of the entire right, title and interest in and to
the 1-800 CONTACTS Marks, that the 1-800 CONTACTS Marks are valid, enforceable and
violated by Lensfast and that Lensfast has violated and is violating other relevant federal and

state laws and regulations.

12
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B. That Lensfast, their Affiliates, agents, servants, employees, attorneys, and all
persons in active concert or participation with them, be preliminarily and permanently enjoined

and restrained from:

1. Further infringement of the 1-800 CONTACTS Marks and from unfairly
competing with 1-800 CONTACTS; frmﬁ using any variation of the 1-800 CONTACTS Marks
and any other marks or names that are confusingly similar to or that dilute the distinctiveness of
those proprietary materials, including but not limited to use as domain names, trademarks,
services marks, business names, meta tags, sponsored advertisement triggers, other identifiers,
keywords or other terms used to attract or divert traffic on the Internet or to secure higher
placement within search engine search results; and

2. From representing by any means whatsoever, directly or indirectly, that
Lensfast, any products or services offered by Lensfast, or any activities undertaken by Lensfast,
are associated with, endorsed by, sponsored by or connected in any way with 1-800
CONTACTS.

C. That Lensfast willfully violated 1-800 CONTACTS’ rights.

E. That Lensfast be required to pay to 1-800 CONTACTS’ damages according to
proof, together with prejudgment interest thereon, as 1-800 CONTACTS has sustained as a
consequence of Lensfast’s wrongful acts, and to account for and return to 1-800 CONTACTS

any monies, profits and advantages wrongfully gained by Lensfast.
G. That all damages sustained by Lensfast be trebled.

H. That Lensfast be required to pay to 1-800 CONTACTS punitive and exemplary

damages.

13

COMPLAINT & JURY DEMAND

CONFIDENTIAL — FTC Docket No. 9372 1-800F_00081768



PUBLIC

Case 2:08-cv-00984-DAK  Document2  Filed 12/23/2008 Page 14 of 40

I That Lensfast be required to pay to 1-800 CONTACTS all attorney fees, expenses

and costs incurred in this action.

J. That 1-800 CONTACTS deliver up for impoundment during the pendency of this
action, and for destruction upon entry of judgment, all products, fixtures, writings, signage,
artwork and other materials that infringe 1-800 CONTACTS’ rights, falsely designate source or

origin, or otherwise facilitate Lensfast’s unfair competition with 1-800 CONTACTS.

K. That an Order be issued directing Lensfast to file with this Court and serve on 1-
800 CONTACTS’ attorneys, within thirty (30) days after the date of entry of any injunction, a
report in writing and under oath setting forth in detail the manner and form in which Lensfast has

complied with the injunction.

L. That 1-800 CONTACTS be granted such further relief as this Court may deem
appropriate,

DEMAND FOR JURY TRIAL
1-800 CONTACTS hereby demands a trial by jury on all issues and claims so triable.

Respectfully submitted,

Date: December 23, 2008 By: /s Brvan G. Pratt
Bryan G. Pratt
RADER, FISHMAN & GRAUER, PLLC
10653 South River Parkway, Suite 150
South Jordan, UT 84095
Tel.: (801)572-0185; Fax: (801) 572-7666

Attorneys for Plainiiff
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STATE OF WYOMING #* SECRETARY OF STATE
MAX MAXFIELD

BUSINESS DIVISION
200 West 24th Street, Cheyenne, WY 82002-0200

Phone 307-777-7311

- Fax 307-777-5339

Website: http://soswy.state.wy.us - Email: business@state.wy.us

Filing Information

Name Lensfast LLC
Filing Type Limited Liability Company
Status Active

General Information

Fictitious Name

Old Name

Sub Type

Formation Locale Wyoming

Filing Date 05/15/2001 12:00 AM

Delayed Effective Date
Inactive Date

Registered Agent Address

D

Standing
SubStatus
Name Consent

2001-000420641
Good

Current

N

Term of Duration None

Expiration Date

Mailing Address

Registered Agency Services, Inc.
2120 Carey Ave
Cheyenne, WY 82001 USA

Parties

Type Name / Organization / Address

1903 S Greeley Hwy # 127
Cheyenne, WY 82007 USA

Public Notes
Duration: 30 years
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Filing Type Limited Liability Company
Status Active
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Most Recent Annual Report Information

Type QOriginal

License Tax $50.00 AR Exempt N

AR Date 12/11/2008 11:41 AM Electronic AR Y

Web Filed N AR Email dtv@usa.com

Officers / Directors

AR Year 2008
AR ID 00954162

Type Name / Organization / Address

Principal Address Mailing Address

1903 S Greeley Hwy # 127 1903 S Greeley Hwy # 127
Cheyenne, WY 82007 USA Cheyenne, WY 82007 USA
Phone: ( ) -

Fax: () -
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Filing Information

Name Lensfast LLC
Filing Type Limited Liability Company
Status Active

Amendment History

Num Type Date Delayed Date Status Usemame
2008-000669766 System Amendment 05/02/2008 Active SYSTEM.USER
2007-000608005 System Amendment 05/01/2007 Active SYSTEM.USER
Page 3 of 3
EXHIBIT B
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MEREDITH, NH
03253, US
( X603) 520-1127

diviv@yahoo.com
Technical Contact:
SitePreduct Web Services
Administrator DNS
1 N Slale Streel
12th Floor
Chicago, IL
0602, US
()+1.3122362132
Y
adminislralor@siteprotecl com
Domain servers in listed order:
dns1 stabletransit.com 64.49.219.215
dns2 slabletransit.com
(lensfast com)
Register your domain name at hitp/Awaw. domainpeople.com

The previous information has been oblained either directly from the registrant or a registrar of the domain name
other than Network Solutions. Network Solutions, therefore, does not guarantee its accuracy or completeness.

Show underlying registry data for this record

Current Registrar: DOMAINFEOPLE, INC.

IP Address: 66.216.115.24 (ARIN & RIPE IP search)

IP Location: US(UNITED STATES)-ILLINOIS-BELLEVILLE
Record Type: Domain Name

Server Type: Apache 1

Lock Status: clientTransferProhibited

Webh Site Status: Active

DMOZ no listings

Y! Directory: see listings

Web Site Title: Contact Lens

Contact Lens.com - World's Best Contact Lens Store? Buy discount contact
lenses online or 1-800 LENSFAST. Acuvue contact lens, Coopervision, Ciba
Vision, Bausch & Lomb and Focus. Free shipping.

contact lenses, contact lens, contacts, cheap, cheapest, discounted,
disposable, color, bifocal, toric, acuvue, focus, biomedics, ciba vision,
coopervision, bausch & lomb, online, free shipping, freshlook, proclear

Meta Description:

Meta Keywords:

Secure: No
E-commerce: Yes

Traffic Ranking: Not available
Data as of: 22-Apr-2008

Need to get your business
online?

Qur professional designers
can build a custorn Web site
for your business.
$11.95/month, plus & $499.00
design fee

Pay Per Click from Network
Solutions

Create and manage your pay
per click advertising from as
low as $126/month plus $99
one time set-up fee

PUBLIC

Page 21 of 40
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SOLUTIONS TO GET SOLUTIONS TO GET SOLUTIONS FOR ONLINE CORPORATE
ONLINE CUSTOMERS SECURITY INFORMATION
SOLUTIONS TO SELL PROFESSIONAL LEGAL & POLICY INFO PROMOTIONS & OFFERS
ONLINE BUSINESS SOLUTIONS

RESOURCES

CUSTOMER SUPPORT

searcH For A Dova: NG =2 4 GET A FREE DOMAINWITH HOSTING

m hpy oulatanden (ushomat
Lellen]  servics experience”
) e,

e Network

Solutipns

100% Secure Transaction -
For your prolection, this Web site is secured with the highest level of SSL Certificate encryption

@ Capyright 2008 Network Solutions. All rights reserved.

EXHIBIT C - Page3
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NetworkSolutions.

Web Sites
& Hosting

Online
Marketing

Designer & Developer
Community

All Services

WHOIS Search Results

PUBLIC

Filed 12/23/2008 Page 23,040

[ call Us (U.g. Only) | Customer Support
1-800-333-7680

Education

Center Manage Account

Your WHOIS Search Results

e-contacis.com

Make an instant, anonymous offer to the current domain
registrant. Learn More

Make an offer to Iy this domain » ]

You are not authorized to access or query our WHOIS database thraugh
ine use of high-volume, automaled, electionic processes  The dala in
DomainPeaple, Inc's WHOIS dalabase (*Data") is provided by
DomainPeople, Inc. for informalion purposes only, DomainPeople Inc
does nol guarantee the accuracy of this Dala and it Is provided “as-

Is"

By submitting a WHOIS guery, you agree that you will use this Data
only for lawiul purposes and that under no circumstances will you use
this Data to. (1) allew, enable, or othenwise support the tiansmission
of mass unsolicited, commetcial advertising or solicitalions via mail,
email (spam), lelephone or facsimile, or solicitations to entities

olher than the data recipients own, existing customers; or (2) enable
high-volume, automated, electronic processes that apply to
DomainPeople, Inc. (or its systems) The compilation, repackaging,
dissemination, distribution or other use of this Data is expressly
prohibited without the prior varitten consent of DomainPeople, Inc.

You agree not to use high-volume, automated, electronic processes to
access or query the WHOIS database  DomainPeople, Inc. reserves the
right to terminate your access to the DomainPeople, Inc. WHOIS
database in its sole discretion, including without limitation, for
excessive querying of the WHOIS dalabase or for failure to olhenvise
abide by this policy.

DomainPeople, Inc. reserves the right to modify these lerms al any
time

By submitting this guery, you agree to abide by the terms of this
policy

Registrant
PO BOX 1001

MEREDITH, NH 03253
United States of America

Registrar: DomainPeople, Inc

Damain Name: e-contacts.com

Createdon ... Tue Nov 17 23:59.50 1098
Expires on. ... Sat Nov 16 23:50.59 2013
Remrd Iast updaled on . Thu Feb 15 11:06:26 2007
Status . v LOCK,

Administrative Contact

RANDOLPH WEIGNER
PO BOX 1601

Whizn you register

lomain nanvez, current p
i public dal kr
yout WHOIS informetion visil www.internetprivacyadvocate .org

MOTICE AMD TER F USE: You are nof aulhorized 1o acee

I high lectionic proce i for the pur
T lutions” WHOIS
ons in obtalning Infor
5 not guarantee its acc
You agr

5 of query our Vi

I errnrnnpral niion btmineg as mwalisis Hae
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SEARCH AGAIN
Enter a search term:
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Search by:
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MEREDITH, NH
03253, US
( )(603) 520-1127

divtvi@yahoo.com

Technical Contacl:
SileProtect Web Services
Administrator DNS
1N Slate Streel
12th Floor
Chicago, IL
60602, US
()312-236-2132

adminisiratlor@siteprotect com
Damain servers in listed order: |
dns1 stabletransit com 6449219215 |
dns2 stabletransit.com
{e-contacts com)
Register your domain name at http:/Avesw domainpeople com

The previous information has been obtained either directly from the registrant or a registrar of the domain name
other than Network Solutions. Network Solutions, therefore, does not guarantee its accuracy or completeness.

Show underlying registry data for this record

Current Registrar: DOMAINPEOPLE, INC.

IP Address: 66.216.115.24 (ARIN & RIPE IP search)

IP Location: US(UNITED STATES)-ILLINOIS-BELLEVILLE
Record Type: Domain Name

Server Type: Apache 1

Lock Status: clientTransferProhibited

Web Site Status: Active

bmoz no listings

¥! Directory: see listings

Web Site Title:

Meta Description:

Meta Keywords:

Contact Lens

Contact Lens.com --World's Besl Contact Lens Store? Buy discount contact
lenses online or 1-800 LENSFAST. Acuvue contact lens, Coopervision, Ciba
Vision, Bausch & Lomb and Focus. Free shipping.

contact lenses, contact lens, contacts, cheap, cheapest, discounted,
dispasable, color, bifocal, toric, acuvue, focus, biomedics, ciba vision,
coopervision, bausch & lomb, online, free shipping, freshlook, proclear

Secure: No
E-commerce: Yes

Traffic Ranking: Nol available
Data as of: 22-Apr-2008

Need to get your business
online?

Our professional designers
can build a custom Web site
for your business.
$11.95/month, plusa $499.00

Pay Per Click from Network
Solutions

Create and manage your pay
per click adverttising from as
low as $125/month plus $98
one time set-up fee

design fee

EXHIBIT D - Page2
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SOLUTIONS TO GET SOLUTIONS TO GET SOLUTIONS FOR ONLINE CORPORATE
ONLINE CUSTOMERS SECURITY INFORMATION
SOLUTIONS TO SELL PROFESSIONAL LEGAL & POLICY INFO PROMOTIONS & CFFERS
ONLINE BUSINESS SOLUTIONS

RESOURCES

CUSTOMER SUPPORT

searcH For A poval: N 2 B
‘lnwl:z-@-q cuomet
- i haddyiii

‘Sresare
2N GURRANTEE
C?‘-IYZHDI'D

] Network
Solutions

100% Secure Transaction
For your protection, this Web site is secured wilh the highest level of SSL Certificate encryption:

© Copyright 2008 Network Solutions. All rights reserved.

EXHIBIT D - Page3
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&Cﬁli Us (U.5. Only) Customer Support

NetworkSolutions 1-800.333-7680

Education
Center

Designer & Developer

Web Sites Online 1
All Services Community

& Hosting Markating

Manage Account

WHOIS Search Results

Your WHOIS Search Results | .TEL is HERE \

Tell the World How to Find You
contactlens.com

Make an instant, anonymous offer to the current domain T - NO open Learn More .
registrant. Learn More - =

|

\

|

Make an offer to buy this domain . ] i
: 1

1

|

SEARCH AGAIN

Enter a search term:
o.g. networksolutions.com

You are not authorized to access or query our WHOIS database through Search by
the use of high-valume, automaled, electronic processes  The data in (@ Domain Name
DemainPeaple, Inc's WHOIS dalabase ("Data") is provided by

DomainPeople, Inc. for information purposes only. DomainPeople, Inc ) IP Address
gﬂes nol guarantee the accuracy of this Dala and ". is provided "as- Search 4

By submilting a WHOIS query, you agree that you will use this Data
orily for lawful purposes and that under no circumstances will you use
this Dala to. (1) allow, enable, or otherwise support the lransmission
of mass unsalicited, commercial advertising or solicilalions via mail,
email (spam), telephone or facsimile, or solicitations to entities

other than the dala recipients own, existing cuslomers; or (2) enable
high-volume, automated, electronic processes hat apply to
DomainPeople, Inc. (or its systems) The compilation, repackaging,
dissemination, distribution of other use of this Data is expressly
prohibited wilhout the prior written consent of DomainPeagple, Inc.

You agree not to use high-volume, automated, electronic processes to
access or guery the WHOIS database. DomainPeople, Inc. reserves the
right fo terminate your access to the DomainPeople, Inc. WHOIS
database in its sole diecretion, including without imilation, for

excessive querying of the WHOIS database or for failure lo otherwise
abide by this policy.

DomainPeople, Inc. reserves the right to modify these terms al any

time

By submitting this query, you agree to abide by the terms of this

policy.

Registrant. \
PO BOX 1001 ‘
MEREDITH, NH 03253
United Stales of America |

Registrar: DomainPeaple, Inc

Camain Name: conlactlens com
Created on Tue May 04 23:50:58 2004
Expireson .. .........Sat Dec 17 23:59:50 2011
Record last updaled on Sun Apr 13 04.46:39 2008,

Administrative Contact

RANDOLPH WEIGNER
PO BOX 1001 |

MEREDITH, NH

nam nanmw, G
public dal 3
visit v internetprivacyadvocate.org
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03233, US
{ J603) 520-1127

()
divtv@yahao.com

Technical Conlact:

SiteProduct Web Services

Administrator DNS

1 N Slate Street

12th Floor

Chicago, Il

60802, US
()+1.3122362132

0
administrator@siteprotect com
Damain servers in listed crder:
dns1 stabletransit. com 6449218215
dns2 stabletransit com
(contactlens com)

Register your domain name at http /A domainpeople.com

The previous information has been obtained eilher directly from the registrant or a registrar of the domain name
other than Network Solutions. Network Solutions, therefore, does not guarantee its accuracy or completeness.

Show underlying registry data for this record

Current Registrar:

DOMAINPEQPLE, INC,

IP Address: 66.216.115.24 (ARIN & RIPE IP search)

IP Location: US(UNITED STATES)-ILLINOIS-BELLEVILLE
Record Type: Domain Name

Server Type: Apache 1

Lock Status: ok

Web Site Status: Active

DMOZ no listings

Y! Directory: see listings

Web Site Title: Contact Lens

Meta Description:

Meta Keywords:

Contact Lens.com - World's Best Contact Lens Store? Buy discount contact
lenses online or 1-800 LENSFAST. Acuvue contact lens, Coopervision, Ciba
Vision, Bausch & Lomb and Focus. Free shipping.

contact lenses, contact lens, contacts, cheap, cheapest, discounted,
disposable, color, bifocal, toric, acuvue, focus, biomedics, ciba vision,
coopervision, bausch & lomb, online, free shipping, freshlook, proclear

Secure: Yes
E-commerce: Yes

Traffic Ranking: 4

Data as of: 22-Apr-2008

Need to get your business
online?

QOur professional designers
can build a custom Web site
for your business,
$11.95/month, plus a $499.00

Pay Per Click from Network
Solutions

Create and manage your pay
per click advertising from as
low as $125/month plus $99
one time set-up fee

design fee

EXHIBIT E - Page 2
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SOLUTIONS TO GET SOLUTIONS TO GET SOLUTIONS FOR ONLINE CORPORATE
ONLINE CUSTOMERS SECURITY INFORMATION
SOLUTIONS TO SELL PROFESSIONAL LEGAL & POLICY INFO PROMOTIONS & OFFERS
ONLINE BUSINESS SOLUTIONS

RESOURCES

CUSTOMER SUPPORT

STUREGEOGIT 00 |.com [ search .| 4 GET A FREE DOMAIN WITH HOSTING
Fr ﬁ
PAOGRAM ISR 10, Poaer and Asiaciatei

100% Secure Transaction
For your protection, this Web site is secured with the highest level of SSL Certificate encryption:

© Copyright 2008 Network Solutions. All rights reserved

EXHIBIT E - Page 3
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Int. Cl.: 35
Prior U.S. Cls.: 100, 101 and 102
Reg. No. 2,675,866
United States Patent and Trademark Office  Registered Jan. 21, 2003
SERVICE MARK
PRINCIPAL REGISTER
1800CONTACTS

l-B%?o(fig)NTACT S, INC (DELAWARE CORPORA-‘ ~ FIRST USE 7-0-1995; IN COMMERCE 7-0-1995.
66 BAST WADSWORTH PARK DRIVE, 3RD FLOOR
DRAPER, UT 84020 SEC. 2(F).

FOR: MAIL ORDER AND TELEPHONE ORDER
SERVICES IN THE FIELD OF CONTACT LENSES
AND RELATED PRODUCTS, AND ELECTRONIC
RETAILING SERVICES VIA COMPUTER FEATUR-

ING CONTACT LENSES AND RELATED PRO-
DUCTS, IN CLASS 35 (U.S. CLS. 100, 101 AND 102). RONALD MCMORROW, EXAMINING ATTORNEY

SER. NO. 75-746,706, FILED 7-8-1999.

EXHIBIT F - Page 1

|
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Int. ClL.: 35
Prior U.S. Cls.: 100, 101 and 102
Reg. No. 2,731,114
United States Patent and Trademark Office  Registered July 1, 2003
SERVICE MARK
PRINCIPAL REGISTER

\[TJconacrs]

1-82_[; gI%NTACTS. INC. (DELAWARE CORPORA-

66 BAST WADSWORTH PARK. DRIVE
JRD FLOOR
DRAPER, UT 84020

FOR: MAIL ORDER AND TELEPHONE ORDER
SERVICES IN THE FIELD OF CONTACT LENSES
AND RELATED PRODUCTS, AND ELECTRONIC
RETAILING SERVICES VIA COMPUTER FEATUR-
ING CONTACT LENSES AND RELATED PRO-
DUCTS, IN CLASS 35 (U.S. CLS. 100, 101 AND 102).

FIRST USE 7-13-1998; IN COMMERCE 7-13-1998.

CONFIDENTIAL — FTC Docket No. 9372

APPLICANT CLAIMS THE COLORS YELLOW,
BLUE AND WHITE AS PART OF THE MARK. THE
BOX BEHIND THE WORD "CONTACTS" 1S YEL-
LOW. THE BORDER AROUND THE YELLOW BOX
BEHIND THE WORD "CONTACTS" IS BLUE. THE
BOX BEHIND THE TERM "800" 1S BLUE. THE
NUMBER ONE AND THE WORD "CONTACTS"
ARE WRITTEN IN BLUE. THE TERM "800" IS
WRITTEN IN WHITE.

SEC. 2(F) AS TO 1800 CONTACTS .
SER. NO. 76-138,625, FILED 10-2-2000.
RONALD MCMORROW, EXAMINING ATTORNEY

EXHIBIT F - Page 2

1-800F_00081785



PUBLIC

Case 2:08-cv-00984-DAK  Document 2  Filed 12/23/2008 Page 31 of 40

received |
10653 8. River Front Pkwy., Sulte 150
South Jordan, UT 84095

Tel: (801) 572-0185

Fax: (801) 572-7666

& GRAVER

Bryan G. Pratt
RS (BD?;BE 72-0 ;;5
VIiA EXPRESS MAILL bap@raderfishman.com
September 12, 2007
RANDOLPH WEIGNER
PO BOX 1001
MEREDITH, NH 03253

USA

Re:  Unauthorized Use of the 1800CONTACTS and 1800 CONTACTS
Trademarks; Use of 1800 CONTACTS, INC.’s Trademarks in Sponsored
Advertisements al Google and Related Search Engines
Our Ref: 40302-00012

Dear Mr. Weigner:

We act as outside intellectual property counsel for 1800 CONTACTS, INC. We have
been asked by our client to advise you of 1800 CONTACTS, INC.’s rights to the trademarks
1800CONTACTS and 1800 CONTACTS. It has come to our attention that you are engaged ina
targeted scheme to infringe upon the 1800 CONTACTS and 1800CONTACTS trademarks.
More specifically, you have purchased sponsored advertisements at Google, and possibly other
search engines, for at least one of the 1800 CONTACTS or 1800CONTACTS trademarks, or
a confusingly similar variation thereof, to trigger a link to your directly competitive
www.ContactLens.com website.

As you are undoubtedly aware, our client is extensively engaged in the business of
marketing and distributing contact lenses and contact lens care products. 1800 CONTACTS,
INC. has been engaged in these activities for over a decade, and our client has distributed contact
lenses throughout the United States under its federally registered 1800 CONTACTS and
1800CONTACTS marks. Additionally, our client has applied for and been granted numerous
trademark registrations for its 1800 CONTACTS mark and variations thereof. Our client has
received the following U.S. registrations related to its 1800 CONTACTS mark:

Worldwide Intelicctnal Property Mattzrs » Patents » Trademarks » Litigation » Copyrights « U.S. and Foreign Porifolio Management
Computer and Internet Law » Trade Secrets « Unfair Competition

Blonmficld Hills Washington, D.C. Salt Lake City Tokyo

EXHIBIT G - Page 1
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Randolph Weigner
September 12, 2007
Page 2

L FISHMAN

[ &/ GRAVER!
PL.L.C

1800 CONTACTS 2731014 | 10/02/2000
1800CONTACTS 2,675,866 07/08/1999

Our client’s contact lens distribution services, as well as the products provided by our
client in connection therewith, are well-known and highly regarded by consumers and
competitors alike. In addition, our client has expended considerable resources in promoting its
contact lens distribution services and eye care products under these marks through various
media, including newspapers, magazines, other print advertisements, radio and television
advertisements, and the World Wide Web. As a result, the public has come to recognize these
marks as a symbol of our client, its quality services, and its goodwill.

In the face of our client’s valuable prior rights, we are concerned that you have
continually purchased sponsored advertisements at Google, and possibly other search engines,
that are triggered upon a search for “1800 CONTACTS,” or a confusingly similar variation
thereof. Your usc of the 1800 CONTACTS trademark as a triggering keyword 1o adverlise for
your directly competitive goods and services is an obvious attempt to trade off the goodwill
established by 1800 CONTACTS, INC. in its famous 1800 CONTACTS trademark. The use of
the mark 1800 CONTACTS and/or any confusingly similar variation of the mark as a keyword in
the United States may constitute trademark infringement under stale and federal law in that it is
likely to cause initial interest confusion, or likely to cause the public to mistakenly assume that your
business activities originate from, are sponsored by, or are in some way associated with 1800
CONTACTS, INC. For the same reasons, such use may constitute unfair competition and false
advertising under state law and similarly may violate Section 43(a) of the Trademark Act, 15 U.S.C.
§1125(a), as a “false designation of origin.” Your activities may also violate the Federal Dilution
Act 0of 1995, 15 U.S.C. §1125(c).

Under the circumstances, we request thal you cease and desist from further use of the mark
1800 CONTACTS, and confusingly similar variations thereof in the United States. Further, we
request that you immediately remove ALL sponsored advertisements that you have purchased
through Google, Yahoo Search, and any other search engines which are triggered by the 1800
CONTACTS trademark or a confusingly similar variation thereof. Additionally, we demand thtat
you incorporate the attached list of negative keywords in any continued sponsored advertisement
campaigns. Moreover, we request that you confirm in writing that you will comply with our
requests. Failing to hear from you within the next three (3) days, we will assume that you intend to
ignore our requests, and we will take appropriate action as authorized by our client.

EXHIBIT G - Page 2
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Randolph Weigner
September 12, 2007
Page 3

G EISHMAN

-G GRAUER
FLLC

Very truly yours,
RADER, FISHMAN & GRAUER PLLC

2\ 2

Bryhn G. Pratt’

BGP/clj

(el David Zeidner
Brandon Dansie

EXHIBIT G - Page 3
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SENDEFI COMPLETE THIS SE S COMPLETE THIS SECTION ON DELIVERY . Sl

‘m Complete items 1, 2, and-3. Als comptete nature - g3
' 1 item 4 if Restricted Delivery is desired. ; x(% “ % O Agent
| | Print your name and address on the reverse ﬁ WO N \ \ e =
! so that we can return the card to you. B. Aecelved by (. Printed Name) C. Date of Delive
1 Attach this card to the back pf the mailpiece, q F P 2 7 "-?
or on the front if space permits, B 5

D. Is delivery address differant from item 17 [ Yes
i 1. Atlole Addressed to; IF YES, enter delivery eddress below: [ No

Randolph Weigner
P.0. Box (6ol
Meredithn, Wit 03252 [Fawm —

| [ Registered O Return Recelpt for Merchandise
i . 1 insured Mail O COD. ©

4, Restricted Delivery? (Exira Fas) O Yes
2. Arlicle Numb e =1
Pkt BRSO 7003 31008 0000 'a'au:h “IE&l |

l PS Form 3811, August 2001  Domestic Return Recelpt 1025050241590

EXHIBIT G - Page 4
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10653 8. River Front Piwy., Suite 150
South Jordan, UT 84095

S Tel: (801) 572-0185
il S IMIA D Fax: (801) 572-7666

PLLC Bryan G. Pratt
(801) 572-D185
V1A USPS MAITL bap@raderfishman.com
March 14, 2008
Randolph Weigner
P.0O. Box 1001
Meredith, NH 03253

USA

Re:  Unauthorized Use of the 1800CONTACTS and 1800 CONTACTS
Trademarks; Use of 1800 CONTACTS, INC."s Trademarks in Sponsored
Advertisements at Google and Related Search Engines
Qur Ref: 40302-00012

Dear Mr. Weigner:

As you are well aware, we aci as outside intellectual property counsel for 1800
CONTACTS, INC. We have been asked by our client {o again advise you of 1800 CONTACTS,
INC.’s rights to the trademarks 1800CONTACTS and 1800 CONTACTS. It has come to our
atlention that you are once more engaged in a targeted scheme to infringe upon the 1800
CONTACTS and 1800CONTACTS firademarks. More specifically, you have purchased
sponsored adverlisements at Google, and possibly other search engines, for at least one of the
1800 CONTACTS or 1800CONTACTS trademarks, or a confusingly similar variation thereof,
to trigger a link to your directly competitive www.ContactLens.com website.

As you are undoubtedly aware, our client is extensively engaged in the business of
marketing and distributing contact lenses and contact lens care products. 1800 CONTACTS,
INC. has been engaged in these activilies for over a decade, and our client has distiibuted contact
lenses throughout the United States under its federally registered 1800 CONTACTS and
1800CONTACTS marks. Additionally, our client has applied for and has been granted
numerous irademark registrations for its 1800 CONTACTS mark and variations thercof. Our
client has received the following U.S. registrations related to its 1800 CONTACTS mark:

Worldwide Inteliectual Property Matters « Patents « Trademarks » Litigatian « Copyrights * U.S, and Foreign Portfolio Management
Computer and Internet Law » Trade Secrets « Unfair Compeiition

Bloomfield Hills Washington, D.C. Salt Lake City Tokyo

EXHIBIT H - Page 1
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Randolph Weigner -
March 14, 2008
Page 2
| FISHMAN
L& GRAUER
PLLC
B | NUMBER |- DATE -
1800 CONTACT:! 2,731,114 | 10/02/2000
1800CONTACTS 2,675,866 07/08/1999

Our client’s contact lens distribution services, as well as the products provided by our
client in connection therewith, are well-known and highly regarded by consumers and
competitors alike. In addition, our client has expended considerable resources in promoting its
contact lens distribution services and eye care products under these marks through various
media, including newspapers, magazines, other print advertisements, radio and television
advertisements, and the World Wide Web, As a result, the public has come to recognize these
marks as a symbol of our client, its quality services, and ils goodwill.

In the face of our client’s valuable prior rights, and in light of our previous contact, which
contact is evidenced by the attached proof of receipt, we are concerned that you have continually
purchased sponsored advertisements at Google, and possibly other search engines, that are
triggered upon a search for “1800 CONTACTS,” or a confusingly similar variation thereol.
Your use of the 1800 CONTACTS trademark as a triggering keyword to advertise for your
directly competitive goods and services is an obvious attempt to trade off the goodwill
established by 1800 CONTACTS, INC. in its famous 1800 CONTACTS trademark. The use of
the mark 1800 CONTACTS and/or any confusingly similar variation of the mark as a keyword in
the United States may constitute irademark infringement under state and federal law in that it is
likely to cause initial interest confusion, or likely to cause the public to mistakenly assume that your
business aclivities originate from, are sponsored by, or are in some way associated with 1800
CONTACTS, INC. For the same reasons, such use may constilute unfair competition and false
advertising under state law and similarly may violate Section 43(a) of the Trademark Act, 15 U.5.C.
§1125(a), as a “false designation of origin.” Your activities may also violate the Federal Dilution
Act of 1995, 15 U.S.C. §1125(c).

Under the circumstances, we request that you cease and desist from furlher use of the mark
1800 CONTACTS, and confusingly similar variations thereof in the United States. Further, we
request that you immediately remove ALL sponsored advertisements that you have purchased
through Google, Yahoo Search, and any other search engines which are triggered by the 1800
CONTACTS trademark or a confusingly similar variation thereof. Additionally, we demand that
you incorporate the attached list of negative keywords in any continued sponsored advertisement
campaigns.

EXHIBIT H - Page 2
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Randolph Weigner
March 14, 2008
Page 3

& GRAVER,
PLLC

Furthermore, we demand that you confirm in writing the steps you will take to prevent this
from occurring in the future. Failing to hear from you within the next three (3) days, we will
assume that you intend to ignore our requests, and we will take appropriate action as authorized by

our client.
Very truly yours, -
RADER, F1SMAN & GRAUER PLLC
IBryan G. Pratt
BGP/clj

cc: David Zeidner
Randolph Weigner via FedEx

EXHIBIT H - Page 3
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Kev words:

1 800 contact

1 800 contacts

1800 contacts

1-800 contacts
1800.contacts
1800contact
1800contacts
1-800-contacts
1800contacts.com

800 contacts
800.contacts
800contacts

lens express
Lensexpress

Aquasofl

Aquasoft complete vision system
www.1800contacts.com.
www. 1 800contacts.net.
www.1800contacts.org,.
www.1800contacs.com.
www.1800contacs.net.
www. 1-800contacts.com.
www, 1-800contacts.net.
www.800contacts.com.
www.800contacts.net.
www,.contacts.com.
www.lens]st.com.
www.]Jensfirst.com.
www.lensexpress.com.
www.lensexpress.net.
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Bryan G. Pratt (9924)

RADER, FISHMAN & GRAUER, PLLC
10653 South River Parkway, Suite 150
South Jordan, UT 84095

Tel.: (801) 572-0185

Fax: (801) 572-7666

Email: bgp@raderfishman.com

Attorneys for Plaintiff

IN THE UNITED STATES DISTRICT COURT

FOR THE DISTRICT OF UTAH

1-800 CONTACTS, INC.
a Delaware corporation,

Case No.:
Plaintiff,

V.
COMPLAINT
MEMORIAL EYE, PA d/b/a
SHIPMYCONTACTS.COM, SHIP-MY -
CONTACTS.COM, and
IWANTCONTACTS.COM

a Texas Professional Association,

Defendant.
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Plaintiff 1-800 CONTACTS, INC. (“1-800 CONTACTS” or “Plaintiff’) for its
Complaint against Defendant Memorial Eye, PA d/b/a SHIPMYCONTACTS.COM,
IWANTCONTACTS.COM, and SHIP-MY-CONTACTS.COM (“Memorial Eye” or

“Defendant”) alleges:

NATURE OF THE ACTION

l. This is a civil action for damages and injunctive relief arising out of Memorial
Eye’s acts of trademark infringement, unfair competition, false designation of origin, false
advertising, passing off, and unjust enrichment under federal, state and/or common law as a
result of Memorial Eye’s wrongful acts, including willful infringement of 1-800 CONTACTS’
rights in the trademark 1800CONTACTS, 1-800 CONTACTS, and 1 800 CONTACTS (the *1-
800 CONTACTS Marks”).

JURISDICTION AND VENUE

2. This Court has jurisdiction over the subject matter of this action pursuant to 15
US.C. § 1121 and 28 U.S.C. §§ 1331 and 1338(a) and (b). Upon information and belief, the
parties are citizens of different states and the amount in controversy far exceeds the sum or value
of seventy-five thousand dollars ($75,000), exclusive of interest and costs, creating jurisdiction
under 28 U.S.C § 1332. Jurisdiction over the state law claims is also appropriate under 28
U.S.C. § 1367(a) and principles of pendent jurisdiction.

3. This Court has personal jurisdiction over Memorial Eye. Upon information and
belief, Memorial Eye conducts business in this District, having shipped contacts and other items
to this District. In addition, Memorial Eye has purposefully availed itself of the privilege of
acting in this District by, among other things, advertising via the Internet in this District and

offering interactive websites at www Shipmycontacts.com, www.iwantcontacts.com, and

CONFIDENTIAL — FTC Docket No. 9372 1-800F_00082024
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www.ship-my-contacts.com (“the Memorial Eye Websites”) and various affiliate websites,

which are accessible by Internet users throughout the country, including in this District, which
permit users to register online, including in this District, and from which product can be ordered
and shipped throughout the country, including in this District. See excerpts from the Memorial
Eye Websites at Exhibits A and B. Memorial Eye has used the 1-800 CONTACTS Marks
without authorization or consent from 1-800 CONTACTS, including in this District. The
tortuous conduct about which 1-800 CONTACTS complains has been committed by Memorial
Eye in this District. Memorial Eye’s actions are aimed, at least in part, at this District.

4, Venue in this District is proper pursuant to 28 U.S.C. §§ 1391(b). A substantial
portion of the activity about which 1-800 CONTACTS complains has taken place in this District,
and the damages suffered by 1-800 CONTACTS were suffered, at least in part, in this District.

3. Upon information and belief, Memorial Eye transacts business ihr_oughout the
entire United States, including in the District of Utah. The unlawful acts committed by
Memorial Eye, as hereinafter alleged, have been and are, in whole or in part, conceived, carried
out and made effective within this District. The interstate trade or commerce described herein by

Memorial Eye is carried out in part within this District.

THE PARTIES
6. Plaintiff [-800 Contacts, Inc. is a Delaware corporation, with its principal place of
business at 66 East Wadsworth Park Drive, Draper, Utah 84020,
7. Upon information and belief, Defendant Memorial Eye, PA. is a Professional
Association with a mailing address and a principle place of business of 2470 Gray Falls Drive,
Suite 150, Houston, TX 77077. See Whois record at Exhibit C. Defendant Memorial Eye

operates throughout the United States including in the State of Utah.
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8. Upon information and believe, Memorial Eye, Inc. also operates under the names
iwantcontacts.com and ship-my-contacts.com.

9. The public records for the domain name “ship-my-contacts.com” show Memorial
Eye P.A. as the owner of the domain name, at the address of 2470 Gray Falls Dr. Ste 150,
Houston, TX 77077. See Whois re.cord at Exhibit ID.

10.  The public records for the domain name “iwantcontacts.com” show Memorial
Eye P.A. as the owner of the domain name, at the address of 2470 Gray Falls Dr. Ste 150,

Houston, TX 77077. See Whois record at Exhibit .

GENERAL ALLEGATIONS
1-800 CONTACTS’ ACTIVITIES AND PROPRIETARY RIGHTS
12.  For over a decade, 1-800 CONTACTS has been and is now extensively engaged
in the business of selling and distributing contact lenses and eye care products via telephone and
fax, through the Internet and by mail (the “1-800 CONTACTS Goods and Services”). Indeed,
1-800 CONTACTS is the market leader in the field of replacement contact lenses, having filled
over 16 million orders for over five million customers, with an inventory of over 20 million
lenses. 1-800 CONTACTS’ products can be ordered over the Internet via Plaintiff’s website at

www_1800contacts.com (the “1-800 CONTACTS Website™).

13, Since at least as early as 1995, the 1-800 CONTACTS Goods and Services have
been widely advertised and offered in interstate commerce throughout the United States. The 1-
800 CONTACTS Marks are used extensively in various advertising and promotional media,
in‘cluding the Internet, radio, television, trade shows, and through various printed media

including direct mail.

Lo
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14, 1-800 CONTACTS possesses common law and federal registration rights in the
mark 1-800 CONTACTS, including U.S. Registration Nos. 2,675,866 and 2,731,114. Copies of
these registrations and printouts from the U.S. Patent and Trademark Office database for such
registrations are attached at Exhibit F.

15. U.S. Registration Nos. 2,675,866 and U.S. Registration No. 2,731,114 are
incontestable and constitute conclusive evidence of 1-800 CONTACTS’ ownership of the 1-800
CONTACTS Marks, its exclusive right to use the marks throughout the United States, and the
validity of the registrations and the marks.

16.  As a result of the quality of the 1-800 CONTACTS Goods and Services and the
widespread promotion thereof under the 1-800 CONTACTS Marks, the 1-800 CONTACTS
Goods and Services have met with substantial commercial success and widespread consumer
recognition, As a further result, the 1-800 CONTACTS Marks are extensively known and have
become symbols of Plaintiff, its quality products and services, and its goodwill.

MEMORIAL EYE’S WRONGFUL ACTS

17.  Like 1-800 CONTACTS, Memorial Eye offers the sale of replacement contact
lenses over the Internet.

18. 1-800 CONTACTS discovered that Memorial Eye had purchased sponsored
advertisements from Google, and other search engines, for Plaintiff’s Marks to trigger
advertising and/or a link to the Memorial Eye Websites. Such infringing activity was
immediately brought to the attention of Memorial Eye.

19.  Notwithstanding the receipt of the cease and desist letter, Memorial Eye refused
to cease using the 1-800 CONTACTS Marks to trigger advertising. For example, a shown in the

below screen shot, which was prepared April 30, 2008, when 1800CONTACTS entered into the
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search box, links to www.shipmycontacts.com appear on the right side of the screen under the

“Sponsored Links™ section.
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20.  The www.shipmycontacts.com website advertisements are triggered upon a

search for 1800CONTACTS and thus, use the 1800 CONTACTS trademark as a triggering

keyword to display and promote Memorial Eye’s directly competitive goods and services. In
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essence, Memorial Eye is using the 1-800 CONTACTS Marks to trick consumers into visiting
the Memorial Eye Websites

21.  Memorial Eye’s actions are specifically aimed at diverting web users who are
expressly looking for 1-800 CONTACTS and the 1-800 CONTACTS Goods and Services.
Indeed, Memorial Eye goes even so far as to represent to consumers that it is 1-800 CONTACTS
and/or that there is an affiliation between 1-800 CONTACTS and Memorial Eye by using a
number of variations and mis-spellings of the 1-800 CONTACTS Marks to trigger the Memorial
Eye ads.

THE PARTIES® PAST HISTORY AND
MEMORIAL EYE’S INCESSANT INFRINGEMENT

22, On or about September 13, 2005, 1-800 CONTACTS’ in-house counsel, David
Zeidner, contacted Memorial Eye in writing to notify Memorial Eye of the infringement. A copy
of the letter is attached hereto as Exhibit G.

23. In response to the letter sent by David Zeidner, on or about October 13, 2005,
Randall D. Luckey, outside counsel for Memorial Eye communicated to David Zeidner in
writing that Memorial Eye would not cease their practices. A copy of the letter is attached hereto
as Exhibit H.

24, On or about November 3, 2005, David Zeidner responded to Mr. Luckey
informing and educating him on how his client could easily take actions to prevent the
complained of actions from occurring. A copy of the letter is attached hereto as Exhibit 1.

25.  Shortly after the communication exchange between in-house counsel for

Memorial Eye and 1-800 CONTACTS, Memorial Eye’s infringement was reduced.
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26.  On or about September 12, 2007, 1-800 CONTACTS noted an increase in
Memarial Eye’s level of infringement. Consequently, Plaintiff’s outside counsel, Bryan G. Pratt,
sent a letter to Memorial Eye concerning Defendant’s increasingly infringing acts. A copy of the
letter is attached hereto as Exhibit J. No response was received from Memorial Eye and a near
identical letter was subsequently sent on February 27, 2008, after another noticeable increase in
Defendant’s infringing acts.

27 On or about March 17, 2008, Memorial Eye's outside counsel, Randall D.
Luckey, again responded to 1-800 CONTACTS’ cease and desist letters by communicating that
Memorial Eye would not cease their practices that cause advertisements for their company from
appearing in response to searches for trademarks of 1-800 CONTACTS. A copy of the letter is
attached hereto as Exhibit K

28.  In spite of its previous recognition of the infringement, its knowledge of how to
correct and stop the infringement as evidenced by its previous corrective measures, Memorial
Eye took no action to remedy the infringement. In fact, upon receiving this communication,
infringement by Memorial Eye actually increased.

29. 1-800 CONTACTS closely monitored the display of advertisements by Memorial
Eye and not only observed advertisements for the Memorial Eye websites appearing in response
to searches for trademarks of 1-800 CONTACTS, but also for confusingly similar variations of
the trademark, such as 1800 contacts, 1 800 contacts, 1-800-contacts, and 1-800 contacts.
Incredibly, advertisements for the Memorial Eye websites also appear for searches for
1800CONTACTS’ website and for misspellings of the 1-800 CONTACTS marks such as 1800

contacts.com, 800 contacts, 1-800 contacts, 1800contacts.com, www.|800contacts.com,

www. 1800contacts, 1800contact, 1800cantacts, and 800contacts.
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30.  Memorial Eye’s infringing activities continue today, as evidenced by a screen
shot prepared on December 17, 2008 that shows sponsored advertisements purchased by
Memorial Eye that are triggered upon searching for the 1-800 CONTACTS Marks. As may be

seen, the website www.Shipmycontacts.com is featured on the top left portion of the page, right

under 1-800 CONTACTS website advertisement, under a “sponsored advertisement” heading.
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INJURY TO 1-800 CONTACTS AND THE PUBLIC
31.  Memorial Eye’s unauthorized use of the 1-800 CONTACTS Marks has and will
continue to irreparably injure 1-800 CONTACTS by confusing customers, diverting sales, and
diluting the distinctiveness of the 1-800 CONTACTS Marks. If permitted to continue, Memorial
Eye’s use of the 1-800 CONTACTS Marks will continue to irreparably injure 1-800

CONTACTS, the 1800 CONTACTS Marks, the reputation and goodwill associated therewith, 1-
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800 CONTACTS” reputation for exceedingly high-quality services and products, and the public
interest in being free from confusion, mistake or deception.

32, Memorial Eye’s use of the 1-800 CONTACTS Marks has caused and will
continue to cause confusion, mistake or deception as to the source or origin of Memorial Eye’s
goods and services and is likely to falsely suggest a sponsorship, connection, license,
endorsement or association of Memorial Eye’s goods and services with 1-800 CONTACTS,
thereby injuring 1-800 CONTACTS and the public.

33.  Memorial Eye’s use of colorable and confusingly similar imitations of the 1-800
CONTACTS Marks, including misspellings, hyphenation variations, and spacing variations, is
part of a deliberate plan to trade on 1-800 CONTACTS’ goodwill and otherwise unfairly
compete with 1-800 CONTACTS and benefit therefrom. Memorial Eye knew of 1-800
CONTACTS’ tremendous success and the 1-800 CONTACTS Marks and intentionally engaged
in trademark infringement with full knowledge of 1-800 CONTACTS’ rights and in the face of
notice not to engage in such activities.

COUNTI
Federal Trademark Infringement
Violation of 15 U.S.C. § 1114

34.  1-800 CONTACTS incorporates by reference the allegations of Paragraphs 1-33
of this Complaint,

35.  The unauthorized appropriation and use by Memorial Eye in commerce of the 1-
800 CONTACTS Marks, in connection with goods and services that are identical or substantially
similar to those offered by 1-800 CONTACTS, is likely to cause confusion, mistake, or

deception as to the origin, sponsorship, or approval of Memorial Eye’s services and commercial
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activities, and thus directly, jointly, and/or contributorily infringes 1-800 CONTACTS’ rights in
its federally registered marks under 15 U.S.C. § 1114. Memorial Eye’s actions have been carried
out in willful disregard of 1-800 CONTACTS’ rights in violation of Section 32 of the Lanham
Act, I5US.C §1114.

COUNT I

Federal Unfair Competition, False Designation of Origin,
Passing Off, and False Advertising

Violation of 15 U.S.C. §1125(a)

36.  1-800 CONTACTS incorporates by reference the allegations of Paragraphs 1 — 35
of this Complaint.

37.  The unauthorized use by Memorial Eye of the 1-800 CONTACTS Marks in
connection with Memorial Eye’s business is likely to cause the public to mistakenly believe that
Memorial Eye’s contact lens replacement services originate from, are endorsed by, or are in
some way affiliated with 1-800 CONTACTS and thus constitutes trademark infringement, false
designation of origin, passing off, and unfair competition and is likely to cause the 1-800
CONTACTS Marks to lose their significance as indicators of origin. Likewise, Memorial Eye
has used the 1-800 CONTACTS Marks in connection with false and misleading descriptions or
representations of fact in commercial advertising or promotion, thereby misrepresenting the
nature, characteristics, and qualities of their or another entity’s goods, services, or commercial
activities. Memorial Eye’s actions are in violation of Section 43(a) of the Lanham Act, 15
U.S.C. § 1125(a).

38.  Upon information and belief, the appropriation of the 1-800 CONTACTS Marks
by Memorial Eye as set forth above is part of a deliberate plan to trade on the valuable goodwill

established therein. With knowledge of 1-800 CONTACTS and 1-800 CONTACTS’ rights and
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with the deliberate intention to unfairly benefit from 1-800 CONTACTS’ goodwill, the actions
of Memorial Eye have been carried out with willful disregard of 1-800 CONTACTS’ rights and
in violation of 15 U.S.C. Section 1125(a).

COUNT 11

Common Law Unfair Competition, Misappropriation,
and Trademark Infringement

Unfair Practices Act — Utah Code Ann. §13-5-1 ef sey.

39. 1-800 CONTACTS incorporates by reference the allegations of Paragraphs 1 — 38
of this Complaint.

40. By its aforesaid calculated conduct to increase business and profits by deceiving
and confusing members of the public, Memorial Eye continues to misappropriate the valuable
goodwill of the 1-800 CONTACTS Marks, to infringe 1-800 CONTACTS’ rights therein, and to
unfairly compete with 1-800 CONTACTS under the common law and the laws of Utah.
Memorial Eye’s use of the 1-800 CONTACTS Marks to promote, market or sell products and
services constitutes an unfair practice under Utah Code Ann. §13-5-1 ¢f seq. Memorial Eye’s
use of the 1-800 CONTACTS Marks is an unfair or deceptive method of competition occurring
in trade or commerce that impacts the public interest and has caused and is causing injury to 1-
800 CONTACTS and consumers.

COUNT 1V
Unjust Enrichment

41, 1-800 CONTACTS incorporates by reference the allegations of Paragraphs 1 - 40
of this Complaint.

42.  Memorial Eye is being unjustly enriched to the damage and irreparable harm of 1-

800 CONTACTS.
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DEMAND FOR RELIEF

WHEREFORE, 1-800 CONTACTS requests that this Court enter judgment in its favor
on each and every claim for relief set forth above and award it relief including, but not limited to,

the following:

A That 1-800 CONTACTS is the owner of the entire right, title and interest in and to
the 1-800 CONTACTS Marks, that the 1-800 CONTACTS Marks are valid, enforceable and
violated by Memorial Eye and that Memorial Eye has violated and is violating other relevant
federal and state laws and regulations,

B. That Memorial Eye, their Affiliates, agents, servants, employees, attorneys, and
all persons in active concert or participation with them, be preliminarily and permanently

enjoined and restrained from:

1. Further infringement of the 1-800 CONTACTS Marks and from unfairly
competing with 1-800 CONTACTS; from using any variation of the 1-800 CONTACTS Marks
and any other marks or names that are confusingly similar to or that dilute the distinctiveness of
those proprietary materials, including but not limited to use as domain names, trademarks,
services marks, business names, meta tags, sponsored advertisement triggers, other identifiers,
keywords or other terms used to attract or divert traffic on the Internet or to secure higher
placement within search engine search results; and

2 From representing by any means whatsoever, directly or indirectly, that
Memorial Eye, any products or services offered by Memorial Eye, or any activities undertaken
by Memorial Eye, are associated with, endorsed by, sponsored by or connected in any way with
1-800 CONTACTS.

C. That Memorial Eye willfully violated 1-800 CONTACTS’ rights.
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E. That Memorial Eye be required to pay to 1-800 CONTACTS’ damages according
to proof, together with prejudgment interest thereon, as 1-800 CONTACTS has sustained as a
consequence of Memorial Eye’s wrongful acts, and to account for and return to 1-800

CONTACTS any monies, profits and advantages wrongfully gained by Memorial Eye.
G. That all damages sustained by Memorial Eye be trebled.

H. That Memorial Eye be required to pay to 1-800 CONTACTS punitive and

exemplary damages.

I That Memorial Eye be required to pay to 1-800 CONTACTS all attorney fees,

expenses and costs incurred in this action.

J. That 1-800 CONTACTS deliver up for impoundment during the pendency of this
action, and for destruction upon entry of judgment, all products, fixtures, writings, signage,
artwork and other materials that infringe 1-800 CONTACTS’ rights, falsely designate source or

origin, or otherwise facilitate Memorial Eye’s unfair competition with 1-800 CONTACTS.

K. That an Order be issued directing Memorial Eye to file with this Court and serve
on 1-800 CONTACTS’ attorneys, within thirty (30) days after the date of entry of any
injunction, a report in writing and under oath setting forth in detail the manner and form in which

Memorial Eye has complied with the injunction.

L. That 1-800 CONTACTS be granted such further relief as this Court may deem

appropriate.
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DEMAND FOR JURY TRIAL
1-800 CONTACTS hereby demands a trial by jury on all issues and claims so triable.

Respectfully submitted,

Date: December 23, 2008 By: s/Bryan G. Pratt
Bryan G. Pratt (9924)
RADER, FISHMAN & GRAUER, PLLC
10653 South River Parkway, Suite 150
South Jordan, UT 84095
Tel.: (801)572-0185
Fax: (801) 572-7666
Email: bgp@raderfishman.com

Attorneys for Plaintiff
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aeteitne leases

3. What should Tdo If) da not iecaive what | ordeisd?

n caz

Rare 1200 you a0 e 0 Eee’ phidze contact us mmasiately 12 resele the prokhim

10, Raturn Palicy
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e vell azerpt any Lnspeand and usdamsgtd packages wihin 20 days o i delaey date i
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B callUs (U.S. Only) | Customer Support |
1-800-333-7680

NetworkSolutions.

Web Sites Online
& Hosting Marketing Community Center

All Sarvices Designer & Developer Education

Domain Names

WHOIS Search Results

Manage Account

Your WHOIS Search Results

shipmycontacts.com

Make an instant, anonymous offer to the current domain
= registrant. Learn More

_: Make an offer to huy this domain »

|3 BOOKMARK o ¢ 67

The data contained in GoDaddy.com, inc.'s Whols dalzbase,

while believed by the company to be reliable. is provided "as is"

with no guarantee or warranties regarding ils aceuracy. This

informatien is provided for Ihe sole purpose of assisting you

In obtaining information aboul domain name registration records

Any use of this data for any other purpose is expressly farbidden without the prior written
permission of GoDaddy.com, Inc. By submitting an inguiry,

you agree to hese lerms of usage and limilalions of warranty. In particular,
you agree not to use this data to allow, enable, or otherwise make possible,
dissemination or collection of this data, in par or in ils entirely, for any
purpose, such as Ihe transmission of unsolicited advertising and

and solicitations of any kind, including spam  You further agree

not lo use this data Lo enable high volume, automated or robotic electronic
processes designed lo collect or compile this data for any purpose,
including mining this dala for your own personal or commercial purposes

Please note: the registrant of the domain name is specified
in the "registrant” field In most cases, GoDaddy.com, Inc
Is not the registrant of domain names listed in this dalabase.

Registrant:
Memarial Eye, P.A
2470 Gray Falls Dr. Ste 150
Houston, Texas 77077
United States

Registered thiough: GoDaddy.com, Inc. (htlp iwwaw. godaddy com)
Domain Name: SHIPMYCONTACTS COM

Created on: 29-Sep-04

Expires on. 29-Sep-11

Last Updated on: 20-Feb-07

Administralive Contact:
Sanchez, Elio esanchez@memonaleyecemer com
Memorial Eye, P.A
2470 Gray Falls Dr. Ste 150
Houslon, Texas 77077
United Siates
2815565353 Fax -

Technical Contact:
Sanchez, Elio esanchez@memcrialeyecenter com
Memorial Eye, PA.
2470 Gray Falls Dr. Ste 150
Heuslon, Texas 77077
United States
2815565353  Fay -

Domain servers in listed order
NS1.SHIPMYCONTACTS COM
NS2.SHIPMYCONTACTS.COM

omain name, cutrent pofi
@ in 2 publi 1ase knewn ;
Vol Asit www.internetprivacyadvocate.org
MOTICE AND TERMS OF USE. You are
of high-volume, aulomaled, electrenic proc
that violal
Solutio

oniact info M

To learnabout a

on for your domain nz
15 you can lake lo protecl

or for lI
The Data i Networ

quary, you ag 5 50 grec tha Mwmul\,
w1l ane i L ] to: (1) allov
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OUR WEB SITE PACKAGES NOW OFFER UP TO:

10x

GREATER

BETTER TRANSFER |

Eﬂll!l.l.l'lﬁl‘l'! mm INWEB IDSTIHG SG‘IUI’IOHS

GLTWATE PEACE OF RUMD 11 700AT)

SEARCH AGAIN
Enter a search term:

e.g. networksolutions.com
Search by:

(@ Domain Name

() IP Address

Search » ] |

EXHIBIT C-001

1-800F_00082042
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Filed 12/23/2008

The previous information has been obtained either directly from the registrant or a registrar of the domain name
other than Network Sefutions. Network Solutions, therefore, does not guarantee its accuracy or completeness.

Show underlying registry data for this record

Current Registrar:
IP Address:

IP Location:
Record Type:
Server Type:
Lock Status:

Web Site Siatus:
DMOZ

Y! Directory:

Web Site Title:

Meta Description:

Meta Keywords:

Secure:
E-commerce:
Traffic Ranking:
Data as of:

online?

Need to get your business

Our professional designers
can build a custom Web site
for your business.
$11.95/month, plus a $489.00
design fee

GODADDY.COM, INC.

72.167.162,131 (ARIN & RIPE IP search)

US(UNITED STATES)

Domain Name

Apache 2

clientDeleteProhibited

Active

no listings

see listings

ShipMyContacts.com - Easy - Affordable - Convenient - Contact Lenses
ShipMyContacts offers online contact lenses purchases at a competitive price.
The most popular contact lens brands at the lowest prices. Includes Acuvue,
Focus lenses, Freshlook, SofLens and more.

ship my contacts, shipmycontacts, rebates, contact lenses, online contacts,
order contacts, Freshlook, Focus Night & Day, color contacts, contacts, free
shipping, popular lenses, bifocal lenses, toric lenses, disposable lenses, daily
disposables

Yes

Yes

4

22-Apr-2008

Pay Per Click from Network

i Solutions
Create and manage yout pay
per click advertising from as
low as $125/month plus $99

G035 I one time set-up fee

PUBLIC

Page 4 of 28

CONFIDENTIAL - FTC Docket No. 9372

EXHIBIT C-002

1-800F_00082043



PUBLIC

Case 2:08-cv-00983-DN  Document 2-4  Filed 12/23/2008 Page 5 of 28

SOLUTIONS TO GET SOLUTIONS TO GET SOLUTIONS FOR ONLINE CORPORATE
ONLINE CUSTOMERS SECURITY INFORMATION
SOLUTIONS TO SELL PROFESSIONAL LEGAL & POLICY INFO PROMOTIONS & OFFERS
ONLINE BUSINESS SOLUTIONS

RESOURCES

CUSTOMER SUPPORT

searcH FoR A omaly: RGN =2 DOMAIN WITH HOSTING
: “An putstandes catomes
) e e

100% Secure Transaction
Far your protection, this Web site is secured wilh the highest level of SSL Cerificate encryption.

© Copyright 2008 Network Solutions. All rights reserved.

EXHIBIT C-003
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Education
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Designer & Daveloper
Community
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WHOIS Search Results
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£Lcall Us (US. Only)
1-800-333-7680

Customer Support

Your WHOIS Search Results

e | ship-my-contacts.com

i': o Make an instant, anonymous offer to the current domain
registrant. Learn More
- Make an affer to buy this domain » J

|£) BOOKMARK, o <) 07|

The data contained in GoDaddy.com, Inc ‘s Whols dalzbase,

while believed by the company to be reliable, is provided "as is"

with no guarantee or warranties regarding its accuracy. This

information is provided for the sole purpose of assisting you

In-obtaining information about domain name registration records

Any use of this data far any other purpose is expressly forbidden without the prior writlen
permission of GoDaddy.com, Inc. By submitting an inguiry,

you agree lo these lerms of usage and limitations of warranly. In particular,
you agree nat to use this dala to allow, enable, or otherwise make possible,
dissemination or collection of this data, in part or in lls enfirely, for any
purpose, such as the transmission of unsolicited advertising and

and solicitations of any kind, including spam  You further agree

not to use lhis data to enable high volume, automated or rebotic electionic
processes designed o collect or compile this data for any purpose,
ingluding mining this data for your own personal or commercial purposes

Please note: the registrant of the domain name is specified
In the "registrant” field  In most cases, GoDaddy.com, Inc.
Is not the registrant of domain names listed in this database

Registranl:
Memorial Eye, P.A
2470 Gray Falls Dr. Ste 150
Houslon, Texas 77077
United States

Repistered through: GoDaddy com, Inc. (http ifwwav godaddy.com)
Domain Name. SHIP-MY.CONTACTS COM

Created on: 15-Mar-05

Expires on: 15-Mar-10

Last Updated on 15-Oct-07

Administrative Centact
Sanchez, Elio esanchez@memenaleyecenter.com
Memorial Eye, P A
2470 Gray Falls Or. Ste 150
Houston, Texas 77077
United Stales
2815565353 Fax -

Technical Contact:
Sanchez, Elioc esanchez@memorialeyecenter com
Memorial Eye, P.A,
2470 Gray Falls Dr. Ste 150
Heuston, Texas 77077
United States
2818585353  Fax -

Domain setvers in listed order
NS07 DOMAINCONTROL.COM
NS08.DOMAINCONTROL.COM

damain name, current pollcies reguire that the contact infarmation
= d in a public dat known as WHQIS

your WHOIS infarmaticn visil www.internetprivacyadvocate org
MOTICE AHD TERME OF USE You are not
L'm IC process

far your domain nama
Te learn abaut actions you can lake lo profect

e through the use

: Ehr > ferms ¢
f—wh:l\-m 5 fur inf wrmn: 1 pUIpases

auery, you agree I‘:t
puipose ;l.:llhat

o HML you may
to: (1) alloy
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SEARCH AGAIN
Enter a search term:

e.g. networksolutions.com

Search by:
(@ Domain Name
() IP Address

Now Open

TEL is HERE

lﬂq .
\ ,ta "} Tell the World How to Find You
g

Learn More ,

Search z ]
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The previous information has been obtained either directly from the registrant or a registrar of the domain name
other than Network Sclutions. Network Selutions, therefore, does not guarantee its accuracy or completeness.

Show underlying registry data for this record

Current Registrar: GODADDY.COM, INC.

IP Address: 64.202.189,170 (ARIN & RIPE IP search)

IP Location: US(UNITED STATES)-ARIZONA-SCOTTSDALE

Record Type: Domain Name

Server Type: Other

Lock Status: clientDeleteProhibited

Web Site Status: Aclive

DMOZ no listings

Y! Directory: see listings

Web Site Title: ShipMyContacts.com - Easy - Affordable - Convenient - Contact Lenses

Meta Description:

ShipMyContacts offers online contact lenses purchases at a competitive price.
The most popular contact lens brands at the lowest prices. Includes Acuvue,
Focus lenses, Freshlook, SofLens and more.

ship my contacts, shipmycontacts, rebates, contact lenses, online contacts,
order contacts, Freshlook, Focus Night & Day, color contacts, contacts, free

Weta Keywards: shipping, popular lenses, bifocal lenses, toric lenses, disposable lenses, daily
disposables

Secure: No

E-commerce: No

Traffic Ranking: Nol available

Data as of: 22-Apr-2008

Need to get your business
online?

Our professional designers
can build a custom Web site
for your business,
$11.95/month, plus a $429.00
design fee

Pay Per Click from Network
Solutions

Create and manage your pay
per click advertising from as
low as $126/month plus $99
one time set-up fee

PUBLIC

Page 7 of 28
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SOLUTIONS TO GET SOLUTIONS TO GET SOLUTIONS FOR ONLINE CORPORATE
ONLINE CUSTOMERS SECURITY INFORMATION
SOLUTIONS TO SELL PROFESSIONAL LEGAL & POLICY INFO PROMOTIONS & OFFERS
ONLINE BUSINESS SOLUTIONS

RESOURCES

CUSTOMER SUPPORT

searcH For A povan: [ 2 JOMAINWITH HOSTING

“An euititandeg Custonet

mn; servie evperence”
@ 10 Poses and Assaciales

100% Secure Transaction
For your protection, this VWeb site is secured with the highest level of SSL Certificate encryption.

@ Caopyright 2008 Network Solutions. All rights reserved.

EXHIBIT D-003

CONFIDENTIAL - FTC Docket No. 9372 1-800F_00082047



PUBLIC

custamer Feedback | oo 85€,:2108-evr00983:DM:, Document 2-4  Filed 12/23/2008 Page Bofi28 - -

Web Sites
& Hosting

Online
Marketing

Education
Center

Designer & Developer
Community

WHOIS Search Results

Manage Account

£l call Us (U.S. Only) Customer Support
1-800-333-7680

Your WHOIS Search Results

| frmamres

p———=| iwantcontacts.com

Make an instant, anonymous offer to the current domain
registrant. Learn More

Make an offer to huy this domain »

The data contained in GoDaddy.com, Inc.'s Whols dalabase,

while believed by the campany to be reliable, is provided “as is"

with no guarantee or warranties regarding its accuracy. This

information is pravided for the sole purpose of assisting you

in ebtaining information aboul domain name registration records

Any use of this data for any other purpose is expressly farbidden without the prior written
permission of GoDaddy.com, Inc. By submitting ari inquiry,

vou agree lo these lerms of usage and limilalions of warranty. In particular,
you agree not to use this dala to aliow, enable, or othenvise make possible,
dissemination or collection of this data, in part or in iis entirely, fer any
purpose, such as the transmission of unsolicited adverising and

and solicitations of any kind, including spam  You further agree

not lo use this data lo enable high volume, automated or robolic electronic
pracesses designed lo collect or compile this dala for any purpose,
including mining this data fer your own personal or commercial purposes

Please note: the registrant of the domain name is specified
in the “registrant” ield. In most cases, GoDaddy.com, Inc
is not the registrant of domain names listed in this database.

Registrant:
Memarial Eve, P.A
2470 Gray Falls #150
Houston, Texas 77077
United States

Repistered through: GoDaddy.com, Inc. (http: /i godaddy com)
Domain Name: IWANTCONTACTS COM

Created on: 22-Jun-07

Expires an: 22-Jun-10

Last Updated en: 29-Mar-08

Administrative Cantact
Sanchez, Elio esanchez@memorialeyecenter.com
Memorial Eye, P A
2470 Gray Falls #150
Houslon, Texas 77077
United States
(281) 556.5353  Fax -

Technical Contact:
Sanchez, Elio esanchez@memarialeyecenter com
Memorial Eye, P.A,
2470 Gray Falls #150
Houslon, Texas 77077
United States
(281) 556-5353  Fax -

Domain servers n listed order:
NS1IWANTCONTACTS.COM
NS2. IWANTCONTACTS COM

ter a domam name, currenl o = fequire thal the contact informa
= included in a public database known as WHOIS To leam aboul acli Ou C
1 vigit vasvinternetprivacyadvocate.org

tagistrat
your V

I obtaining infermation
15 does not gualantees its @

» that you may u
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far your domair

DR WEB SITE PACKAGES NOW OFFER UP TO:

10x

DATA
serter TRANSFER

ULTIMATE [N WER HOSTING SOLUTIONS.
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i S Lean More » ’

SEARCH AGAIN

Enter a search term:
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Search by: |
@ Domain Name [
(3 IP Address i

Search & | |
|
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The previous information has been obtained either directly from the registrant or a registrar of the domain name
other than Metwork Solutions. Network Solutions, therefore, does not guarantee its accuracy or completeness.

Show underlying registry data for this record

Current Registrar:

GODADDY.COM, INC.

IP Address: 72,167,162.130 (ARIN & RIPE IP search)

IP Location: US(UNITED STATES)

Record Type: Domain Name

Server Type: Apache 2

Lock Status: clientDeleteProhibited

Web Site Status: Aclive

DMOZ no listings

Y| Directory: see listings

Web Site Title: IWantCentacts.com - The Doctors' Choice - Contact Lenses

Meta Description:

Meta Keywords:

Iwantcontacts offers online contact lenses purchases at a competitive price.
We always have the best prices. Includes Acuvue contacts, Focus lenses,
Freshlook, Sofl.ens and more.

iwantcontacts, contact lenses, online contacts, order contacts, Acuvue,
Freshlook, Focus Night & Day, color contacts, contacts, bifocal lenses, toric
lenses, disposable lenses, daily disposables

Secure: Yes
E-commerce: Yes

Traffic Ranking: 3

Data as of: 22-Apr-2008

Need to get your business
online?

Our professional designers
can build a custom Web site
for your business.
§11.95/month, plus a $499.00
design fee

Pay Per Click from Network
Solutions

Create and manage your pay
per click advertising from as
low as $125/month plus $99
one time set-up fee

PUBLIC

Page 10 of 28
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SOLUTIONS TO GET SOLUTIONS TO GET SOLUTIONS FOR ONLINE CORPORATE
ONLINE CUSTOMERS SECURITY INFORMATION
SOLUTIONS TO SELL PROFESSIONAL LEGAL & POLICY INFO PROMOTIONS & OFFERS
ONLINE BUSINESS SOLUTIONS

RESOURCES

CUSTOMER SUPPORT

searct For A oma:. [
m “An cutstandng cushomes
/ 30, Pent s s

WITH HOSTING

E(lTIHDED
SALICATION

100% Secure Transaction
Far your protection, this Web site is secured with the highest level-of SSL Certificate encryption.

® Copyright 2008 Network Sclutions. All rights reserved

EXHIBIT E-003
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Int. Cl.: 35
Prior LS. Cls.: 100, 101 and 102

United States Patent and Trademark Office

Filed 12/23/2008 Page 12 of 28

Reg. No. 2,731,114
Registered July 1, 2003

SERVICE MARK
PRINCIPAL REGISTER

1] contacts

1-800 CONTACTS, INC. (DELAWARE CORPORA-
TION)

66 EAST WADSWORTH PARK DRIVE

3RD FLOOR

DRAPER. UT 84020

FOR: MAIL ORDER AND TELEPHONL ORDER
SERVICES IN THE FIELD OF CONTACT LENSES
AND RELATED PRODUCTS. AND ELECTRONIC
RETAILING SERVICES VIA COMPUTER FEATUR-
ING CONTACT LENSES AND RELATED PRO-
DUCTS. IN CLASS 35(ULS CLS. 100, 101 AND 102),

FIRST USE "-13-1998; IN COMMERCE ~-13-199¢.

CONFIDENTIAL - FTC Docket No. 9372

APPLICANT CLAIMS THE COLORS YELLOW,
BLUE AND WHITE AS PART OF THE MARK. THE
BOX BEHIND THE WORD "CONTACTS" IS YEL-
LOW. THE BORDER AROUND THE YELLOW BOX
BEHIND THE WORD "CONTACTS" I$ BLUL. THE
BOX BEHIND THE TERM "800" IS BLUE THE
NUMBER ONE AND THE WORD "CONTACTS"
ARE WRITTEN IN BLUE. THE TERM "800" IS
WRITTEN IN WHITE.

SEC. 2tFy AS TO 1800 CONTACTS .
SER. NO. "6-138.623, FILED 10-2-2000.

RONALD MCMORROW, EXAMINING ATTORNEY

EXHIBIT F-001

1-800F_00082051
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Int. Cl.: 35
Prior U.S. Cls.: 100, 101 and 102

or ° - Reg. No. 2,675,866
United States Patent and Trademark Office  Registered Jan. 21, 2003

SERVICE MARK
PRINCIPAL REGISTER

1800 CONTACTS
I-Sl_.ll_U L‘\U.\TACTS. INC iIDELAWARE CORPORA- FIRST USE 70-1995: IN COMMERCE ~-0.1995,
10%)
66 EAST WADSWORTH PARK DRIVE. JRD FLOOR
DRAPER. UT #4020 SEC. MF

FOR: MAIL ORDER AND TELEPHONE ORDER
SERVICES IN THE FIELD OF CONTACT LENSES
AND RLELATED PRODULCTS. AND ELECTRONIC
RETAILING SERVICES V1A COMPUTER FEATUR-
ING CONTACT LENSES AND RELATED PRO-
DUCTS. IN CLASS 32, L"S CLS 100, 101 AND 102) RONALD MCMORROW, EXAMINING ATTORNEY

SER NO. 73746706, FILED ~-8-1999

EXHIBIT F-002

CONFIDENTIAL - FTC Docket No, 9372 1-800F_00082052



PUBLIC

Case 2:08-cv-00983-DN  Document 2-4  Filed 12/23/2008 Page 14 of 28

September 13, 2005

Memorial Eye, P.A.
2470 Gray Falls #120
Houston, Texas 77077

Re:  Trademark Infringement of 1800 CONTACTS Trademark in Sponsored
Advertisements at Google and Related Search Engines.

To Whom It May Concern:
My name is David Zeidner, and I am Legal Counsel for 1800 CONTACTS, INC.

As you know, 1800 CONTACTS is one of the nation’s leading distributors of contact
lenses. To protect its reputation and good will among consumers, 1800 CONTACTS
aggressively polices the use of its copyrights and trademarks.

Recently it has come to my attention that you are engaged in a targeted scheme to
infringe upon the 1800 CONTACTS trademark in that you have purchased sponsored
advertisements at Google, and possibly at other search engines, for the 1800 CONTACTS
trademark to trigger a link to your directly competitive www.shipmycontacts.com
website, via a search through AOL. At least one of these advertisements has been
purchased through Google’s AdWords Program. I have attached a screen shot of the
infringing action by your company, for your reference.

Your advertisement is triggered upon a search for “1800 CONTACTS” and thus, uses the
1800 CONTACTS trademark as a triggering keyword to advertise for your directly
competitive goods and services. This is willful and blatant trademark infringement that is
damaging to 1800 CONTACTS and its established rights in its 1800 CONTACTS
trademark. You have no legitimate right to use the 1800 CONTACTS trademark in this
manner, and it is readily apparent that such usage is a deliberate and willful attempt to
trade off the goodwill established by 1800 CONTACTS in its famous 1800 CONTACTS
trademark by diverting web users legitimately looking for 1800 CONTACTS
products/services to your www.shipmycontacts.com web page.

1800 CONTACTS is very concerned about this unauthorized and illegal use of its
valuable 1800 CONTACTS trademark and is prepared to take whatever legal steps
necessary to protect the value and integrity of this trademark. 1800 CONTACTS is intent
upon stopping this trademark infringement and hereby demands:

1 800 CONTACTS G6 East Wadsworth Park Drive | 2r Floar | Draper, Utah 84020 | 7 801 924 9800 | F 801 924 9905

EXHIBIT G-001
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1. that you immediately cease and desist from any and all infringing activities with
respect to the 1800 CONTACTS trademark, and

2. that you immediately removal ALL sponsored advertisements you have purchased
through Google, Yahoo Search, and any and other search engines which are triggered by
the 1800 CONTACTS trademark.

Further, I request that you confirm in writing within three (3) business days of your receipt
of this letter that you and all persons or entities associated with you will comply with our
demands. If I do not hear from you or your attorney within three (3) business days of your
receipt of this letter, I will assume that you intend to ignore our demands, and 1800
CONTACTS will take all further legal action necessary to resolve this matter.

Be aware that under the Lanham Trademark Act a trademark owner proving trademark
infringement may be entitled to 1) injunctive relief; 2) the infringer’s profits; 3) any
damages sustained by the trademark owner; and/or 4) litigation costs. Further,
infringement of a registered trademark under the Lanham Act could subject you, as a
willful infringer, to treble damages.

I look forward to hearing from you within the three (3) business days as requested. 1 can
be reached by telephone at 801-924-9800 or at the mailing address provided on the
bottom of the first page of this letter, or by email at dzeidner @contacts.com.

Sincerely,

David Zeidner
Legal Counsel
1800 CONTACTS, INC.

EXHIBIT G-002
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Search Term: 1800contacts.com

Search Results Page:
htip://search.aol.com/aclcom/search?invocation Type=topsearchbox.search&query=1800contacts.com

1) www.shipmycontacis.com

il -~ 1 contacieWrlle a review ... : 2l
Hitp:ifshopping yahoo comimerchrelingiuser_rv.hmifimerchant_it=1025206

| . {.800-Contacts Coupon Codes for 1860Centacts.com, 1-B00-Contacts .., O

Save wilh 1-800-Contacls coupons. Use free 1-800-Conlacts onling coupons at 1000Contacts.com end save when
shopping onfine. Free 1-800-Cortacts onfine ...

hittp:ifeneve coupaneabin canicouponsil -B00-contacts!

WMore Sponsorsd Links
Learn more aboul Sponsored Links | Provided by a third party

« 1-B77-LENS-347 Contacts ©-we will best all 1600 and Direct mall order prices. Try us todayl
wyeyy LensDiscourtars.com

« Contact Lens Sale - contact lenses up1o 40% off. Free shipping with 4 boxes.
swwvw shipmycontacis.com

= Try Color Contacts 153 wandering how they'll look? Calor disposebles for $19.95/alr
wiivwy TryColorContacis, com

« Contact Lenses for Less 3. Unbestable Low Prices, Rebeles up ta 70% oif, Free Shipping
Wy lznsesionzes.com

EXHIBIT G-003
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From: OriginID:  (801)924-9834 Ship Dale: 16SEP05

. SAMANTHABLAIR Aclual Wgl: 118
1-800 CONTACTS, INC Syslemit: 5041:;‘105[@52200
66 EAST WADSWORTH PARK DRIVE Actounti; § **4¢*

REF:
DRAPER, UT 84020

SHIPTO: (281)556-5353 BILL SENDER m If I"Im""

CLSDE18509/13
Beverly Cline

AR

Delivery Address Bar Code

Memorial Eye, P.A.
2470 Gray Falls, #120
Houston, TX 77077
PRIORITY OVERNIGHT MON
i ?.l ] | uH H Deliver By;
! v v i, TRKE 7925 2919 0839 5o R
) | .‘%( IAH A2
[&, gt 77077 -TxUs
) |
Tl b A l" ' XH v GQ

Shipping Label: Your shipment is complete

1. Use the 'Print' feature from your browser to send this page to your laser or inkjet printer.

i tiiiu

8. Place label in shipping pouch and affix it to your shipment so that the barcode portion of the label can be read and scanned.

Warning: Use only the printed original label for shipping. Using a photocopy of this label for shipping purposes is fraudulent and could result
in additional billing charges, along with the cancellation of your FedEx account number.

Use of this system consfitutes your agreement 1o the service conditions in the current FedEx Service Guide, available on fedex.c
claim in excess of $100 per package, whether the result of loss, damage, delay, non-delivery, misdelivery, or misinformation,
additional charge, document your aclual loss and file a timely claim. Limitations found in the current FedEx Service Guide apply. Your right 1o recover from FedEx for any
loss, including intrinsic value of he package, loss of sales, income interest, profit, attorney's fees, costs, and other forms of damage whether direct, incidental,
consequential, or special Is limited fo the greater of $100 or the authorized declared value. Recovery cannot exceed actual documented loss. Maximum for items of

extraordinary value is $500, e.qg. jewelry, precious melals, negoliable instruments and other items listed in our Service Guide. Written claims must be filed within strict time
limits, see current FedEx Service Guide.

om. FedEx will not be responsible for any
unless you declare a higher value, pay an

EXHIBIT G-004
lttps://www.fedex.comfcgi—binjship_iljunity/’/‘BthZCcWrSAstOA.th’?Aan’?DaSs4Dch4CfRzOGng... 9/16/2005
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RANDALL . LUCKEY
Attorney at Law
3 Riverway, Suite 1B0O
Houston, Texas 77056

(713) 6224079
(713) 622-6940 (Fax)

October 13, 2005

Mr. David Zeidner
Legal Counsel

1800 Contacts

66 East Wadsworth Park

3" Floor Certified Mail, R.R.R.
Draper, Utah 84020 and Facsimile (801) 924-9905

Re:  Alleged Trademark Infringement of “1800 Contacis” Trademark in Sponsoted
Advertisements at Google and Related Search Engines

Dear Mr. Zeidner:

I represent Memovial Eye, P.A. (“Memorial Eye”-“wwwshipmycontacts™) in connection with
the allegations made in your letter dated September 13, 2005,

In that letter you have alleged , among other things, that Memorial Eye has “enpgaged in a
targeted scheme to infringe upon 1800 Contacts Trademark”. You have, mistakenly and
groundlessly. assumed and charged that Memorial Eye has used your Company’s trademark as a
triggering keyword for its sponsored advertisements with Google and other search engines.

Memorial Bye has never used, or even considered vsing, your Company’s trademark in ils
sponsored advertisements, or evenasa search phrase trigger, The fact that your Company's “mark”
includes the generic word “contacts™will obviously result ina search lriggering a multitude of other
coutact lens sites. including legitimate sponsored advertisements.

Memorial Eye’s “sponsored link in the “search shot” sent with your September 13" letter

makes absolutely no reference to your Company's mark. The heading for the sponsored
advertisements cleatly indicates the ads are third parly sponsored advertisements,

EXHIBIT H-001
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[f you have any further comments or questions regarding this response to your letter please
contact the undersigned.

Yours very truly

cc: Mr, Eric Holbrook
Memorial Eye. P.A,

EXHIBIT H-002
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November 3, 2005

Randall D. Luckey
3 Riverway, Suite 1800
Houston, Texas 77056

Re:  www.shipmycontacts.com

Dear Mr. Luckey:

I am in receipt of your letter dated October 13, concerning the infringement of the 1800
CONTACTS trademark by your client Memorial Eye.

In your letter you indicated that the screen shot sent with my original letter makes
absolutely no reference to the 1800 CONTACTS trademark. This is in fact not correct.
You will note that the search term used to trigger a link to your client’s website is in fact
1800CONTACTS.COM. I have attached another screen shot for.your reference showing
your client’s infringement of the 1800 CONTACTS trademark. Please note at the bottom
of the page the termn 1800contacts.com is the term used in the search box.

Therefore, your client is in fact using the 1800 CONTACTS trademark as a triggering
keyword to advertise for their directly competitive goods and services. 1800 CONTACTS
does not allow third parties to use any of their trademarks in “third party sponsored
advertisements,” as you have indicated in your letter.

This is willful and blatant trademark infringement that is damaging to 1800 CONTACTS
and its established rights in its 1800 CONTACTS trademark. You're client has no
legitimate right to use the 1800 CONTACTS trademark in this manner, and it is readily
apparent that such usage is a deliberate and willful attempt to trade off the goodwill
established by 1800 CONTACTS in its famous 1800 CONTACTS trademark by
diverting web users legitimately looking for 1800 CONTACTS products/services to your
clients web page found at www.shipmycontacts.com. 1800 CONTACTS is very
concerned about this unauthorized and illegal use of its valuable 1800 CONTACTS
trademark and is prepared to take whatever legal steps necessary to protect the value and
integrity of this trademark. 1800 CONTACTS is intent upon stopping this trademark
infringement and hereby demands:

1 800 CONTACTS 66 East Wadsworth Park Drive | 3wef Floor | Draper, Utah 84020 | T 801 924 9800 | F 801 924 9905

EXHIBIT [-001
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1. That you immediately cease and desist from any and all infringing activities with
respect to the 1800 CONTACTS trademark, and

2 That you immediately removal ALL sponsored advertisements you have
purchased through Google, Yahoo Search, and any and other search engines which are
triggered by the 1800 CONTACTS trademark.

Below are the steps that you need to follow to ensure that your ads are not displayed for
1800 CONTACTS trademarked keywords.

L. Ensure that none of our trademarked keywords are in your paid-search campaigns.

2, Add the following negative keywords to any campaigns containing search terms
related to contact lenses.

1800contact
1800contacts

1800 contact

1800 contacts
1-800-contact
1-800-contacts
1-800 contact
1-800 contacts
1800contacts.com
1 800 contact

1 800 contacts
800 contact

800 contacts
800contact
800contacts
www.1800contact
www.1800contacts
contacts.com

lens express
lenses express

These terms can be added directly in the Google and Yahoo interfaces or the Client
Services teams from each network should be able to help you the advertiser get these key
words added. In Google the above terms need to be added as “negative keywords” and in
Yahoo they will be called “excluded terms”.

Further, I request that you confirm in writing within three (3) business days of your
receipt of this letter that you and all persons or entities associated with you will comply
with our demands. If I do not hear from you or your attorney within three (3) business

EXHIBIT 1-002
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days of your receipt of this letter, I will assume that you intend to ignore our demands,
and 1800 CONTACTS will take all further legal action necessary to resolve this matter.

Be aware that under the Lanham Trademark Act a trademark owner proving trademark
infringement may be entitled to 1) injunctive relief; 2) the infringer’s profits; 3) any
damages sustained by the trademark owner; and/or 4) litigation costs. Further,
infringement of a registered trademark under the Lanham Act could subject you, as a
willful infringer, to treble damages.

I look forward to hearing from you within the three (3) business days as requested. I can
be reached by telephone at 801-924-9800 or at the mailing address provided on the
bottom of the first page of this letter. You may also email me at dzeidner @contacts.com.

Sincerely,
ool mpuaian 0/
David Zeidner

Legal Counsel
1800 CONTACTS, INC.

EXHIBIT 1-003
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Looking for contact fens 7You can find contact lens here |
4808CONTACTS.com. Back o Schoal Free Shipping. 1800CONTACTS.com -Wa male i ...
1800CONTACTS.com - Condac] Lenses, Your exact prescriplion and brend of ...
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Cortact Lens Consumers Acl of 2003. ...

| Ite ~ tsicontactl 03-02235-0401.pdi

lens - Find, Compare, and Buy lens at Shopping com
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Cainera Zoom Lenses Accessories you need for Digial of ...
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sponsored links i

Try Color Contacts

\Wondering how eyl loak? Calar elsposebles for 519 85/al
www.TryCaolorCohtacts.com

Contazt-l.net

Conact Lens Salz

Corted lenses Up 1o 40% off, Free shipping with 4 boxes.
www.shipmycantacis.com

Contact Lenses for Less
e

Low Prices, Rebeles up lo 70% off, Free Shipping
wiwnlensecforiess.com

leep searching web for:

[1800contacts.com

EXHIBIT |-004
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Yecerveq
10653 8. River Frbout Plwy., Suite 150
South Jordan, UT 84095
Tel: (801) 572-0185
Fax: (801) 572-7666

Bryan G. Pratt
A (801) 572-0185
VIA FEDERAL EXPRESS bap@raderfishman.com

September 12, 2007

Elio Sanchez

Memorial Eye, P.A.

2470 Gray Falls Dr. Ste 150
Houston, Texas 77077
United States

Re:  Unauthorized Use of the 1800CONTACTS and 1800 CONTACTS
Trademarks; Use of 1800 CONTACTS, INC.’s Trademarks in Sponsored
Advertisements at Google and Related Search Engines
Our Ref: 40302-00012

Dear Mr. Sanchez:

We act as outside intellectual property counsel for 1800 CONTACTS, INC. We have
been asked by our client to advise you of 1800 CONTACTS, INC.’s rights to the trademarks
1800CONTACTS and 1800 CONTACTS. It has come to our attention that you are engaged in a
targeted scheme to infringe upon the 1800 CONTACTS and 1800CONTACTS trademarks.
More specifically, you have purchased sponsored advertisements at Google, and possibly other
search engines, for at least one of the 1800 CONTACTS or 1800CONTACTS trademarks, or a
confusingly similar variation thereof, to trigger a link to your directly competitive

www.shipmycontacts.com website.

As you are undoubtedly aware, our client is extensively engaged in the business of
marketing and distributing contact lenses and contact lens care products. 1800 CONTACTS,
INC. has been engaged in these activities for over a decade, and our client has distributed contact -
lenses throughout the United States under its federally registered 1800 CONTACTS and
1800CONTACTS marks. Additionally, our client has applied for and been granted numerous
trademark registrations for its 1800 CONTACTS mark and variations thereof. Our client has
received the following U.S. registrations related to its 1800 CONTACTS mark:

EXHIBIT J-001

Worldwide Intellectual Property Matters = Patents * Trademarks « Litigation = Copyrights » U.S. and Foreign Portfolio Management
Computer and Internet Law » Trade Secrets « Unfair Competition

Bloomfield Hilts ‘Washington, D.C. Salt Lake City Tokyo
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Elio Sanchez
Memorial Eye, P.A.
September 12, 2007
Page 2

e
1800 CONTACTS 2,73 EI 10/02/2000
1800CONTACTS 2,675,866 07/08/1999

Our client’s contact lens distribution services, as well as the products provided by our':
client in connection therewith, are well-known and highly regarded by consumers and
competitors alike. In addition, our client has expended considerable resources in promoting its
contact lens distribution services and eye care products under these marks through various
media, including newspapers, magazines, other print advertisements, radio and television
advertisements, and the World Wide Web. As a result, the public has come to recognize these
marks as a symbol of our client, its quality services, and its goodwill.

In the face of our client’s valuable prior rights, we are concerned that you have
continually purchased sponsored advertisements at Google, and possibly other search engines,
that are triggered upon a search for “1800 CONTACTS,” or a confusingly similar variation
thereof, Your use of the 1800 CONTACTS trademark as a triggering keyword to advertise for
your directly competitive goods and services is an obvious attempt to trade off the goodwill
established by 1800 CONTACTS, INC. in its famous 1800 CONTACTS trademark. The use of
the mark 1800 CONTACTS and/or any confusingly similar variation of the mark as a keyword in
the United States may constitute trademark infringement under state and federal law in that it is
likely to cause initial interest confusion, or likely to cause the public to mistakenly assume that your
business activities originate from, are sponsored by, or are in some way associated with 1800
CONTACTS, INC. For the same reasons, such use may constitufe unfair competition and false
advertising under state law and similarly may violate Section 43(a) of the Trademark Act, 15 U.S.C..
§1125(a), as a “false designation of origin.” Your activities may also violate the Federal Dilution
Act 0f 1995, 15 U.S.C. §1125(c).

Under the circumstances, we request that you cease and desist from further use of the mark
1800 CONTACTS, and confusingly similar variations thereof in the United States. Further, we
request that you immediately remove ALL sponsored advertisements that you have purchased
through Google, Yahoo Search, and any other search engines which are triggered by the 1800
CONTACTS trademark or a confusingly similar variation thereof. Additionally, we demand thtat
you incorporate the attached list of negative keywords in any continued sponsored advertisement
campaigns. Moreover, we request that you confirm in writing that you will comply with our
requests. Failing to hear from you within the next three (3) days, we will assume that you intend to
ignore our requests, and we will take appropriate action as authorized by our client.

EXHIBIT J-002
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Elio Sanchez
Memorial Eye, P.A.
September 12, 2007
Page 3

L EISHMAN'

& GRAVER

PLLC

Very truly yours,
RADER, FISBMAN & GRAUER PLLC

B\ G (l@w—

"\ Bryan G. Pratt

BGP/clj

ce: David Zeidner
Brandon Dansie

EXHIBIT J-003
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RANDALL D, LUCKEY
Attorney at Law
3 Riverway, Suite 1800
Houston, Texas 77056

(713) 622-4079
(713) 622-6940 (Fax)

March 17, 2008

Mr. Bryan G. Pratt

Rader, Fishman & Grauer PLLC

10653 8. River Front Pkwy.

Suite 150 )

South Jordan, Utah 84095 Certified Mail, R.R.R.

Re:  Alleged Unauthorized Use of “1800Contacts “ and “1800 Contacts™ Trademarks in
Sponsored Advertisements at Google and Related Search Engines

Dear Mr. Prait:

Irepresent Memorial Eye, P.A. (“Memorial Eye”-“wwwshipmycontacts™) in connection with
the allegations made in your letter dated February 27, 2008.

In that letter you have alleged , among other things, that Memorial Eye has “engaged in a
targeted scheme to infringe upon the 1800 Contacts or 1800Contacts Trademarks”.

As indicated in my previous letter dated October 13, 2005 to Mr. David Zeidner of 1800
Contacts, Inc. [which was in response to an almost identical letter from Mr. Zeidner dated September
13, 2005], you have again, mistakenly and groundlessly, assumed and charged that Memorial Eye
has used 1800 Contacts, Inc.’s trademarks as triggering keywords for its sponsored advertisements
with Google and other search engines.

Memorial Eye has never used, or even considered using, 1800 Contacts, Inc.’s trademarks
in its sponsored advertisements, or even as a search phrase trigger. The fact that 1800 Contacts,
Inc.’s “marks” include the generic word “contacts”will obviously result in a search triggering a
multitude of other contact lens sites, including legitimate sponsored advertisements.

Memorial Eye’s “sponsored link” in the “search shot” sent with your February 27th letter
makes absolutely no reference to 1800 Contacts, Inc.’s mark. The heading for the sponsored
advertisements clearly indicates the ads are third party sponsored advertisements.

EXHIBIT K-001
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Page 2

If you have any further comments or questions regarding this response to your letter please
contact the undersigned.

Yours very truly

Nths /1

Randall D. Luckey

ce: Mr. Eric Holbrook
Memorial Eye, P.A.

a2 = - EXHIBIT K-002
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Bryan G. Pratt (9924)

RADER. FISHMAN & GRAULR. PLLC
10653 South River Parkway. Suite 150
South Jordan. Utah 84095

Tel.: (801)572-0185

FFax: (801) 572-7660

Atrorneys for Plaintiff

THE UNITED STATES DISTRICT COURT

DISTRICT OF UTAH

1-800 CONTACTS. INC. |
a Delaware corporation. i ‘

| Case No.: |

Plaintift, |

Hon. ‘

V.
COMPLAINT I

PREMIER HOLDINGS. INC.. d/b/a !
FILMART,
a New York corporation, EUGENE
LEFKOWITZ, an individual. SHOLOMO
LEFKOWITZ, an individual. and JUDITH
LEFKOWITZ, an individual d/b/a EZ
CONTACTS USA,

~ Defendants.

Plaintiff’ 1-800 CONTACTS. INC. (“Plaintilf™) for its Complaint against Delendants
Premier Holdings. Inc. d/b/a Filmart. Eugene Lefkowitz. Sholomo Lefkowitz and Judith

Lefkowitz d/b/a EZ Contacts USA (collectively. “Defendants™) alleges:

NATURE OF THE ACTION

1. This is a civil action for damages and injunctive relief arising out of Defendants’

acts of trademark infringement. unfair competition, false designation of origin, false advertising.
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passing ofT. copyright infringement. and unjust enrichment under federal. state and/or common
law as a result of Defendants” wrongful acts. including willful infringement ol Plaintift’s
copyright in its website materials (“Plaintiff’s Copyrighted Materials™) and Plaintiff’s rights in
the trademarks 1-800 CONTACTS, WE MAKE IT SIMPLE and THE WORLD'S LARGEST
CONTACT LENS STORE (“Plaintiff”s Marks™).

2, This suit concerns in particular the use of trademarks on the Internet. particularly
with regard to competing replacement contact lens retailers and the nefarious actions of a relative
neweomer.,

3 In addition to incorporating Plaintiff’s Copyrighted Materials and Plaintiff"s
Marks directly into Defendants™ website al www.czcontactsusa.com {the “EZ Contacls
Website™). and falsely making claims thereon with regard to the size. stature and operations of
the EZ Contacts business. upon information and beliel. EZ Contacts has begun to purchase
keywords consisting of at least one of Plaintiff’s Marks. such that ads for EZ Contacts will be
generated when consumers specifically search for Plaintiff 1-800 Contacts.

4. When searching on an Internet search engine. like Google for example,
consumers typically type terms into the search engine. That search generates a list of links to
web pages that 1hc_.‘ search engine identifies as relevant to the requested search. Such results are
typically referred to as the “natural™ or “organic™ search results and are not influenced by
payments to the search engine.

3. In addition to generating such “organic™ search results, search engines typically
offer paid placement, often near the top or the right side of the search screen. In effect. third

parties can purchase “keywords™ from search engines like Google, that may consist of another
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party’s trademarks, which will cause paid advertisements to appear above or next to the
“organic”™ results when consumers conduct searches using those keywords. Google refers 1o
these paid advertisements as “Sponsored Links.” as shown in the example immediately below.

with the Sponsored Link circled in red above and to the right of the organic search results in a

search for “Kodak™:

st T

‘ Weh mmiges Broducts Hewa Mgt Grdd moe W ignm
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JURISDICTION AND VENUE

6. This Court has jurisdiction over the subject matter of this action pursuant to 15

U.S.C. § 1121 and 28 U.S.C. §§ 1331 and 1338(a) and (b). On information and belief, the

o
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partics are citizens of difierent states and the amount in controversy far exceeds the sum or value
of seventy-five thousand dollars ($75,000), exclusive of interest and costs, creating jurisdiction
under 28 U.S.C § 1332, Jurisdiction over the state law claims is also appropriate under 28
U.S.C. § 1367(a) and principles of pendent jurisdiction.

7. This Court has personal jurisdiction over Defendants.  Defendants conduct
business in this District, having shipped contacts and other items to this District. In addition,
Defendants have purposefully availed themselves of the privilege of acting in this District by,

among other things. by advertising via the Internet in this District and by offering interactive

“Filmart Website™). which are accessible by Internet users throughout the country. including in
this District. which permit users to register online, including in this District. and from which
product can be ordered and shipped throughout the country. including in this District.  See
excerpts from the EZ Contacts USA Website and Filmart Website at Exhibits A and B allowing
online registration and showing shipping available to Utah. Defendants have used Plaintift’s
Copyrighted Materials and Plaintiff’s Marks without authorization or consent from Plaintiff,
including in this District.  The tortious conduct about which Plaintiff complains has been
committed by Defendants in this District. Defendants™ actions are aimed. at least in part. at this
District.

8. Venue in this District is proper pursuant to 28 U.S.C. §§ 1391(b). A substantial
portion of the activity about which Plaintiff’ complains has taken place in this District, and the

damages sulfered by PlaintiflT were suffered, at least in part. in this District.
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9. Upon information and belief, Defendants transact business throughout the entire
United States. including in the District of Utah. The unlawful acts committed by Defendants, as
hereinafter alleged. have been and are. in whole or in part. conceived. carried out and made
effective within this District. The interstate trade or commerce described herein by Defendants
is carried out in part within this District.

THE PARTIES

1. PlaintifT 1-800 Contacts. Inc. is a Delaware corporation, with its principal place of
business at 66 Fast Wadsworth Park Drive, Draper. Utah 84020,

1. Upon information and belief. Defendant Premier Holdings. Inc. d/b/a Filmart is a
New York corporation with an address of 4111 Glenwood. Brooklyn. New York, 11210, which
operates throughout the United States including in the State of Utah.

12, Upon information and beliel. Defendants Eugene Lefkowitz, Judith Lefkowitz
and Sholomo Lefkowitz are officers of Premier Holdings. Inc.

13, The public domain name records for the domain name “ezcontactsusa.com’
reflects EZ Contacts USA as the owner of the domain name. at the same address as Defendant
Premier Holdings, Inc. d/b/a Filmart. 4111 Glenwood. Brooklyn. NY 11210, Likewise. the
public domain records for “filmart.com™ show the address of 4111 Glenwood. Brooklyn. NY
11210. See Whois records at Exhibits C and D.

14.  Upon information and belief. Delendants Fugene Lefkowitz, Judith Lefkowitz,
Sholomo Lefkowitz and/or Premier Holdings. Inc. operate and/or are affiliated with the
unincorporated entity EZ Contacts USA. which operates throughout the United States including

in the State of Utah.
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15.  Upon information and belief. the EZ Contacts USA Website previously showed
1153 55" Street. Brooklyn, New York. 11219 as the address for the unincorporated business EZ
Contacts USA. Sec the screenshot of the archived website at Exhibit E. The EZ Contacts USA

Website now shows its address as 4111 Glenwood. Brooklyn, NY 11210, the same address as

Defendant Premier Holdings. Inc. d/b/a Filmart. Sce the screenshot of the website at Exhibit F.
16.  Upon information and belicf, one or more of the Defendants Fugene Lefkowitz,

Judith Lefkowitz and Sholomo Lefkowitz reside or have resided at 1153 55" Street. Brooklyn.
New York. the address previously associated with the unincorporated entity [Z Contacts USA.

GENERAL ALLEGATIONS

PLAINTIFF'S ACTIVITIES AND PROPRIETARY RIGHTS

17. For over a decade. Plaintifl has been and is now extensively engaged in the
business of selling and distributing contact lenses and eye care products via telephone and fax.
through the Internet and by mail (“Plaintiff’s Goods and Services™). Plaintiff is the market
leader in the field of replacement contact lenses. having filled over 16 million orders for five
million customers, with an inventory of over 20 million lenses. Plaintiff's products can be
ordered over the Internet via Plaintiff"s website at www.1800contacts.com  (“PlaintifTs
Website™).

18.  Since at teast as early as July 1995, Plaintiff has widely advertised and offered in
interstate commerce services under the 1800 CONTACTS Mark. Likewise. since at least as
early as June 1998 and September 2003, Plaintiff has widely advertised and offered in interstate
commerce services under its THE WORLD'S LARGEST CONTACT LENS STORE mark and

its WE MAKE I'T SIMPLE mark. respectively. Plaintifl"s Marks are used extensively in the

6
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United States in connection with the Plaintiff”s Goods and Services and in various advertising
and promotional media, including the Internet. radio. television. trade shows. and through
various printed media including direct mail.

19. Plaintilf is the owner of federal trademark registrations for the 1800CONTACTS.
1800 CONTACTS, THE WORLD'S LARGEST CONTACT LENS STORE, and the WE
MAKLE 1T SIMPLE marks, U.S, Registration Nos. 2.675.866. 2.731.114, 2.886.220 and
2,927,522, respectively, Copies of these registrations and printouts from the U.S. Patent and
Trademark Office database for such registrations are attached at Exhibit G.

20, PlaintifT"s registrations constitute prima facie evidence of Plaintiff™s ownership of
Plaintift™s Marks. its exclusive right 1o use the marks throughout the United States. and the
validity ol the registrations and the marks.

21, As a result of the quality of Plaintift’s Goods and Services and the widespread
promotion thereol” under Plaintiff"s Marks, Plaintiff’s Goods and Services have met with
substantial commercial success and widespread consumer recognition.  As a further result,
Plaintif"s Marks are extensively known and have become symbols of PlaintifT. its quality
products and services, and its goodwill,

22: Plaintiff has also secured a federal copyright registration for the certain versions
of the content and presentation of its website at www, [800contacts.com.  The registration
certificate for Registration No. VA-1-211-396 for one of the versions ol Plaintiff’s Website and
an excerpt ol the deposit copy are attached at Exhibit H. Plaintifl"s Website also bears a

copyright notice throughout the website.
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EZ CONTACTS USA
AND DEFENDANTS' WRONGFUL ACTS

23, Like Plaintiff, Defendants offer the sale of replacement contact lenses over the
Internet.

24, Upon information and beliel. Defendants are relative newcomers to the
replacement contact lens business and have sought to build consumer confidence by creating an
association with PlaintifT 1-800 CONTACTS by utilizing PlaintilT"s Marks and other proprietary
materials and by adopting Plaintifi”s sales figures and business claims as their own.

25, Upon information and beliel, in an effort to pass themselves off as Plaintift and/or
create an association between themselves and Plaintif, Defendants copied portions of Plaintifl™s
Website. including portions ol its copyrighted material and had reproduced PlaintifT"s Marks on
such website,

26.  For example. upon information and belief. the EZ Contacts USA Website made a
number of claims that were lifted directly from the 1-800 CONTACTS Website, including by
way of representative example, statements that the EZ Contacts USA entity is “the world’s
largest contact store.” that it has “filled more than 10 million orders for more than 5 million
customers.” that it sells in a single day “as many contact lenses as 2,500 retail optical shops
combined.” that it “maintain|s| the world's largest inventory of contact lenses (over 20 million).”
and that “no one is more likely to have your lenses in stock and ready to ship.” A screenshot

from the archived EZ Contacts USA Website showing such uses is shown below,
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27. Most of the copied language appears necarly verbatim on the current 1-800

CONTACTS Website, as shown below, and also in portions of copyrighted version of the

webhsite. as shown at Exhibit H.
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28.  Upon information and belief. Defendants further emphasize the association
between the EZ Contacts USA entity and Plaintiff through their adoption and use of Plaintiff’s
1800 CONTACTS mark as a keyword to generate ads for EZ Contacts USA and also through
their adoption and use of THE WORLD'S LARGEST CONTACT LENS STORE mark and the

WE MAKE IT SIMPLE mark on Defendants™ EZ Contacts USA Website as shown below:

10
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EZ < CONTALTS 54 BV | mesvemnes

29.  Defendants’ blatant copying even replicated the registration symbol ® after use of

Plaintif’s THE WORLD'S LARGEST CONTACT LENS STORE mark. as shown in the
sereenshot immediately above,

30.  Upon information and belief. Defendants reinforce the association between the
7 Contacts USA entity and Plaintiff through their adoption and use ol Plaintiff"s 1800
CONTACTS trademark through their purchase of keywords consisting of such mark, which are
then used to generate advertising for Defendants” EZ Contacts USA entity on the Internet, as

shown in the following screenshot.
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31.  Upon information and belief. consumers have purchased contact lenses from E7Z
Contacts USA based on its misrepresentations and false statements.
32, Defendants’ wholesale copying of portions of Plaintiff’s website, including
Plaintiff"s Marks. reflected Defendants’ intent to trade on the goodwill inherent in such marks
and on Plaintiff”s reputation. to associate the EZ Contacts USA entity with Plaintiff, and to pass
off its goods as emanating from PlaintifT,

33, Likewise. Defendants” wholesale copying of statements regarding Plaintiff’s own
market position. inventory. number of orders filled and daily amount of sales serves as

Defendants™ bad faith. their false advertising. and their desire to mislead the public.
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34, Although Plaintift believes Defendants recently undertook some modifications to
the EZ Contacts USA website to address some of the more blatant violations, upon information
and beliel. Defendants continue to purchase keywords consisting of one or more of Plaintift’s
Marks and to divert consumers to the EZ Contacts USA Website.

INJURY TO PLAINTIFF AND THE PUBLIC

Defendants’ unauthorized use of Plaintiff™s Marks has and will continue to

L9 ]
LY

irreparably injure  Plaintiff by confusing customers. diverting sales, and diluting the
distinctiveness of Plaintifl"s Marks. 1f permitted to continue, Defendants” use of Plaintift’s
Marks will continue to irreparably injure Plaintifl, Plaintiff”s Marks, the reputation and goodwill
associated therewith, Plaintiff's reputation for exceedingly high-quality services and products,
and the public interest in being free from confusion, mistake or deception.

36. Defendants” use of Plaintiff’s Marks has caused and will continue to cause
confusion. mistake or deception as to the source or origin of Defendants” goods and services and
is likely to suggest falsely a sponsorship. connection. license, endorsement or association of
Defendants” goods and services with Plaintiff. thereby injuring Plaintiff and the public.

37.  Defendants’ use of colorable imitations of PlaintifTs Marks and Plaintifl™s
Copyrighted Materjal. are part of a deliberate plan to trade on PlaintifT's goodwill and otherwise
unfairly compete with PlaintifT and benefit therefrom. Defendants were desirous of entering into
PlaintifTs field of business. knew of Plaintiff’s tremendous success and Plaintif"s Marks and
Plaintifl"s Copyrighted Material. and intentionally engaged in a wholesale copying thereof with

full knowledge of Plaintiff’s rights.
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COUNT 1

Federal Trademark Infringement

Violation of 15 U.S.C. § 1114

38. Plaintilf incorporates by reference the allegations ol Paragraphs 1-37 of this
Complaint,

39, The unauthorized appropriation and use by Defendants in commerce of Plaintif1™s
Marks. including as kevwords, in connection with goods and services that are identical or

substantially similar to those offered by Plaintiff. is likely to cause confusion, mistake or
deception as to the origin, sponsorship, or approval of Delendants” services and commercial
activities, and thus infringes Plaintiff’s rights in its federally registered marks under 15 U.S.C. §
1114, Defendants™ actions have been carried out in willful disregard of PlainufTs rights in

violation ol Section 32 of the Lanham Act, 15 US.C. § 1114,

COUNT 1

Federal Unfair Competition, False Designation of Origin, Passing Off
and False Advertising

15 U.S.C. §1125(a)

40, Plaintiff incorporates by reference the allegations of Paragraphs 1 - 39.
41, The unauthorized use by Defendants of Plaintiff”s Marks. including as keywords.

and proprietary materials in connection with the EZ Contacts USA business is likely to cause the
public to mistakenly believe that Defendants™ contact lens replacement services originate from,
are endorsed by or are in some way affiliated with Plaintill and thus constitutes trademark

infringement. false designation of origin, passing off. and unfair competition and is likely to
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cause Plaintilt™s Marks 1o lose their significance as indicators ol origin,  Likewise, Defendants
have used Plaintilfs Marks in connection with false and misleading descriptions  or
representations of fact in commercial advertising or promotion. thereby misrepresenting the
nature, characteristics. and qualities of their or another entity’s goods, services, or commercial
activities. Defendants™ actions are in violation ol Section 43(a) of the Lanham Act, 15 U.S.C. §
1 125(a).

42, Upon information and beliel. the appropriation o PlaintifT"s  Marks and
proprietary materials by Defendants as set forth above is a part of a deliberate plan to trade on
the valuable goodwill established therein. With knowledge of Plaintiff and Plaintif1™s rights and
with the deliberate intention to unfairly benefit from Plaintifi™s goodwill, the actions ol
Defendants have been carried out in willful disregard of Plaintiff"s rights in violation of 15

LI.8.C. Section 1125(a).

COUNT 11l

Common Law Unfair Competition, Misappropriation
And Trademark Infringement

Unfair Practices Act — Utah Code Ann. §13-5-1 ef seq.

43, PlaintifT incorporates by reference the allegations of Paragraphs | - 42.

44, By its aforesaid conduct calculated to increase business and profits by deceiving
and confusing members of the public. Defendants have misappropriated Plaintiff™s Copyrighted
Materials and the viluable goodwill of Plaintitf™s Marks. Delendants have inlringed Plaintiff’s
rights therein, and have unlairly competed with Plaintiff under the common law and the laws of

Utah., Defendants’” use ol Plaintiff"s Marks 1o promote. market or sell products and services
I

N
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constitutes an unfair practice under Utah Code Ann. §13-53-1 er seq.  Defendants™ use of
Plaintifl"s Marks is an unfair or deceptive method of competition occurring in trade or commerce
that impacts the public interest and has caused and is causing injury to Plaintiff and consumers.
COUNT IV
Copyright Infringement
17 U.S.C. § 101 ef seq.

43, Plaint (T incorporates by reference the allegations of Paragraphs 1 - 44.

46.  Plaintiff owns a valid copyright in versions of the content appearing on Plaintiff™s
Website and for which it has secured one or more copyright registrations.

47. Defendants have infringed Plaintifl”s Copyrighted Material by reproducing and
distributing portions thereof, without license, consent or authorization ol Plaintiff. and have
otherwise violated Plaintilf"s exclusive rights as set forth under 17 U.S.C. §101 ¢ segq.

48.  Upon information and belief. Defendants had access to Plaintiff’s Copyrighted
Materials. as such materials are publicly available on Plaintifl"s Website. -

49, Upon information and beliel, many of the claims and phrases that appeared on the
“About Us™ page of Defendants™ EZ Contacts USA Website were copied from and are identical
to claims and phrases appearing on Plaintiff’s Website and/or otherwise violate Plaintiff™s
exclusive rights in PlaintitT"s Copyrighted Materials, as set forth in Paragraphs 26 and 27 above.

See also Exhibit H.

50, Defendants” conduet  constitutes  copyright infringement under the Federal

Copyright Act, 17 U.S.C. § 101, e seq.

16
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COUNT VI
Unjust Enrichment

51, Plaintill incorporates by reference the allegations ol Paragraphs 1 - 50,

(=]
(R

Defendants are being unjustly enriched to the damage and irreparable harm of
PlaintfT.

DEMAND FOR RELIEF

WHEREFORE, Plaintiff requests that this Court enter judgment in its favor on each and
every claim for reliel set forth above and award it reliel including. but not limited to. the
following:

A. That Plaintift is the owner of the entire right, title and interest in and to Plaintifl™s
Marks and Plaintiff"s Copyrighted Materials. that Plaintift™s Marks and Plaintiff"s Copyrighted
Materials are valid. enforceable and violated by Defendants and that Defendants have violated
and arc violating other relevant federal and state laws and regulations.

B. That Defendants, their agents, servants. employees, attorneys. and all persons in
active concert or participation with them, be preliminarily and permanently enjoined and
restrained from:

1. Further infringement of PlaintifT's Marks and PlaintifC’s Copyrighted
Materials and from unfairly competing with Plaintiff: from using any variation of Plaintift’s
Marks or PlaintilT"s Copyrighted Materials and any other marks or names that are confusingly
similar to or that dilute the distinctiveness of those proprictary materials. including but not

limited to use as domain names. trademarks. services marks, business names. meta tags, other
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identifiers, keywords or other terms used to attract or divert traffic on the Internet or to secure
higher placement within search engine search results: and

2 FFrom representing by any means whatsoever. directly or indirectly. that
Defendants. any products or services offered by Defendants, or any activities undertaken by

Delendants, are associated with, endorsed by, sponsored by or connected in any way with

PlaintilT.
C. That Defendants willfully violated Plaintift’s rights.
D. That Defendants be required Lo pay to Plaintiff"s damages according to proof and

Plaintiff’s statutory damages. together with prejudgment interest thereon, as Plaintiff’ has
sustained as a consequence ol Defendants™ wrongful acts. and to account lor and return to

Plaintift any monies, profits and advantages wrongfully gained by Defendants.

[ That all damages sustained by Plaintiff be trebled,
I, That Defendants be required to pay to Plaintiff punitive and exemplary damages.
G, That Defendants be required to pay to Plaintiff’ all attorney fees, expenses and

costs incurred in this action.

H. That Defendants be required to pay Plaintifl statutory damages in an amount of
$150.000 per work infringed for the foregoing acts of copyright infringement. in accordance with
17 US.C. § 501 ef seq.

1! That Defendants be required to pay Plaintiff”s costs and attorney’s fees in this

action pursuant to 15 U.S.C. § 1117. 17 U.S.C. § 501 ¢1 seq. and other applicable laws:

18
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1 That Defendants deliver up for impoundment during the pendency of this action.
and for destruction upon entry of judgment. all products. fixtures, writings, signage, artwork and
other materials that infringe Plaintift™s rights. falsely designate source or origin, or otherwise

facilitate Defendants” unfair competition with Plaintff,

K. That an Order be issued directing Delendants to file with this Court and serve on
Plaintiff”s attorneys. within thirty (30) davs after the date of entry of any injunction. a report in
writing and under oath setting forth in detail the manner and form in which Defendants have

complied with the injunction.

I That Plaintiff be granted such further reliefl as this Court may deem appropriate.

DEMAND FOR JURY TRIAL

Plaintift hereby demands a trial by jury on all issues and ¢laims so triable.

Respectfully submitted.

Date: December 6, 2007 By: s/Bryan G. Pratt
Bryan G, Prau (9924)
RADER, FISHMAN & GRAUER, PLLC
10653 South River Parkway. Suite 150
South Jordan. Utah 84095
Tel.: (801) 572-0185
Fax: (801) 572-7666

Of Counsel:

R. Terrance Rader

Glenn I Forbis

Mary Margaret L. O"Donnell

RADER. FISHMAN & GRAUER PLLC
35933 Woodward Avenue, Suite 140
Bloomfield Hills, Michigan 48304
Telephone: (248) 594-0600

FFacsimile: (248) 594-0610

Atrorneys for Plaintiff
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THE UNITED STATES DISTRICT COURT

PUBLIC

DISTRICT OF UTAH
1-800 CONTACTS, INC.
a Delaware corporation,
Case No.:
Plaintiff,
Hon.

V.

PREMIER HOLDINGS, INC. d/b/a
FILMART, a New York corporation,
EUGENE LEFKOWITZ, an individual,
SHOLOMO LEFKOWITZ, an individual,
and JUDITH LEFKOWITZ, an individual,
d/b/a EZ CONTACTS USA;

Defendants.

INDEX OF EXHIBITS
TO COMPLAINT

=1

Description

Screenshot EZ Contacts USA Website — shipping

:mﬁmcmw:»;
[=]

Screenshot Filmart Website — shipping
Whois record - ezcontactsusa.com

Whois record — filmart.com

Archived website screenshot — EZ Contacts USA

Current website screenshot — EZ Contacts USA

1-800 Contacts, Inc. — Trademark Registration Certificates

1-800 Contacts, Inc. — Copyright Registration Certificate

and deposit copy excerpt
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Exhibit A
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Contact Lenses - Colar Contacts - Name Brand Contact Lenses

T AT IR SR R S L0t e A SO B Ay

EASY REORDER | MY ACCOUNT | BOOKMARK

ABOUT Us HELP FEEDBACK

i 2 -
E7 < CONTALTSusa

Category:

.. Most Popular 1.Your Bag  ZAddress

.. Daily Disposable A D D R ES S

.. 1-2 Week Disposable

. Mohthly Disposable If you have an account, please sign in to begin checkout,

.. Vial Lenses Returning Customer

.. Toric Lenses Username: I I l
.. Colored Lenses Password: I | Forgot Password? I

.. Bifocal Lenses

ubimit
.. Full Product List
Shopping at EzContactsUSA.com is safe and easy. We want you to
know that every online transaction you make at EzContactsUSA.
Brands: com will be 100% safe. GeoTrust Secure Server IDs work in ;|
conjunction with Secure Sockets Layer (SSL) technology, which is 5
.. Acuvue the standard protocol for secure, Web-based e-commerce g 7
transactions. SSL encrypts all traffic between you, the customer,
.. Biomedics and our dedicated server, using a unigue session key.

.. CooperVision

.. Extreme 1.Your Bag  2Address

- Focus ADDRESS

.. Frequency

.. FreshLook Are You A New Customer? Let's create an account for you.

.. Lenses

. Personal Information
.. Optima
o First Name: | .

.. Optimedics | I [
!Last Name: || *

.. Proclear

- Company Name: | )

.. PureVision l I |
[Day Phone: Il | *

.. Soflens
|Home Phone: “ I *

.. Vertex
|Email: || | *
Newsletter: O Stay up to date with the |atest sales and

products news.

https://www.ezcontactsusa.com/index.php?action=checkout (1 of 2) [11/28/2007 B:54:45 PM]
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Contact Lenses - Color Contacts - Name Brand Contact Lenses

Sunglasses:
.. Ray-Ban

.. Chanel

.. Gucai

.. Vogue

Shop with confidence!

Qur website employs the latest
SSL encryption to protect your
sensitive data and transactions.

SECURED EY

Geolrust

click to verify

20-Nov-07 01:53 GMT

R BizRate.com

Store As of:
Rating: 1172607

USPS Priority Mail

ﬁumraosmm.
POSTAL SERVKE -

ez
S

FREE SHIPPING
ON ALL ORDERS ABOVE
$99.00

4111 Glenwood Rd., Brooklyn, N.Y., 11210

https://www.ezcontactsusa.com/index.php?action=checkout (2 of 2) [11/28/2007 B:54:45 PM]

Billing Address

PUBLIC

lAddress 1: “ [ =

1Address 2: “ ] i
City: “ [+ T
State/Province: Utah (UT) | *

Zip/Postal Code: I

Country: [united States | +

Shipping Address (If different then above)

|Shipping Name:

[ |

[Address : I |I _|
lAddress 7 i “ |
[City: |[ I *

lState/Province:

futah (UT) |

Zip/Postal Code:

| I

SN N N

Retype Password:

I E

Country: IUnited States ' I

Account Information
Account: ICreate Account | * I
Username: | J * 1
Password: | I *

| Continue || Reset |

Copyright EzContactsUSA.com 2006
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Filmart - Checkout

&
Filmart.com swerme sooress
Please enter your Shipping Information

First Name | | Last Name| o |
Companyl ]
" Addressl |
| |
City[ provinca U2 |

S
Codié 84101 Country| United States

Email Address] | '

Daytime Phone [: Evening PhoneE:I

i
* Please note all orders requires adult signature at time of delivery | Next >>
We cannot ship to a P.O, Box. €

https://www.filmart.com/cgi-bin/filmart/process.html [11/28/2007 8:51:16 PM]
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Whols Search Results

Start a domain search: |

BobParsons.com

GO DADDY

G 6 . G4 Daddy - e @ The 2008 Super Bowl is a go!
%Go Dadd ::UM ?D‘L.VE m EONNEC‘TENS i i 2 hilarious ads get rejected.
LOM ) ) /here smart business . y
Make a.com Listen to loday's show NOW! owners exchange ideas — Toulnever ouess/iy:

name with us!@
Domains ¥ | Hosting & Servers lSite Builders v ISSL Certificates v

Business v ! Email ¥ | Domain Auctions ¥ | Reseller Plans v

Search Again
a Enter a Domain Name to Check

Search Results for: | 1 [o» | EB

EZCONTACTSUSA.COM

The data contained in GoDaddy.com, Inc.'s WHOIS database, — )
while believed by the company to be reliable, is provided "as is” 2 Available TLDs

[ EZCBNTAETSUSABRE .88 «

with no guarantee or warranties regarding its accuracy. This
information is provided for the sole purpose of assisting you

in obtaining information about domain name registration records. [] EZCONTACTSUSAINFO

Any use of this data for any other purpose is expressly forbidden without the prior written

permission of GoDaddy.com, Inc. By submitting an inquiry. [[J EZCONTACTSUSA BIZ $9.99/yr
you agree to these terms of usage and limitations of warranty. In particular, [] EZCONTACTSUSA US s7.00r
you agree not lo use this data to allow, enable, or otherwise make possible,

dissemination or collection of this data, in part or in its entirety, for any [[] EZCONTACTSUSA NAME $9.98)yr
purpose, such as the transmission of unsolicited advertising and 5 You might also

solicitations of any kind, including spam. You further agree
not to use this data to enable high volume, automated or robotic electronic

processes designed to collect or compile this data for any purpose,
including mining this data for your own personal or commercial purposes. REGISTER NOW!
Please note: the registrant of the domain name is specified

in the "registrant" field. In most cases, GeDaddy.com. Inc.
is not the registrant of domain names listed in this database.

Registrant:
EZ Contacts USA

4111 Glenwood Rd.
Brookiyn, New York 11210
United States

Registered through: GoDaddy.com, Inc. (http:/fwww.godaddy.com)
Domain Name: EZCONTACTSUSA.COM

Created on: 26-Aug-05

Expires on: 26-Aug-08

Last Updated on: 16-Jun-07

Administrative Contact:

Schiller, Aaron bellorusha@gmail.com
500 Chestnut Ridge Road

Second Floor

Chestnut Ridge, New York 10977
United States

845-371-8300 x 113

Technical Contact:

Gardella, Lou sales@domaintechs.com
4690 Longley Lane

Suite 34

Reno, Nevada 89502-7935

United States

+1.7753313319 Fax -- +1.7753313266

Domain servers in listed order:
DNS2 WOWRU.COM
DNS.WOWRU.COM

Registry Status: clientRenewProhibited

http://who.godaddy.com/WholsVerify .aspx ?domain=ezcontactsus a.com&prog_id=godaddy (1 of 2) [12/5/2007 4:04:06 PM]
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Whols Search Results

Registry Status: clientTransferProhibited
Registry Status: clientUpdateProhibited
Registry Status: clientDeleteProhibited

See Underiying Registry Data
Report Invalid Whois

24/7 Sales and Support: (480) 505-8877 wBilling Questions? Call (480)505-8865 Free Email Updates! Enter address .ﬂ

Home | Contact Us | Product Advisor | Catalog | How to Pay | Legal | Site Index | Whois | Affiliates | Resellers | Link to Us
GoDaddyLive.com | BobParsons.com | GoDaddyGirls.info | WildWestDomains.com
DomainNameAftermarket.com | GoDaddyConnections.com

—_ —
B i il

- B 2006 Deloltte ! i) c‘ 3 = TRUSTED.
payral goolR [ERTTEENED B LEe T 5 | DRGSO
¥ —— = =

g

GoDaddy.com is the world's No. 1 ICANN-accredited domain name regisirar for COM, NET, ORG, .INFO,
BIZ and US domain extensions. Source: Name Intelligence, Inc. 2006

Copyright © 1999 - 2007 GoDaddy.com, Inc. All rights reserved. View offer Disclaimers

£+ 60 Daddy con

DOMRIN DRICINETION CERTIFIED

http://who.godaddy.com/WholsVerify .aspx?domain=ezcontactsus a.com&prog_id=godaddy (2 of 2) [12 /5/2007 4:04:06 PM]
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Search the WHOIS database.

PUBLIC

Registrant:

FILMART COMPANY
4111 GLENWOOD ROAD
BROOKLYN, NY 11210
us

aaronkohn@yahoo.com
+1.7184213500
+1.7184216517

Domain Name: FILMART.COM

Administrative & Technical Contact:
SAM LEFKOWITZ

FILMART COMPANY

4111 GLENWOOD ROAD
BROOKLYN, NY 11210

us

aaronkohn@yahoo.com
+1.7184213500
+1.7184216517

Domain Name Servers:
NS1.QUICKSERVE.COM
NS000.NS0.COM

Transfer-Lock Status: ENABLED

Created: March 21, 1996
Modified: October 10, 2006
Expires: March 21, 2009

NOTICE AND TERMS OF USE: By submitting a WHOIS query, you agree to abide by the

following terms of use: You agree that you may use this Data only for lawful
purposes and that under no circumstances will you use this Data to: (a) allow,
enable, or otherwise support the transmission by e-mail, telephone, or
facsimile of mass, unsolicited, commercial advertising or solicitations; or (b)
enable high volume, automated, electronic processes that send queries or data
to the systems of any Registry Operator or ICANN-Accredited registrar, except
as reasonably necessary to register domain names or modify existing
registrations. pairNIC reserves all rights and remedies it now has or may have
in the future, including, but not limited to, the right to terminate your

access to the WHOIS database in its sole discretion, for any violations by you
of these terms of use, including without limitation, for excessive querying of
the WHOIS database or for failure to otherwise abide by these terms of use.
pairNIC reserves the right to modify these terms at any time.

** Register Now at http://www.pairNIC.com/ **

Registry Status: ok

https://www.godaddy.com/gdshop/jump_pages/whois_...&ci=4854&domain=Tilmart.comBisc=&prog_id=godaddy [12/5/2007 4:31:06 PM]
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7} fzContacisUSA - Conlact L enses - Acuvue, Focus, | requency, Freshl.ook, Optima, Optimedics, PureV - Microsoft Internel Explorer

File Edt View Favorites Tools Help

Back -~ | ] m_ 3 |search ' - Favorkes & g M T h @ 3

Cle ] httpe fjweb.archive, orgfweb 2007042703 1 920/http:f fwww. ezcontactsusa, com/ v & Go g ..!aw
— Bzatecom a1 -
customercertif w. P

Click to Varit

USPS Preiiy Ml

T N
ol lenses &

UNITEOSTATES
POSTAL SERVCE -

{
, Slore A of: )

7 Ratng: 1202107 Price: $17.99 i T
|

|

ﬁ

”

,

Price: $35.95

Price: $23.95 More Info ...

Price: $19,95

Froclear Comps

Case 2:07-cv-00946-TS Document 2-8 Filed 12/06/07 Page 2 of 2

Price: $44.99 Mors Info ...

Cop :Eex 16

.comfimages/3_02.gif |® | @ Internet

ﬁ_n {26 Items remaining) Downloading picture http:/fweb, archive,org/web/20070427081920/http:/ fwww.ezcontactsusa
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EzContzctsUSA - Contact Lenses - Acuvue, Focus, Frequency. FreshlLook, Optima, Optimedics, PurcVision, Soflens

S R 0, 1 AU AR S T S O A ARG

LOG IN | REGISTER | MY ACCOUNT | BOOKMARK

F.A.Q. ABOUT US HELP FEEDBACK

E7 ; CONTALTS usa r ] b Y?u have D Ite-ems in your bag.

Category:
.. Most Popular
About Us[]
.. Daily Disposable
- 1-2 Week Disposable At EzContactsUSA com, we are dedicated to providing you with a simple, fast, and less expensive way to
Monthly Di bl replace your contact lenses. We don't sell a myriad of other products; we just focus on contact lenses and
- Monthly Disposable strive to be the best at it. Therefore, when you cheose to order your contact lenses from EzContactsUSA.

. com you will find:
.. Vial Lenses ¥

The Highest Quality Lenses - EzContactsUSA .com customers receive the exact same contact lenses as
they do from their eye care provider. including all of the major brands like Acuvue, Optima, Focus,
Freshlook, Soflens and Biomedics. as well as hard-to-find specialty lenses such as toric contact lenses,
colored contacts, bifocal contacts, and multifocal lenses.

.. Toric Lenses
.. Colored Lenses

. Bifocal Lenses
You Can Order with Confidence - As the World's largest contact lens store®, EzContactsUSA.com has

. Full Product List filled more than 10 million orders for more than 5 million customers. In a single day, we sell as many
contacl lenses as 2,500 retail optical shops combined and more contact lenses than all other online
contact lens retailers combined.

Brands:
The World's Largest Inventory - We maintain the world's largest inventory of contact lenses (over 20
.. Acuvue million). No one is mare likely to have your lenses in stock and ready to ship.
. Biomedics 100% Guarantee - At EzContactsUSA com your satisfaction is guaranteed. If you are not pleased with
your order we will be happy to make it right.
- .. Focus
.. Frequency To read what our customers say about us, click here. We post new comments every week. Give us a try
and find out what they already know: EzContactsUSA com is an easy, fast and hassle free way to replace
.. FreshLook your contact lenses. We make il simple.
.. L
Enses Return Policy [
.. Optima
.. Optimedics - Returns will be accepted with prior authorization only
.- Proclear - No returns on open boxes
.. PureVision ) )
- All Refused orders will be subject to 2 handling charge of $15.00 plus freight charges & fees
.. Soflens

- Ez Contacts must be notified with 24 hours afier receipt of goods of any discrepancies with the shipment

EzContactsUSA.com
1153 55 Street
Brooklyn, N.Y., 11219

hitp://www.czcomtactsusacom index.phpZaction=helpd (1 of 2H/6/2007 6:48:32 AM
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Contact Lenses - Color Contacts - Name Brand Contact Lenses

EASY REORDER | MY ACCOUNT | BOOKMARK

ABOUT US

EZ < CONTALTSusA

Category: .
.. Most Popular ' w handling fee
.. Daily Disposable ——

.. 1-2 Week Disposable _
.. Monthly Disposable m
.. Vial Lenses

.. Toric Lenses

.. Colored Lenses o _
.. Bifocal Lenses
.. Full Product List ' \
|
] Brands:
| .. Acuvue
.. Biomedics

:}
|
i
!
4!
t

- Focus Dailies 90 Pk
.. CooperVision ————

; Focus Dailies are daily disposable lenses, which provide the convenience of
.. Extreme no lens care and the comfort of new, fresh lenses every day. With Focus
Dailies, you replace your contaclt lenses each day so...

.. Focus .
.. Frequency

.. FreshLook —_— .
.. Lenses

.. Optima Acuvue Oasys

Clistiriedi ACUVUE® OASYS™ Brand Contact Lenses with HYDRACLEAR™ Plus
- MPAnedics P Acuvue from Johnson & Johnson are designed fo help eyes stay moist and fresh.
T uad

They provide unbelievable comfort even in demanding conditions, like...
.. Proclear

.. PureVision

.. Soflens Price: $23.89 More Info ....

.. Vertex
1-Day Acuvue 30 pack

http://vevrw.ezcontactsusa.com/ (1 of 2) [11/28/2007 10:40:11 PM]
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Contact Lenses - Color Contadts - Name Brand Contact Lenses

Sunglasses: »ew
.. Ray-Ban

.. Chanel

.. Gucci

.. Vogue

Shop with confidence!

Our website employs the latest
SSL encryption to protect your
sensitive data and transactions

SECURED EY

Geolrust

click to verily

29-Now-07 03:32 GMT

BizRate.com
Rmbmﬂmﬁﬂed

Store As of:
Rating: 126007

Click to Verif

USPS Priority Mail

EUMIZDST&TES
POSTAL SERVICE -

FREE SHIPPING
ON ALL ORDERS ABOVE
$99.00

4111 Glenwood Rd., Brooklyn, N.Y., 11210

1-DAY ACUVUE® Brand Contact Lenses offer the healthiest, most
convenient way to wear contact lenses. There's no lens care or messy
solutions required—just wear them one day and throw them away! Enjoy

Price: $17.95 Mare Info ....

Proclear Compatibles Toric

Proclear compatible contact lenses manufactured by Cooper Vision
(formerly Biocompatibles). Prociear Compatibles are the only lenses the
FDA allows to claim: "May previde improved comfort for conta...

Price: $41.95 More Info ....

NIKE MAXSIGHT
A prescription for this lens or consent from your doctor is required, even for

0.00 power lenses. Nike MAXSIGHT is a revolutionary tinted soft contact
lens that provides excellent visual performan..

G

Price: $41,95 More Info ....

Biomedics XC
Biomedics XC lenses utilize patented PC Technology™ to create a unique

[ — material that contains molecules of phosphorylcholine (PC), a substance
ﬁ' BOvEDcy found naturally in human cell membranes. These PC molecul...

Price: $14.50

Mare Info ....

1-DAY ACUVUE® MOIST™

Designed to enable existing wearers to upgrade without being refitted. 1-
DAY ACUVUE® MOIST contact lenses are the best we've seen for dry
eyes. 1-DAY ACUVUE® MOIST contacts are made from Etafilcon A m...

| MOIST_
- .

Price: $21.,95 More Info ....

Copyright EzContactsUSA.com 2006

http://www.ezcontactsusa.com/ (2 of 2) [11/28/2007 10:40:11 PM]
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Int. CL: 35

Prior U.S. Cls.: 100, 101 and 102

Reg. No. 2,675,866
United States Patent and Trademark Office  Registered Jan. 21, 2003

SERVICE MARK
PRINCIPAL REGISTER

1800CONTACTS

1-800 CONTACTS, INC (DELAWARE CORPORA- FIRST USE 7-0-1995: IN COMMERCE 7-0-1993,
TION)

66 EAST WADSWORTH PARK DRIVE, 3RD FLOOR

DRAPER, UT 84020 SEC. (),
FOR: MAIL ORDER AND TELEPHONE ORDER

SERVICES IN THE FIELD OF CONTACT LENSES o .

AND RELATED PRODUCTS. AND ELECTRONIC SER. NO. 75-746,706, FILED 7-8-1999.

RETAILING SERVICES VIA COMPUTER FEATUR-

ING CONTACT LENSES AND RELATED PRO-

DUCTS. IN CLASS 35 (U.S. CLS. 100. 101 AND 102).  RONALD MCMORROW, EXAMINING ATTORNEY
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Int. CL: 35
Prior U.S. Cls.: 100, 101 and 102

United States Patent and Trademark Office

Reg. No. 2,731,114
Registered July 1, 2003

SERVICE MARK
PRINCIPAL REGISTER

111 conTacts]

1-800 CONTACTS, INC. (DELAWARE CORPORA-
TION)

66 EAST WADSWORTH PARK DRIVE

3RD FLOOR

DRAPER. UT 84020

FOR: MAIL ORDER AND TELEPHONE ORDER
SERVICES IN THE FIELD OF CONTACT LENSES
AND RELATED PRODUCTS, AND ELECTRONIC
RETAILING SERVICES VIA COMPUTER FEATUR-
ING CONTACT LENSES AND RELATED PRO-
DUCTS, IN CLASS 35 (U.S. CLS. 100, 101 AND 102).

FIRST USE 7-13-1998; IN COMMERCE 7-13-1998.

APPLICANT CLAIMS THE COLORS YELLOW.
BLUE AND WHITE AS PART OF THE MARK. THE
BOX BEHIND THE WORD "CONTACTS" IS YEL-
LOW, THE BORDER AROUND THE YELLOW BOX
BEHIND THE WORD "CONTACTS" IS BLUE. THE
BOX BEHIND THE TERM "800" IS BLUE. THE
NUMBER ONE AND THE WORD "CONTACTS"
ARE WRITTEN IN BLUE. THE TERM "800" IS
WRITTEN IN WHITE.

SEC. 2(F) AS TO 1800 CONTACTS .
SER. NO. 76-138.625. FILED 10-2-2000.

RONALD MCMORROW, EXAMINING ATTORNEY
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Int. Cl.: 35
Prior U.S. Cls.: 100, 101 and 102

United States Patent and Trademark Office

Reg. No. 2,886,220
Registered Sep. 21, 2004

SERVICE MARK
PRINCIPAL REGISTER

THE WORLD’S LARGEST CONTACT LENS STORE.

1-800 CONTACTS, INC. (DELAWARE CORPORA-
TION)
66 EAST WADSWORTH PARK DRIVE. 3RD FLOOR

DRAPER, UT 84020

FOR: MAIL ORDER AND TELEPHONE ORDER
SERVICES IN THE FIELD OF CONTACT LENSES
AND RELATED PRODUCTS, AND ELECTRONIC
RETAILING SERVICES VIA COMPUTER FEATUR-
ING CONTACT LENSES AND RELATED PRO-
DUCTS, IN CLASS 35 (U.S. CLS. 100, 101 AND 102).

FIRST USE 6-1-1998; IN COMMERCE 6-1-1998.

NO CLAIM IS MADE TO THE EXCLUSIVE
RIGHT TO USE "CONTACT LENS STORE". APART
FROM THE MARK AS SHOWN,

SEC. 2(F).

SER. NO. 78-125,785, FILED 3-2-2002.

BRETT J. GOLDEN. EXAMINING ATTORNEY
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Int. CL.: 35

Prior U.S. Cls.: 100, 101 and 102
Reg. No. 2,927,522
United States Patent and Trademark Office  Registered Feb. 22, 2005

SERVICE MARK
PRINCIPAL REGISTER

WE MAKE IT SIMPLE

1-800 CONTACTS, INC. (DELAWARE CORPORA- ING CONTACT LENSES AND RELATING PRO-

TION) DUCTS, IN CLASS 35 (U.S. CLS. 100, 101 AND 102).
66 EAST WADSWORTH PARK DRIVE, 3RD FLOOR
DRAPER, UT 84020 FIRST USE 10-1-2003; IN COMMERCE 10-1-2003.

FOR: MAIL ORDER AND TELEPHONE ORDER
SERVICES IN THE FIELD OF CONTACT LENSES
AND RELATED PRODUCTS, AND ELECTRONIC
RETAILING SERVICES VIA COMPUTER FEATUR-  GENE MACIOL. EXAMINING ATTORNEY

SER. NO. 76-375.230. FILED 2-12-2004.
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ertificate of Registration

This Certificate issued under the seal of the Copyright
Office in accordance with title 17, United States Code,
attests that registration has been made for the work
identified below, The information on this certificate has
been made a part of the Copyright Office records.

Registeraf Copyrights, United States of America
~ )

-

FORM VA
For a Work of the Visual Arts
UNITED STATES COPYRIGHT OFFICE

R VA 1-211-396

_; lﬂlﬂﬂﬂlﬂﬂlﬂﬂﬂ!ﬂi K
Wy

DO NOT WRITE ABOVE THIS LINE IF YOU NEED MORE SPACE, USE A SEPARATE CONTINUATION SHEET

Title of This Werk ¥
1-800 CONTACTS WEBSITE

NATURE OF THIS WORK Y Ses nstructons

Previous or Alternative Titles ¥

i - 5 /7 * L;‘

Publicanon as o Contribution 1 this work was published e 4 contahuon 1 o porindical serul or collesion pive mfnrmllmn lbnlllﬂ'k. :nﬂeuwe work 10w hach the =*

coninbution dppetred Title of Collecine Work ¥

' . 1 |—, 1
——— - =

¥
- o s

If published i 1 penodical or senal give  Yolume W Number ¥

NAME OF AUTHOR ¥

d 1-800 Contacts, Inc.

frsue Date ¥

OnPags ¥V

DA TES OF BIRTH AND DEATH
Yegr Bom V_ _ Yeat Died ¥ _

s

Was this centnbuben to the work s Author’s Netwnahty or Domicile
Homa of County

Was This Author's Contribution te the Work

e o tha ensvsr 1o srther

NOTE “work made for hire & Anonymoer? OvYea % il o
e OR Pseudonymous? (0 Yes % “Ye1 soa dataded
Undar the law O No Domeledin 1IN1ted States -
the authar of
P horkmide  Nature of Authorship ( heek sprropnaic boxtes) Sed Instructions ¢ $ !
generally the G 3 Dimensional sculpture O Map 3 Technical drawing "Gmp ter Pro e
l.hr:Pl:ny;ILy?: XK 2 Dimensional artwork ﬁumtngx aph ﬂ*mu
f:o:.n;";:l::ny O Reproductiog of work of 1n [ Jewelry design O Architectum| work )
part of thia Entire work, F
work (nal was
gaator™Ve _ Name of Author ¥ Dates of Birth and Death
the spaca b Year Bom ¥ Year Died ¥ -
provided give =
Iha employ
{or: Sihar Was thy contmbution ta the wark & Author's Nationghity or Domicile Waa This Author's Contribulion to the Work
B g veriomia e A aeart Nomgoout Q¥ e e e
nymous s [Oho
wan propared) O Yes R ] Citen of of thass nuaskons b
as Author of : B - Pseudonymous? [Yes [ No  Yor sesdetaied
thal pert and Ohe n
laava tha
spuce for dates  Nature of Authorship Check spproprate boales) Sae instructiona
::::::;:: O 3 Dimenstonal sculplure 0 Map 0 Technical dmwing,
0 2 Dimensional antwork {3 Photograph O Text
O Reproduction of work of art O Jewelry denign O Architecturzl work i -

3 a

hes Epacs

Year in Which Creation of Ths Work Waa

Completed This infermation this lnfermabon  Manih
n ﬂl. of thin work

muxt b
2002 e inacosn bean publshad

COPYRIGHT CLATMANT(S) Name and addry must b iven even if the clammant 18 the sme a the

whorgveninipes? ¥ ] - BUY Contacts, Inc.
3rd Floor, 66 East Wadsworth Park Drive
Draper, UT 84020

Dxte snd Nation of First Publicanon of Thu Perticular Work

oy 28  ver 2002

AP |241

Transfer Il the claumani(s) named here i space 4 i (are) different from the suthor(s) hamed in fpace 2 givea
v

besef statement of how the clarmany(s) oblimed ownenhup of the copynpht

Complets &l epphcable apaces (numbers 3 ) on the rever=a mda of tha page

MORE ON BACK p
See detaded matucons Sign the form st e 8

5 O '
]
¥ Two DEPOSITS 0

FUNDS RECEIVED \

0O NOT WRITE HERE

DO NOT WRITE HERE
Paga 1 of —=__ pages
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S
#Amended ty OO0 on athorat, of tolophore waversaam EXAMINED BY 1 FORM VA
with Ay Barmer o 9/15/03 GHECKED BY
CORRESPONDENCE coJE:EHT
Yes OFFICE
USE
ONLY
DO NOT WRITE ABOVE THIS LINE [F YOU NEED MORE SPACE, USE A SEPARATE CONTINUATION SHEET
==
PREVIOUS REGISTRATION Ilas reptstration for this work or fof an sarher verion of this work slready been made i the Copymight Offiee? ey
H\l’u O No Ifyour sauwer s Yes  why 1 another regmirsuon being sought? (Chuck appropriate bax ) ¥
8 [ Thus 11 the first published edition of & work previoustv regmered in anpoblished form
b 03 This s the fimn applicanon subminied by this suthor 1 copynght clumant
¢ (X Thus s a changed verson of the work as shawm by space 6 on this spphication
1 your gaswer v Yeu give Previoud Regntration Number ¥ Year of Reglstration ¥
T S S T T S e R = i T M
DFRIVATIVE WORK OR COMPILATION Complete bath space 62 and 6b for s denvative work eamplete anly &b for o compilabon
5 Preexuilng Materisl Idenufy sny presxisuny work or works that thi work s bused on of incorporates ¥
United States Copyright registration # VA 1-032-662,
Registered on 10-02-00 a
: Sen msirucsons
lbafora complabng
un sDace
b Material Added to This Work Give 3 briuf yeneral satement of the matendl that has buen added 1o this work and in which vppymiht i clamed v . - -
Adaptation of 2-dimensional artwork and additional I) i o
text. wi & — o
DEPOSIT ACCOUNT If the registration fee 1s to i than,ed  a Duposit Avcount estblished in the Capyripht Offics; prveneme and number 6 AcLount == === o s
Name ¥ NONIT A w1 SITHR b 7o 84 Account Number ¥ 0 50 e AoC g
BTN j "
— . : da
CORRESPONDENCE Give name and address to which cormespandence about this apph should be sent NemefAddnavApuCity/Sute/ZIP ¥
"Amy E. Barrier, Gibson, Dunn & Crutcher LLP l)
1050 Connecticut Avenue, N.W., Suite 900
Washaington, D.C. 20036
Bl abarrierfyibsondunn. com
R LT R

CERTIRICATION® 1 the undermigned hereby eortafy that | am the

[ author

O other copyiight claimant

O owner of exclusive nght(s) | ¢

Kuthonzed agentof L= c
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of the work sdentifitd wn this appheation and that th statements made by me in this apphcation are correct to the best of my knawledge

- - B e a

check only one P
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Amy E. Barrier v o e L&LU3
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|_— =

Certificate [ nemevw

;ﬂ;:m aAmy E. Barrier
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el | 1050 Connectacut Avenue, N.W., Suite 900
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' ashaington, D.C. 20036
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1L L] CONTACTS

COMPANYINFORMATION. | We dﬁIiVEE You save”

COMPANY INFORMATICN

The Company

As fhe werld's lar comact lens store,
1-300 CONTACT icatad to
SRS grovi you with 3 simpla, hassle-fras
way o replaca yaur coniact lense:
o 1.300 CONTACTS, you Wil racei
gxact same contact lensas your doctor
prascrbed, asii Jaur deor, at 2
great price. And with an inventary of over

2est
2 13

ngve your pra
anyone glse, whicn mesans you'll recaive
your contacts fast.

In the last 7 yzars, 1-800 CONTACTS has
filled mars than 7 million arders for aver
2.5 milllon custamsars in a singls day ws
sall as many comact lenses as 2,300 ratall
optical shops bired, Qur large volums
and central dis an facility halp keso
Costs down—angd we pass the savings on

0 yau.

~r

At 1-200 CONTACTS, our goal is ta make
it as 2asy and converien! as gossibls o
purchass your contacis, In support of that
gaoal, we offer simple ordering by ghane,

Intgrnst, mall or fax. along with 200 trained T
customer service agents rsady (o provids /;:::{}‘?(‘! OF CON G
live help 7 days a wesk. Ms maors running \}' %‘-‘
zround town to pick up contact lenses—at ’F' moo e . ]
1-800 CONTACTS ws delivsr, you save \ g gl 2007 £
1-800 CONTACTS is 2 publicly tradsd R T~ L
company (NASDAQ symbal; ffTA:) : \"w-!:ﬂg',!:lr”
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i1

1ELLIcONTACTS

emensvemans | GOMIMON Questions

How 9 gurghase contact lensas throuch 1-800 CONTACTS?

Ara tha contacts the same quality 38 ourchased fram mv sye care orovidsr?
iy

What savings can ong gxgect by using 1-800 CONTACTS?

How san 1-8C0 CONTACTS offar savirgs comoarad 1o mast ave sarg argvidsrs?

Daes 2 qustomar need nis/her prascription o nlece an grgsc?

How dages 2 customer know if fis/her prascripticn (s stiil valid?

What s the pensfit of ardering anling?
ls thare = mamtership faa for joining 1-A00 CONTACTS?

How many orders deas 1-800 COMTACTS tyoically fulfiil in any ariven dav?

Can the lensss be raymad?

Do reglacameani [enses need tg be fitted?
Who staffs ths 1-200 CONTACTS call centar?
Why grder from 1-800 CONTACTS?

p— ~
?

How does 1-800 CONTACTS comoars

When dg vey pDian 1o star buving directly from J&J7

Q: How to purchase contact lensas through 1-800 CONTACTS?

A: 1-800 SONTACTS offers contact lens wearars a simple, convenisnt option to
abtaln replacemant contaats Wearsrs can ardar via the phone, fax, mail or wab
The sasiest mathods ars to call the company's sasy-to-ramembar toll-frss
telephene numbsr *1-800-CONTACTS" ar visit ths company's Wsb sit2

www, 1800centacts.com and pravide valid prasaription infarmation

Then, one of 1-800 CONTACTS' mors than 200 rained customer senvies agents
who ars available seven days a week to assist with ordering, takas the prescription
information and attempis to verify its accuracy with the customar's eye care
practitioner, Once the infermation is confirmed, 1-800 CONTACTS fils the arder
and the lenses are shipped by US mail or avarmight delivery directly to the
customer's door. |n fact, because 1-800 COMTACTS maintains the largest
inventary af contact lensas on the planet {aver 20 million contact lenses), 90% of
ordars ars shipped within 24 hours.

Q: Are the contacts the same quality as purchased from my eye care
provider?

A: Yes, 1-800 CONTACTS cuslomars racsive the exact sams contast lansas as
they do from thair aye carz provider, including all of the major brands like Acuvus,
Cptima, Focus and Biomadics, as well as hard-to-find specialty lensas such ag
taric, colared, multifocal and disposable lenses.

Q: What kind of savings can a customer expect by using 1-800 CONTACTS?

A: On avarage, 1-800 CONTACTS customers save fram 207 to 50%: on therr
replacement contact lens arders depanding on tha brand of coritact lens they wear

file://C:\Documents % 20and %208Settings\1 0420\Local % 20Settings\Temp\1-800%20CONTACTS %20 2/13/2003
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Q: How can 1-800 CONTACTS cffer savings comparad to most aye care
providers?

W contact lans

Wearsrs avary day woiIcal sierz uslally has o savs up or or A faw days
or gven a4 tougla 3 2K3 In order to get any quantity discounts fram distributors or

manuiac 4
1-800 CONTACTS dslivers approximately two tans of contaats avery day (sbout
180,000 enses). Ve con't wail around to order your contacis. 'Wa zlready have
them. In fact, 1-800 CONTACTS stocks mare than 20 million acntact lenses and by
purchasing lenses in such large quantities, 1-800 CONTACTS is aple to pass the
savings on o the cusiamar,

Low ovartead:

It would 1aks maors thap 2,200 ratail aptical locations 10 sl 25 many conracts 35 1-
200 CONTACTS. Rent isn't cheap and somsans has 9 pay for it Until now, that
somaanng was the custamer

Single-mindad focus:

‘We ara 2 contact lens company. Ws don't s=ll 2yaglasses ar mambershio clubs.
Wa are focussd an having the hignest cossible parcentage of comact iznsas in

stock at the time an arder g recewvad. Our goal is to gravide you with the fastas),
easiest, mest convenient way o replacs contact lenses - by phene, mail, fax or the
Iniernat

Q: Does a customer need his/her preseription to place an order?

A: Yas. 1-300 CONTACTS raquiras 3 vaild prascription for avery custamar's ardar,
Customsrs can obtain a copy from their ey2 cars provider and fnrward it to 1-300
CONTACTS or they can simply give 1-800 CONTACTS their prescription
infarmation. After tha customer providas 1-300 CONTACTS with the prascriptian
information, 1-800 CONTACTS will then attampt to contaat tha sye cars pravider ta
verify that the prascrigtion is accurats and has not sxpired.

Q: How does a customer know if his/her prescription s still valid?

A: Most grescriptiens ars valid for one year or two years depending on the state
ong lives in, 1-800 CONTACTS is an advocats of proper ays health and
ENCoUrages its cusiomers ta racalve reqular eye examinations. If a customer's
prascription is 2xpiring or has already axpired, a customer sarvics agent will ramind
ths customer ta visit his/har sys care pravidar for an 2xam and [0 rscaiva a naw or
updared prascription,

Q: What is the benefit of ordering online?

A: In additon 1o the convenience of being able lo glace an order 24 nours a day,
sevan days 2 wesk. gustomers who order their lensas via 1-B00 CONTACTS' Wsbp
site www. 1800contacts.com ziso receive fres shipping.

1-800 CONTALCTS is the interner's largest contact lens starz, In addition to the
thousanas of orders we fill every day in aur main call center, we also fill aver bwo
thousand internet arders daily. The internel is a tocus of our business and Internst
orders raceive the sama priority as avery othar order. All orders gplaced thraugh the
1-800 CONTACTS web sits automatically racaive free standard shipging (2 35,85
valug).

Wzt orders 303 also vsrified with an 3-mail conflrmation that includes a custem link
inat 2mables customers (o track the status of their orders anling In addition, 1-200

file://C:\Documents % 20and %20Settings\10420\Local % 20Settings\Temo\ 1 -800% 20CONTACTS %20 . 2/13/20073
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& """-"‘5, 3!'!'3 ravar will, Insieag,

A: 14200 CCMNTACTS Zees nat cnar

E
253

1800 COMNTACSTS fgrmula for suce t5 aus selection,
reasonable and affordadle gn cing anc Jraat :us::r"e' s&r .m.e, As 3 rasult, mora
than 75% of those who order from 1-800 CONTACTS return to 1-800 COMNTACTS

whan it is tme 1o rserder their lensss

Q: How many orders dees 1-300 CONTACTS typically fulfill in any given day?

A: ‘-Pn[} CONTAZTS fills on average aver 3,000 arders - or appraximataly
150,060 lenses ~ svery day and snips 30% af ail orders within 24 Rours.

Q: Can the lenses be returned?

A: If 2 customer arders 2 supply of lensas, but his/her prascripticn changes, he/shs
may csturn the unused lensas, as long as they are szated in their anginal
packaging, Once 1-800 CONTALCTS verlfies the naw praser ription tha lgnsss ars
replacad with the rew prescripiion and r2sant 1o the customsr. Tom 1ensas o
also be repiacsd.

Q: Do replacement lenses need to be fitted?

A: Once a customer has raceived an intal ey sxaminanen and fiting far contact
i2nses, the replacement lensas will follow the initial prascrigtion. 1t s only
nacessary (0 be refited if the prageription changes.

Q: Who stafis the 1-800 CONTACTS call center?

A: 1-300 CONTACTS smplays mars (nan 200 call cantar regprasasntativas who
receive axtensiva raming In ocular health, contact lenses and customer servics
Minsty percant of calls to th‘ 1-800 CONTACTS call center ars answersd within 10
seconds, and anather 20% of lens orders ars fillad within 24 nours.

Q: Why order from 1-800 CONTACTS?
A: Dirsct gelivery o your door, lower prices and faster service.

1-800 CONTACTS sells mors cantact |enses than 2,500 retail optical steres - but
we only have gne location, With the largest inventory of contact lansas in the warld,
we ars able to stock mast of the parametsrs that customers arder - with vary faw
exceptions. In fact, we have many contact lens paramesters in inventory that ars
only stackad by two companias (1-800 CONTACTS and ths marnufactursr
thamsasivas) We aven stack most colars, torics, bifocals and multifocals,

Most contact lenses aran't custom made anymaore. Dally wear and disposable
contact lensss ar2 made by automatsd equipment in vary largs quantitiss an

hsavily avtomated production lings. As a madical devics, they must ba nearly
identical avery tims - no matiar whara thay arz sold

You will recewe the axact sama contact iensas from 1-800 CONTACTS as yau
have been gatting fram vour ays cara provider's store - ihe only differance 15 the
delivery to your door (and the lower grice),

The average customer saves acout $20.20 to 550,00 per year by arderng from 1-
800 CONTACTS. If you are alrsady going to a large nalional aptical chain, or a
really competitive aptical stars, you may find that yr;' anly save five or en Jdaliars
by ordaring fram 1-200 CONTACTS. Con't forgat to ncluda the time you savad by
not making anather trip 1o the store.

1-800 CONTACTS will alsa ksep your praseription, adarsss, and billing Infsrmation

file://C:\Documents%20and%208ettings\1 0420\ .acal % 20Serine\ Temel 1 -R0NG20CONTA CTLZIN 21290072



PUBLIC

i

[-200 CON AUTS Caeepe07 -6V 009465TS Document 2-11  Filed 12/06/07 Page 10 of 11 Page 4 o7 !

nra onn

U &5 300N 35 (ha N3X{ day
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new SUSIOmeErs,

Ir addition 10 cur already low prices and frae shigping an all w0 ordaes, v fow
otfar sgecial guantity discounts anline. Quanuty discounts ars shown at the top of
ihe produst and chackeut pages — just adjust your quarnty on he shacksut page
and the discount will automarically be subtractad fram (rs 1tal beiow.

Q: How does 1-800 CONTACTS compare?

A: Your arder is mers lkely 1o o2 in stock at 1-800 COMTALCTS than anywhers s
in tha world. No other compstitor can 8ven come Clcse 10 Jur Inventary ar spead of
servics,

158

ernet

1-800 COMNTACTE affers consistently law grices, free shipping on all int
arders, guanbity discounts. and the best gossible g
ardering onling, or naed v assistance on our 8

ask whisn considering

=
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Do they offer frza shipping an Intsmat and mail arde

1-800 CONTACTS offsrs irae shipping on all Intzmet srdars and includas an
automated rzorder slip on 2azh invaice — all you have to do s chaek it off, drag it in
th2 mall, and get frze shigping. Cr just return 12 our website and click an "sxisting
customer’

Co they chargs a membership feg?

1-800 CONTASTS never nas and never will. Seme competitars actually nide ths
membership f& and notity you only aker the order has tesn placad.

Do thay nave & largs invantery? Ars your lensas in-stock? Can thay fill your order
quickly whan you need canlacts?

! 1-800 CONTACTS has the largasi contast lens inveniory in the warld Soms
compstitors have vary little inventory on hand. Some hava nons at all.

Can | 1alk to someones if | fave a proglem?

1-800 COMNTACTS is availanie by phone 7 days a week:
Mon-Thur BAM fo Midnignt Eastern Standard Time
Friday 8AM to 11PM

Saturday 9AM to 117M

Sunday 10AM (o 6PM

1-800 CONTACTS is not a web-6nly company Soma compstitars apsrate out of a
bassment with litile or ne invsntory and no live help an tha ghene. 1-800
CONTACTS has over 200 trainad agents raady to answar any quastions and help
yau with your ordar {aver 80% of calls ara answarad within 10 seconds). Ws raslizs
that, while the Internet makes ordering easy and efficisnt, it's nice 13 be abie to pick
up the phons and talk o somaone if you nead halp,

Q: When do you plan to start buying directly from J&J7

A We will tagin buying dirsctly from J&J once aur naw proceduras for J&J orders
have been tesied and approved. We presently pian to phase in thess new
pracedurss for J&J ordars by ragion as follows; Pacific tme zones states (2/14),
Maouniain time zong statss (2/23), Cantral ime zone states (3/21), and Sastsm time
zore states (4/11),

file://C:\Documents%20and %208Settings\10420\Local%208Settines\Temn\ 1 -80NZ20CONTACTS %20 2/13/7007
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We deliver You saye”

PUBLIC RELATIONS INTRC

Public Relations

1-800 SONTACTS was foundea with 2 al:

frustrations zmong centact lens wearzrs:
2) contact lenses &rs inconvenient 1o r Y
th2se twa frustations oy offering contast lens wearars 2n altemative WNEY 16
shep that is net only fast but at the same sims /@5 them maney, Today, 1-

.] 30C CONTACTS maintzins the warld's largesi invantary of contaat lensss —
over 20 milien. Ma ane is mors likaly 1o have s customsr's sxac grascrption
in-stock and rsady ta ship rlaht to theic door. In addition, this laval af
purchasing power 2nables us to pass significant savings on tc cur customers.
lt is ne wondar that today 1-300 CONTACTS is the world's largest 2ontact lens
stare.

o

\We alsc undersiand that media professicnals &r2 busy. warking against
deadlines and lovking for staries *haf are Imgonant o a large cortion of tha
population. This saction of cur websits 13 designed to provide media
prefessionals easy access to mformation acaut the company and the contac:
lens industry, It alsc provides = detaled web platiormn (called ‘Media
Rasourcas”) which providas spacific Informaiion about 2 sonsumar Agnts issua
that has plagued the industry and its 36 million comtact lans wearsrs for years,
This issue has bssn covered both locally and naticnally by ABC Mews,
Censumars Union and Readers Digest, but sull, littls hag changed with raspscr
i0 a comact lens wearar's rights,

Wae haps you find tha informatien heipful. Prass Aeleaszs and mora gatailad

financial informatien can be found in the Investor Belations sectien,
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Mark A. Miller, 9563
mmiller@hollandhart.com
Bryan G. Pratt, 9924
bgpratt@hollandhart.com
Brett L. Foster, 6089
bfoster@hollandhart.com
HOLLAND & HART wrp

222 South Main, Suite 2200
Salt Lake City, UT 84101
Telephone: (801) 799-5800
Facsimile: (801) 799-5700
Attorneys for Plaintiff

IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF UTAH, CENTRAL DIVISION

1-860 CONTACTS, INC., a Delaware COMPLAINT
corporation;

Plaintift,
Case No. 2:10-cv-643
VS
Magistrate Judge Paul M, Warner
STANPARD OPTICAL COMPANY, a
Utah corporation, (JURY DEMAND)

Defendant.

Plaintiff 1-800 Contacts, Inc. (“1-800 Contacts” or “Plaintiff”), by and through counsel,
alleges and complains against Defendant Standard Optical Company, (“Defendant™) as follows:

JURISDICTION AND VENUE

L. This is an action for trademark infringement and unfair competition under §§ 32
and 43 of the Lanham Act (a.k.a. Trademark Act of 1946, 1511.8.C, §§ 1051-1127, as amended),

and state law infringement and false advertising claims.

4866625_1.DOC
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2. This Court has subject matter jurisdiction over this action under 28 U.S.C. § 1331
(federal question), 28 U.S.C. § 1338(a) (frademarks), and 15 U.S.C. § 1121 (trademarks). This
Coutrt has supplemental jurisdiction over Plaintiff”s state law claims under 28 U.S.C. § 1367(a),
because those claims arise from the common nucleus of operative facts alleged in Plaintiff®s
federal claims.

3. This Court has personal jurisdiction over Defendant because Defendant’s
corporate headquarters are located in Utah and Defendant has transacted business in Utah and
has caused damage to Plaintiff in Utah. Defendant has purposefully availed itself of the privilege
of transacting business in this District by, infer glia, advertising its contact lens products via the
Internet in this District, offering an interactive website www.standardoptical.net accessible to
consumers throughout the country, including in this District, which permits the consumer to
order contact lenses to be shipped to the consumer in this District. Defendant has used Plaintiff"s
trademarks in connection with its Internet advertising, including in this District, without the
authorization or consent of Plaintiff. In addition, Defendant has had such continuous and
systematic business contacts with this district that Defendant is subject to general personal
jurisdiction in this district.

4. Venue is proper in this district pursuant to 28 U.S.C. § 1391 because there is
personal jurisdiction over Defendant, and because a substantial part of Defendant’s acts and
omissions giving rise to Plaintiff’s claims occurred in this judicial district.

PARTIES

5. Plaintiff’ 1-800 Contacts, Inc. is a Delaware corporation having its principal place

of business at 66 East Wadsworth Park Drive, Draper, Utah 84020, Plaintiff is engaged in retail

sales of contact lenses, including marketing and selling contact lenses via the Internet.

2
4866625 _1.D0OL
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6. Upon information and belief, Defendant is a Utah corporation having a place of
business at 1901 West Parkway Blvd., Salt Lake City, Utah 84119. Upon information and belief,
Defendant is engaged in retail sales of contact lenses, including marketing and selling contact
ienses via the Internet in direct competition with Plaintift.

7. Upon information and belief, Defendant owns and operates the website
www.standardoptical.net, and possibly others, relating to its business of offering and selling
contact lenses and vision-related products.

GENERAL ALLEGATIONS

8. For over a decade, Plaintiff has been, and continues to be, engaged in the business
of advertising, offering for sale, selling and distributing contact lenses and eye care products via
telephone, fax, Internet, and mail orders (the “Goods and Services”). 1-800 Contacts is the
market leader, having filled over ten million orders for millions customers. Plaintiff’s contact
lens and eye care products can be ordered via the Internet at Plaintiff’s website:
www. | 800contacts.com.

9. Plaintiff owns common law and federally registered trademark rights in the marks
1-800 CONTACTS, 1800 CONTACTS (U.S. Registration No, 2,731,114} and 1800CONTACTS
(U S. Registration No. 2,675,866) (the “1-800 Contacts marks™).

10.  Since at least as early as 1995, Plaintiff has advertised and offered its Goods and
Services using one or more of the 1-800 Contacts marks in interstate commerce throughout the
United States. The 1-800 Contacts marks have been used extensively in advertising and
promotional media, including the Internet, radio, television, trade shows, various printed media,

and direct mail.

4866625_1.D0OC
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11,  Plaintiff has expended hundreds of millions of dollars advertising and marketing
its Goods and Services using the 1-800 Contacts marks over many years. As a result, the 1-800
Contacts marks and Goods and Services have achieved significant commercial success and
widespread consumer fame and recognition. In addition, the consuming public has come to
regard the 1-800 Contacts marks as symbols of Plaintiff, of Plaintiff’s quality Goods and
Services, and of Plaintiff’s goodwill as the leader in the retail contact lens industry.

12, Like Plaintiff, Defendant advertises and offers contact lenses over the Internet
through its www.standardoptical net website in direct competition with Plaintiff. Defendant does
so via keyword advertising campaigns through various search engines such as, for example,
Google, Yahoo, Ask, AOL, and Bing.

13.  Oninformation and belief, Defendant is aware of the strong consumer recognition
enjoyed by the 1-800 Contacts marks and the significant goodwill Plaintiff has created in those
marks.

14, In order to trade off of Plaintiff’s goodwill and capitalize on the fame and
recognition of the 1-800 Contacts marks, Defendant has purchaséd, continues to purchase, and
has caused to be purchased, the 1-800 Contacts marks and/or confusingly similar variations or
misspellings thereof as keywords that trigger the display of sponsored advertisements for
Defendant’s competitive goods and services.

15.  On information and belief, the keyword advertising programs offered by the
various search engines give control to the user, such as Defendant, to (a) select the keywords it
wishes to purchase to trigger its sponsored advertisements, and (b) implement “negative
keywords” that will ensure such advertisements are not triggered in response to a search for such
negative keywords,

4866625_1.D0OC
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16. On information and belief, Defendant is aware of the control it has over the
keyword advertising programs offered by the various search engines with respect to Defendant’s
adveriisements. In particular, Defendant is aware that it can easily implement the 1-800 Contacis
marks and confusingly similar variations or misspellings thereof as “negative keywords” in its
Internet advertising campaigns to ensure that Defendant’s directly competitive advertisements
are not displayed in response to a consumer searching for Plaintiff and/or Plaintiff’s Goods and
Services.

17.  Notwithstanding the foregoing, Defendant has not implemented the 1-800
Contacts marks (and confusingly similar variations or misspellings thereof) as negative
keywords, but has instead consciously participated in causing its competitive advertisements to
be displayed in response to consumers searching for the 1-800 Contacts marks and Plaintiff’s
Goods and Services.

18.  Oninformation and belief, Defendant uses affiliate networks 1o advertise over the
Internet and can control what keywords its affiliates use to place sponsored ads and can require
its affiliates to implement certain n.egative keywords in their adveriising campaigns, Despite this
control, Defendant has refused to require its affiliates to stop using the 1-800 Contacts mark and
vatiations and misspellings thereof as iriggering keywords in their on-line advertising
campaigns. Defendant has also refused to require its affiliates to implement the 1-800 Contacts
marks as negative keywords in their advertising campaigns. Instead, Defendant wishes to profit
and benefit from sponsored links to its website and paid advertisements for its goods and
services being displayed in response to a user searching specifically for Plaintift,

19.  Defendant’s unauthorized use of the 1-800 Contacts marks as keywords in its
Internet advertising campaigns, its participation in causing its sponsored advertisements to be

5
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displayed in response to searches for Plaintiff and Plaintiff’s Goods and Services, and its refusal
10 cause its affiliates to respect Plaintiff’s trademark rights in the advertising campaigns they
conduct on Defendant’s behalf has caused, and will continue to cause, confusion and mistake,
including initial interest confusion, as to the source or origin of Defendant’s goods an.d services
and is likely to falsely suggest a sponsorship, connection, license, endorsement or association by
Plaintiff with Defendant’s goods and services, thereby injuring Plaintiff and the consuming
public.

20.  Defendant’s actions also unjustly enrich Defendant by wrongfully directing
consumers searching for Plaintiff and Plaintiff's Goods and Services on the Internet to
Defendant’s competitive website where such consumers purchase contact lenses from Defendant
rather than Plaintiff.

CAUSES OF ACTION

COUNT 1
(TRADEMARK INFRINGEMENT UNDER SECTION 43(a) OF THE LANHAM ACT - 35 U.S.C. § 1125)

21.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.

22.  Defendant’s acts as alleged herein with respect to its infringement of Plaintifi”s
marks are likely to canse public confusion, mistake, or deception as to the affiliation, connection,
or association of Plaintiff with Defendant. Defendant’s acts are also likely to cause public
confusion, mistake, or deception as to the origin, sponsorship, or approval of Defendant’s goods
and services by Plaintiff. Accordingly, Defendant’s acts constitute trademark infringement in
violation of 15 U.S.C, § 1125(a). |

23.  Tothe e;;;tent Defendant utilizes affiliates to conduct keyword advertising on its

behalf, Defendant is secondarily liable for the infringing acts of its affiliates that likewise
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purchase the 1-800 Contacts marks and confusingly similar variations or misspellings thereof as
keywords (and fail to implement corresponding negative keywords) in order to display
advertisements for Defendant’s competitive goods and services in response to searches for
Plaintiff and Plaintiff’s Goods and Services.

24.  Plaintiff has been and will continue to be damaged by such wrongful acts.

25. Because Defendant’s actions, on information and belief, were intentional, willful
and/or deliberate, Plaintiff is entitled to an award of treble damages under § 35(a) of the Lanham
Act (15 US.C. § 1117(a)).

26,  Thisis an exceptional case, and thus Plaintiff is entitled to an award of attorneys’
fees under § 35{(a) of the Lanham Act {15 U.S.C. § 1117(a)).

27. By reason of the foregoing, Plaintiff is entitled to preliminary and permanent
injunctive relief and monetary damages against Defendant.

COUNT I
{TRADEMARK INFRINGEMENT UNDER SECTION 32 OF THE LANHAM ACT - 35 U.S.C. §1114)

28.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.

29.  Defendant’s acts as alleged herein with respect to its infringement of Plaintiff’s
marks are likely to cause public confusion, mistake, or deception and, therefore, constitute
trademark infringement in violation of 15 U.S.C. § 1114

30.  To the extent Defendant utilizes affiliates to conduct keyword advertising on its
behalf, Defendant is secondarily liable for the infringing acts of its affiliates that likewise
purchase the 1-800 Contacts marks and confusingly similar \.rariations or misspellings thereof as

keywords (and fail to implement corresponding negative keywords) in order to display
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advertisements for Defendant’s competitive goods and services in response to searches for
Plaintiff and Plaintiff’s Goods and Services.

31.  Plaintiff has been and will continue to be damaged by such wrongful acts,

32, Because Defendant’s actions, on information and belief, were intentional, willful
and/or deliberate, Plaintiff is entitled to an award of treble damages under § 35(a) of the Lanham
Act (15 US.C. § 1117(a)).

33.  This is an exceptional case, and thus Plaintiff is entitled to an award of attorneys’
fees under § 55(a) of the Lanham Act (15 U.S.C. § 1117(a)).

'34. By reason of the foregoing, Plaintiff is entitled to preliminary and permanent
injunctive relief and monetary damages against Defendant.
COUNT III
(CONTRIBUTORY TRADEMARK INFRINGEMENT UNDER SECTIONS 43(A)
AND 32 OF THE LANHAM ACT)

35.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.

36.  Oninformation and belief, the search engines through which Defendant conducts
its advertising use the 1-800 Contacts marks in order to dispiay Defendant’s competitive
advertisements and links 1o Defendant’s competitive websites. Such use is a use in .commerce in
connection with the advertisement of Defendant’s competitive goods and services which is likely
to cause public confusion, mistake, or deception as to the affiliation, connection, or association
of Plaintiff with Defendant. Such use is also likely to cause public confusion, mistake, or
deception as to the origin, sponsorship, or approval of Defendant’s goods and services by
Plaintiff. Accordingly, the search engines’ acts constitute trademark infringement in violation of

15 U.8.C. §§ 1114 and 1125(a).
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37.  Defendant’s actions as alleged above, and particularly Defendant’s failure to
implement appropriate negative keywords in connection with its internet advertising campaigns
through the search engines to ensure that Defendant’s advertisements and/or links to Defendant’s
competitive websites are not displayed in response to or as a result of a search for Plaintiff’s
trademarks and/or Goods and Services, demonstrate a willful blindness to the infringement of the
1-800 Contacts marks and the consumer confusion being caused by its participation in its internet
advertising campaigns. Such actions constitute contributory infringement, whether or not
Defendant affirmatively purchases any of Plaintiff’s trademarks as keywords.

38.  Plaintiff has been and will continue to be damaged by such wrongful acts.

39, Plaintiff is, therefore, entitled to all damages and relief set forth under Counts 1
and 11 above due to Defendant’s contributory trademark infringement.

COUNT IV
{(CovmvoN L.AW UNFATR COMPETITION, MISAPPROPRIATION, AND TRADEMARK
INFRINGEMENT — UTAH UNFAIR COMPETITION ACT, UTAH CODE ANN, §13-5a-101 et. seq.)

40.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.

41, The 1-800 Contacts marks are distinctive of Plaintif’s Goods and Services and of
Plaintiff as the source for those Goods and Services.

42, Defendant’s actions, as alleged above, were intentional business acts that infringe
and diminish the value of Plaintiff’s trademark rights under federal common law and Utah
common law and, therefore, constitute acts of unfair competition under Utah Code Ann. §13-5a-
102(4)(a).

43. By reason of the foregoing, Plaintiff is entitled to injunctive relief and monetary

damages against Defendant.
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44.  The infringing activities of Defendant, on information and belief, are willful and
intentional, thereby justifying an award of exemplary and/or punitive damages.

COUNT YV
(UNJUST ENRICHMENT)

45.  Plaintiff realleges and incorporates by this reference all of the foregoing
paragraphs.

46.  Defendant has benefited from the improper, unfair, and unauthorized use of the
1-800 Contacts marks in its Internet advertising and its unauthorized trading off of Plaintiff’s
goodwill attendant thereto, as alleged above.

47.  Defendant has knowledge and fully appreciates the benefits it has received from
Plaintiff’s trademark rights, consumer recognition, and goodwill as a result of such actions.

48,  Defendant W(;Uld be unjustly enriched if it were permitied to retain the proceeds
obtained from such actions,

49, Equity and good conscience dictate that Defendant be required to account for and
turn over to Plaintiff an amount equal to the value of the benefits involuntarily conferred upon it.

JURY DPEMAND

Plaintiff demands that all claims and causes of action raised in this complaint against
Defendant be tried to a jury to the fullest extent possible under the United States and Utah
Constitutions.

PRAYER FOR RELIEK

WHEREFORE, Plaintiff demands judgment against Defendant as follows:

10
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A Preliminarily and permanently epjoining Defendant, its affiliates, and all other
persons participating or acting in concert with it, from infringing any of Plaintiff’s rights in the
1-800 Contacts marks.

B. Preliminarily and permanently enjoining Defendant, its affiliates, and all other
persons participating or acting in concert with it, from purchasing or using the 1-800 Contacts
marks or any marks confusingly similar to the 1—8Q0 Contacts marks as keywords in Internet
search engine advertising programs and from otherwise using such marks in any manner that is
likely to cause confusion or mistake as to whether Defendant and its goods and services are
authorized by, affiliated with, sponsored by, or endorsed by Plaintiff,

C Ordering Defendant, its affiliates, and all other persons participating or acting in
concert with it to implement tﬁe 1-800 Contacts marks and ail confusingly similar variations and
misspelling thereof as negative keywords in all of their search engine advertising campaigas;

D. Ordering Defendant to provide an accounting of all revenues and profits gained
by Defendant while engaging in the acts complained of in this complaint;

E. Ordering Defendant to promulgate corrective advei‘tising pursuant to Utah Code
Ann. § 13-11a-4(3),

F, Awarding Plaintiff its actual damages, and awarding Plaintiff any additional
damages that the Court deems just and equitable under the circumstances of the case; but in no
case less than the statutory damages mandated under Utah Code Ann. § 13-11a-4(2)(b);

G. Awarding Plaintiff, at its election, either treble or statutory damages in
accordance with § 35 of the Lanham Act (15 U.S.C. § 1117} on all claims asserted under § 43 of
the Lanham Act (15 U.S.C. § 1125},

11
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H. Awarding Plaintiff damages to which it is entitled based upon Defendant’s unjust
enrichment;
L Awarding Plaintiff prejudgment interest at the rate established under 26 U.S.C.

§ 6621(a)(2) from the date of service of the Complaint through the date of judgment;
L Awarding Plaintiff its allowable costs and attorneys fees; and
K. Awarding Plaintiff such other and/or further relief as is just and equitable.
DATED this 13™ day of July, 2010.
Respectfully submitted,
[s/ Mark A. Miller
Mark A Miller (9563)

Bryan G. Prait (9924)
Brett 1. Foster (6089)

Plaintiff’s Address:
66 East Wadsworth Park Drive
Draper, Utah 84020

12
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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF UTAH, CENTRAL DIVISION

1-800 CONTACTS, INC., a Delaware
corporation;

Plaintiff,

\LCE

TRAM DATA, LLC, d/b/a
REPLACEMYCUONTACTS.COM,, a
Pennsylvania limited liability company,

: Defendant.

COMPLAINT

Case No, 2:10-cv-420
Judge Dee Benson

(JURY DEMAND)

Plaintiff 1-800 Contacts, Ine. (“1-800 Contacts” or “Plaintiff"), by and through counsel,

alleges and complains against Defendant Tram Data LLC, d/b/a Replacemycontacts.com,

(“Defendant”) as follows:

JURISDICTION AND VENUE

1. This is an action for trademark infringement and unfair competition under §§ 32

and 43 of the Lanham Act (a.k.a. Trademark Act of 1946, 15 US.C. §§ 1051-1127, as amended),

and state law infringement and false advertising claims,

Confidential
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2. This Court has subject matter jurisdiction over this action under 28 U.S.C. § 1331
(federal question), 28 U.S.C. § 1338(a) (trademarks), and 15 U.S.C. § 1121 (trademarks). This
Court has supplemental jurisdiction over Plaintiff’s state law claims under 28 U.S.C. § 1367(a),
because those claims arise from the common nucleus of operative facts alleged in Plaintiff’s
federal claims.

3. This Court has personal jurisdiction over Defendant because, on information and
belief, Defendant has transacted business in Utah and has caused damage to Plaintiff in Utah.
Defendant has purposefully availed itself of the privilege of transacting business in this District
by, inter alia, advertising its contact lens products via the Internet in this District, offering an
interactive website www.replacemycontacts.com accessible to consumers throughout the
country, including in this District, which permits the consumer to create an account and order
contact lenses to be shipped to the consumer in this District. Defendant has used Plaintiff’s
trademarks in connection with its Internet advertising, including in this District, without the
authorization or consent of Plaintiff.

4, Venue is proper in this district pursuant to 28 U.S.C. § 1391 because there is
personal jurisdiction over Defendant, and because a substantial part of Defendant’s acts and
omissions giving rise to Plaintiff’s claims occurred in this judicial district.

PARTIES
5. Plaintiff 1-800 Contacts, Inc. is a Delaware corporation having its principal place
of business at 66 East Wadsworth Park Drive, Draper, Utah 84020. Plaintiff is engaged in retail
sales of contact lenses, including marketing and selling contact lenses via the Internet.
6. Upon information and belief, Defendant is a Pennsylvania limited liability

company having a place of business at 4119-C Mauch Chunk Road, Coplay, Pennsylvania

4809178_1.D0C
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18037. Upon information and belief, Defendant is engaged in retail sales of contact lenses under
the trade name Replace My Contacts, including marketing and selling contact lenses via ther
Internet in direct competition with Plaintiff.

7 Upon information and belief, Defendant owns and operates the website
www.replacemycontacts.com, and possibly others, relating to its business of offering and selling
contact lenses and vision-related products.

GENERAL ALLEGATIONS

8. For over a decade, Plaintiff has been, and continues to be, engaged in the business
of advertising, offering for sale, selling and distributing contact Jenses and eye care products via
telephone, fax, Internet, and mail orders (the “Goods and Services”). 1-800 Contacts is the
market leader, having filled over ten million orders for millions customers. Plaintiff’s contact
lens and eye care products can be ordered via the Internet at Plaintiff’s website:
www,1800contacts.com.

9. Plaintiff owns common law and federally registered trademark rights in the marks
1-800 CONTACTS, 1800 CONTACTS (U.S. Registration No. 2,731,114) and 1800CONTACTS
(U.S. Registration No. 2,675,866) (the “1-800 Contacts marks™).

10.  Since at least as early as 1995, Plaintiff has advertised and offered its Goods and
Services using one or mote of the 1-800 Contacts marks in interstate commerce throughout the
United States. The 1-800 Contacts marks have been used extensively in advertising and
promotional media, including the Internet, radio, television, trade shows, various printed media,
and direct mail.

11,  Plaintiff has expended hundreds of millions of dollars advertising and marketing

its Goods and Services using the 1-800 Contacts marks over many years. As a result, the 1-800
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Contacts marks and Goods and Services have achieved significant commercial success and
widespread consumer fame and recognition. In addition, the consuming public has come to
regard the 1-800 Contacts marks as symbols of Plaintiff, of Plaintiff’s quality Goods and
Services, and of Plaintiff’s goodwill as the leader in the retail contact lens industry.

12.  Like Plaintiff, Defendant advertises and offers contact lenses over the Internet
through its www.replacemycontacts.com website in direct competition with Plaintiff. Defendant
does so via keyword advertising campaigns through various search engines such as, for example,
Google, Yahoo, Ask, AOL, and Bing.

13.  On information and belief, Defendant is aware of the stroﬁg consumer recognition
enjoyed by the 1-800 Contacts marks and the significant goodwill Plaintiff has created in those
marks.

14.  In order to frade off of Plaintiff’s goodwill and capitalize on the fame and
recognition of the 1-800 Contacts marks, Defendant has purchased, continues to purchase, and
has caused to be purchased, the 1-800 Contacts marks and/or confusingly similar variations or
misspellings thereof as keywords that trigger the display of sponsored advertisements for
Defendant’s competitive goods and services.

15.  On information and belief, the keyword advertising programs offered by the
various search engines give control to the user, such as Defendant, to (a) select the keywords it
wishes to purchase to trigger its sponsored advertisements, and (b) implement “negative
keywords” that will ensure such advertisements are not triggered in response to a search for such
negative keywords.

16. On information and belief, Defendant is aware of the control it has over the

keyword advertising programs offered by the various search engines with respect to Defendant’s
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advertisements, In particular, Defendant is aware that it can easily implement the 1-800 Contacts
marks and confusingly similar variations or misspellings thereof as “negative keywords” in its
Internet advertising campaigns to ensure that Defendant’s directly competitive advertisements
are not displayed in response to a consumer searching for Plaintiff and/or Plaintiff’s Goods and
Services.

17.  Notwithstanding the foregoing, Defendant has nét sufficiently implemented the
1-800 Contacts marks (and confusingly similar variations or misspellings thereof) as negative
keywords, but has instead voluntarily and consciously paiticipated in causing its competitive
advertisements to be displayed in response to consumers searching for the 1-800 Contacts marlks
and Plaintiff’s Goods and Services.

18.  Defendant’s unauthorized use of the 1-800 Contacts marks as keywords in its
Internet advertising campaigns and Defendant’s participation in causing its sponsored
advertisements to be displayed in response to searches for Plaintiff and Plaintiff’s Goods and
Services has caused, and will continue to cause, confusion and mistake, including initial intere_st
confusion, as to the source or origin of Defendant’s goods and services and is likely to falsely
suggest a sponsorship, connection, license, endorsement or association by Plaintiff with
Defendant’s goods and services, thereby injuring Plaintiff and the consuming public.

19.  Defendant’s actions also unjustly enrich Defendant by wrongfully directing
consumers searching for Plaintiff and Plaintiff’s Goods and Services on the Internet to

Defendant’s competitive website where such consumers purchase contact lenses from Defendant

rather than Plaintiff.
CAUSES OF ACTION
COUNT1
(TRADEMARK INFRINGEMENT UNDER SECTION 43(a) OF THE LANHAM ACT 35 U.S.C. § 1125)
5
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20.  Plaintiff realleges and incorporates by reference ;1! of the foregoing paragraphs.

21.  Defendant’s acts as alleged herein with respect to its infringement of Plaintiffs
marks are likely to cause public confusion, mistake, or deception as to the affiliation, connection,
or association of Plaintiff with Defendat;t. Defendant’s acts are also likely to cause public
confission, mistake, or deception as to the origin, sponsorship, or approval of Defendant’s goods -
and services by Plaintiff. Accordingly, Defendant’s acts constitute trademark infringement in
violation of 15 U.S.C. § 1125(a).

22, To the exteni Defendant utilizes affiliates to conduct keyword advertising on its
behalf, Defendant is secondarily liable for the infringing acts of its affiliates that likewise
purchase the 1-800 Contacts marks and confusingly similar variations or misspellings thereof as
keywords (and fail to implement corresponding negative keywords) in order fo display
advertisements for Defendant’s competitive goods and services in response to searches for
Plaintiff and Plaintiff’s Goods and Services.

23.  Plaintiff has been and will continue to be damaged by such w.rongful acts,

24.  Because Defendant's actions, on information and belief, were intentiopal, willful
and/or deliberate, Plaintiff is entitled to an award of treble damages under § 35(a) of the Lanham |
Act {15 U.8.C. § 1117(a)).

25.  This is an exceptional case, and thus Plaintiff is entitled to an award of attorneys’
fees under § 35(a) of the Lanham Act (15 U.S.C. § 1117(a)).

26. By reason of the foregoing, Plaintiff is entitled to preliminary and permanent
injunctive relief and monetary damages against Defendant.

COUNTII
(TRADEMARK INFRINGEMENT UNDER SECTION 32 OF THE LANHAM ACT - 35 U.S.C. § 1114)

6
4309178_1.D0C
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27.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.

28.  Defendant’s acts as alleged herein with respect to its infringement of Plaintiff’s
marks are likely to cause public confusion, mistake, or deception and, therefore, constitute
trademark infringement in violation of 15 U.S.C. § 1114.

29.  To the extent Defendant utilizes affiliates to conduct keyword advertising on its
behalf, Defendant is secondarily liable for the infringing acts of its affiliates that likewise
purchase the 1-800 Contacts marks and confusingly similar variations or misspellings thereof as
keywords (and fail to implement corresponding negative keywords) in order to display
advertisements for Defendant’s competitive goods and services in response to searches for
Plaintiff and Plaintiff’s Goods and Services.

30.  Plaintiff has been and will continue to be damaged by such wrongful acts.

31.  Because Defendant’s actions, on information and belief, were intentional, willful
and/or deliberate, Plaintiff is entitled to an award of treble damages under § 35(a) of the Lanham
Act (15US.C. § 1117(a)).

32, This is an exceptional case, and thus Plaintiff is entitled to an award of attorneys
fees under § 35(a) of the Lanham Act (15 U.S.C. § 1117(a)).

33, By reason of the foregoing, Plaintiff is entitled to preliminary and permanent
injunctive relief and monetary damages against Defendant.

COUNT 11
(CONTRIBUTORY TRADEMARK INFRINGEMENT UNDER SECTIONS 43(A) AND 32 OF THE
LANHAM ACT)
34.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.
35,  On information and belief, the search engines fhrough which Defendant conducts

its advertising use the 1-800 Contacts marks in order to display Defendant’s competitive

7
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advertisements and links to Defendant’s competitive websites, Such use is a use in commerce in
connection with the advertisement of Defendant’s competitive goods and services which is likely
to cause public confusion, mistake, or deception as to the affiliation, connection, or_association
of Plaintiff with Defendant. Such use is also likely to canse public confusion, mistake,.or
deception as to the origin, sponsorship, or approval of Defendant’s goods and services by
Plaintiff. According]y, the search engines’ acts constitute trademark infringement in violation of
15 U.8.C. §§ 1114 and 1125(a).

36,  Defendant’s actions as alleged above, and particularly Defendant’s failure to
implement appropriate negative keywords in connection with its internet advertising campaigns
through the search engines to ensure that Defendant’s advertisements and/or links to Defendant’s
competitive websites are not displayed in response to or as a result of a search for Plamtiff’s
trademarks and/or Goods and Services, demonstrate a willful blindness to the infringement of the
1-800 Contacts marks and the consumer confusion being caused by its participation in its internet
advertising campaigns. Such actions constitute contributory infringement, whether or not
Defendant affirmatively purchases any of Plaintiff’s tradcmarkg as keywords.

37.  Plaintiff has been and will continue to be damaged by such wrongful acts,

38,  Plaintiff is, therefore, entitled 1o all damages and relief set forth. under Counts |
and II above due to Defendant’s contributory trademark infringement.

| COUNT IV
(COMMON LAW UNFAIR COMPETITION, MISAPPROPRIATION, AND TRADEMARK
INFRINGEMENT — UTAH UNFAIR COMPETITION ACT, UTAH CODE ANN. §13-5a-101 ef. seq.)
39.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.
40.  'The 1-800 Contacts marks are distinetive of Plaintiff’s Goods and Services and of

Plaintiff as the source for those Goods and Services.

A809178_1.DOC
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41,  Defendant’s actions, as alleged above, were intentional business acts that infringe
and diminish the value of Plaintiff’s trademark rights under federal common law and Utah
common law and, therefore, constitute acts of unfair competition under Utah Code Ann, §13-5a-
102(4)(a).

42. By reason of the foregoing, Plaintiff is entitled to injunctive relief and monetary
damages agail;st Defendant. |

43.  The infringing activities of Defendant, on information and belief, are willful and
intentional, thereby justifying an award of exemplary and/or punitive damages.

COUNT V
{UnsusT ENRICHMENT)

44.  Plaintiff realleges and incorporates by this reference all of the foregoing
paragraphs.

45.  Defendant has benefited from the improper, unfair, and unauthorized use of the
1-800 Contacts marks in its Internet advertising and its unauthorized trading off of Plaintift’s
goodwill attendant thereto, as alleged above,

46.  Defendant has knowledge and fully appreciates the benefits it has rgceived from
Plaintiff’s trademark rights, consumer recognition, and goodwill as a result of such actions.

47.  Defendant would be unjustly enriched if it were permitted to retain the proceeds
obtained from such actions.

48.  Equity and good conscience dictate that Defendant be required to account for and

turn over to Plaintiff an amount equal to the value of the benefits involuntarily conferred upon it.

4809178 _1.DOC
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JURY DEMAND

Plaintiff demands that all claims and causes of action raised in this complaint against
Defendant be tried to a jury to the fullest extent possible under the United States and Utah
Constitutions.

PRAYER FOR RELIEF

WHEREFORE, Plainti{f demands judgment against Defendant as follows:

A, Preliminarily and permanently enjoining Defendant, its affiliates, and all other
persons participating or acting in concert with it, from infringing any of Plaintiff’s rights in the
1-800 Contacts marks.

B. Preliminarily and permanently enjoining Defendant, its affiliates, and all other
persons participating or acting in concert with it, from purchasing or using the 1-800 Contacts
marks or any marks confusingly similar to the 1-800 Contacts marks as keywords in Internet
search engine advertising programs and from otherwise using such marks in any manner that is
likely to cause confusion or mistake as to whether Defendant and its goods and services are
authorized by, affiliated with, sponsored by, or endorsed by Plaintiff;

C Ordering Defendant, its affiliates, and all other persons participating or acting in
concert with it to implement the 1-800 Contacts marks and all confusingly similar variations and
misspeiling thereof as negative keywords in all of their search engine advertising campaigns;

D. Ordering Defendant to provide an accounting of all revenues and profits gained
by Defendant while engaging in the acts complained of in this complaint;

B, Ordering Defendant to promulgate corrective advertising pursuant to Utsh Code

Ann. § 13-11a-4(3);

10
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F. Awarding Plaintiff its actual damages, and awarding Plaintiff any additional
damages that the Court deems just and eduitable undet the circumstances of the case; but in no
case less than the statutory damages mandated under Utah Code Ann. § 13-11a-4(2)(b);

G. Awarding Plaintiff, at its election, efther freble or statutory damages in
accordance with § 35 of the Lanham Act (15 U.8.C. § 1117) on all claims asserted under § 43 of
the Lanham Act (15 U.S.C. § 1125); )

H. Awarding Plaintiff damages to which it is entitled based upon Defendant’s unjust
enrichment;

L Awarding Plaintiff prejudgment interest at the rate established under 26 U.5.C.
§ 6621(a)(2) from the date of service of the Complaint through the date of judgment;

J. Awarding Plaintiff its allowable costs_and attorneys fees; and

K. Awarding Plaintiff such other and/or further relief as is just and equitable.

DATED this 6™ day of May, 2010.

Respectfully submitied,
5/ Mark A, Miller
Mark A, Miller (9563)

Bryan G. Pratt (9924)
Brett L. Foster (6089)

Plaintif€s Address:
66 East Wadsworth Park Drive
Draper, Utah 84020

11
4809178_1 1300

Confidential ' 1-800F_00023633



PUBLIC




PUBLIC

UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK

T e T

X
1-800 CONTACTS, INC,, | "E % {J‘v g @ 43

Plaintiff, :
JUDGE BATTS ___Civ, )
WHENU.COM, INC. COMPLAINT
d - TVERN
an ' E @ E ME—‘ i
VISION DIRECT, INC., i
' ocT - ZBULJ
Defendants.

SDC.SD NY.
Y ASHIERS

Plaintiff 1-800 Contacts, Inc. ("1-800 Contacts” or "Plaintiff"), by their undersigned
attornieys, for their Complaint allege against defendants, WhenU.com, Inc, (“WhenU.com”) and

Vision Direct, Inc. ("Vision Direci™) (collectively, the "Defendants"} as follows:

NATURE OF THE ACTION

1. This action is for preliminary and permanent relief, damages, and attorney's fees
and costs arising out of Defendants' acts of trademark infringement, unfair competition, false
designation of origin, trademerk dilution, copyright infringement, and contributory copyright

infriingement, and lortious interference with prospective economié advantage.

THE PARTIES

2. Plaintiff 1-800 Contacts was incorporated in Utah in 1995 and 15 presently
incorporated in Delaware. Its principle place of business is in Draper, Utah, 1-800 Contacts is
the world's largest contact lens distributor, having delivered over 7 million orders to more than
2.5 million customers since its inception in 1995, 1-800 Contacts is a publicly traded company

listed on NASDAQ,
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3. 1-800 Contacts revolutionized the way in which consumers purchase contact
lenses by providing easy and convenient methods of purchase via its Internet website, located at

http://www. 1 800Contacts.com, as well as through its toll-free telephone number, "1-800

Contacts," and by mail.

4, Upon information and belief, Defendant WhenU.com is a corporation organized
and existing under the laws of the State of Delaware, with its principal place of business in New
York, New York.

5. Upon information and belief, Defendant Vision Direct is a Texas Corporation
with its principle place of business in Austin, Texas. Defendant Vision Direct sells contact

lenses through its Internet website, located at http://www.visiondirect.com, as well as by

telephone and mail, and endeavors to compete with the Plaintiff.

JURISDICTION AND VENUE

6. This Court has subject matter jurisdiction over this action under 15 U.S.C. §1121,
28 U.S.C. §1331, and 28 U.S.C. § 1338(a) and (b). This Court has supplemental jurisdiction
over the state law claims pursuant to 28 U.S.C. §1367(a) because those claims are so related to
the federal claims brought herein as to form part of the same case or controversy.

p s Venue is proper in this district under 28 U.S.C. §1391(b) and 28 U.S.C. §1400(a)
because Defendants reside in this district within the meaning of 28 U.S.C. §1391(c).

8. WhenU.com is subject to personal jurisdiction in this district because its principle
place of business is in the State of New York within this district.

9. Vision Direct is subject to personal jurisdiction in this district because it practices
the untawful conduct complained of herein, in part, within the State of New York and this
district; because the unlawful conduct complained of herein causes injury, in part, within the
State of New York and this district: and because Vision Direct regularly does or solicits business,
engages in other persistent courses of conduct and/or derives substantial revenue from goods |

used or consumed or services rendered within the State of New York and this district.
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Moreover, Vision Direct regutarly and systematically has directed electronic activity into
the State of New York with the manifested intent of engaging in business within the State and
that activity has resulted in causes of action cognizable within the State. Vision Direct's actions
in this regard include causing the regular placement of pop-up advertisements upon the screens
of numerous PCs within the State; the offering of contact lens products to PC users within the
State, many of whom purchased such products; and entry into contracts with residents of the
State. Upon information and belief, these actions by Vision Direct were the means by which
actual business was conducted by Vision Direct within the State and which resulted in
cognizable causes of action within the State. In particular, Vision Direct entered into a contract
with WhenU.com, a corporation with its principal place of business in the State of New York and
within this district, which resulted in the unautborized placement of Vision Direct advertisements

upon the Plaintiff's websites, the exact harm complained of in this lawsuit,

PLAINTIFF'S TRADEMARKS

10.  OnJuly 8, 1999, 1-800 Contacts filed to register the service mark "1-800
CONTACTS" with the United States Patent and Trademark Office ("USPTO") USPTO for use
in connection with retail sales via electronic retailing services using a computer, by mail order
and by telephone order, for the field of contact lenses and related products. That application
remains pending. See USPTO Trademark Application No. 75/746,706 (appended hereto as
Exhibit A).

11. On October 2, 2000, 1-800 Contacts filed to register the service mark "1-800
CONTACTS" and associated design logo with the USPTO for use in connection with retail sales
via electronic retailing services using a computer, by mail order and by telephone order, for the
field of contact lenses and related products. That application remains pending. See USPTO
Trademark Application No. 76/138,625 (appended hereto as Exhibit B).

12.  On August 29, 2000, 1-800 Contacts registered the service mark "WE DELIVER.
YOU SAVE." with the USPTO for use in connection with retail sales via electronic retailing

services using a computer, by mail order and by telephone order, for the field of contact lenses
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and related products. On April 9, 2002, the USPTO issued a registered service mark. See
Federal Trademark Reg. No. 2558233 (appended hereto as Exhibit C.)

13.  1-800 Contacts has continuously promoted and advertised the above-described
trademarks in interstate commerce in the United States and throughout the world since at least as
early as July 1995, Plaintiff has spent significant sums promoting these matlcs over the last
seven years. In 2001 aionc, 1-800 Contacts spent $26.8 miliion oo marketing.

4. In 2001, there were 3169 million worth of retail transactions under Plaintiff's
trademarks.

15, Through Plaintiff's actions, and because of widespread and favorable public
acceptance and recognition, the Plaintiff's trademarks have become a distinctive designation of
the source of origin of Plaintiff's goods and services. The Plaintiff's trademarks have become
uniguely associated wﬁh, and hence identify, the Plaintiff. These marks are an asset of
incalculable value as a symbo! of the Plaintiff, its quality services and its goodwill.

16.  Accordingly, the Plaintiff's trademarks have developed secondary meaning and

are famous marks.

PLAINTIFF'S COPYRIGHT

17.  Plaintiff is the sole owner of the 1-800contacts.com website and holds 2 valid
copyright on the 1-800Contacts.com website,

18.  Plaintiff registered its copyright to the 1-806Contacts.com wehsite with the
Copynght Office of the United States Library of Congress ("Copyright Office™) on October 2,
2000. See Certificate of Registration No. VA-1-032-662 (appended hereto as Exhibit D).

19, Plaintiff grants visitors to its website 2 non-exclusive, non-transferable, limited
right to access, use and display the website and its content for the viewers' personal, non-
commercial use. Visitors are explicitly prohibited from modifying any of the website content or

the manner in which the content is displayed.
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FACTUAL BACKGROUND

A, The Intereet And The World Wide Web

20.  The Iutemnet is a global network of millions of interconnected computers, The
World Wide Web is a portion of the Internet especially suited to displaying images and sound, in
addition to text. Much of the information on the World Wide Web is stored in the form of
"webpages,” which can be accessed thirough a computer connected to the Internet (available
through commercial Internet service providers or "ISPs"), and viewed using a computer program
called a "browser," such as Microsoft Internet Explorer and Netscape Navigator. "Websites” are
locations on the World Wide Web containing a collection of webpages. A webpage is identified
by its own unique Uniform Resource Locator ("URL") {e.g., hitn://www.]1800contacts.com),
which ordinarily incorporates its site's "domain name" (e.g., 1-800 Contacts).

21.  Internet use in the United States has grown substantially in the last few years.
More than half of the nation, roughly 53.9 million households, are now online. Internet use in
the United States continues to grow at an astonishing rate of two million new Internet users per
month.

22. The Internet has revolutionized commercial sales activities in the United States
and throughout the world. Using the Internet, consumers now have the power to comparatively
shop multiple, worldwide vendors, without leaving the comforts of their homes.

23, Among Internet users in the United States, 39 percent currently use the Internet to
make online purchases,

24.  Asaresult, Internet sales, or "e-commerce” reached an estimated $48.28 billion

by 2000.

B. The Business Of Phaintiff 1-800 Contacts
25 Plaintiff 1-800 Contacts has established and operates a website for the purpose of

advertising and selling contact tenses and related products. Plaintiff prominently displays its "1-
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800 Contacts” and "We Deliver. You Save." rademarks on its website. Plaintiff also sells its
products through its easy to remember toll-free "1-800 Contacts" telephone number and by mail.

26.  Plaintiff is recognized as the leading distributor of contact lenses, with sales
growing from $3.6 million in 1996 to $169 million in 2001.

27.  1-800 Contacts has achieved such success in part becanse 1-800 Contacts offers
consumers a simple, convenient and efficient method for purchasing contact lenses. In support
of this goal, 1-800 Contacts has invested in excess of $45 million in its contact lenses iventory.
In adc_iition, 1-800 Contacts has invested substantially in the information systemns and Internet
infrastructure necessary to support customer sales.

28.  Plaintiff derives a substantia] portion of its sales fiom e-commerce. Therefore,
great care and enormons efforts are undertaken by the Plaintiff to present its webpage content
with a specific "look and feel” that will encourage site visitors to remain at the site, to purchase
Plaintiff's products and to return to Plaintiff's website for future purchases. Plaintiff deliberately
designs its website to display and advertise its products and related information in a manner that
will be visnally attractive and easy to navigate for site visitors.

29, Plaintiff offers users the ability to personalize the services available on or through
its website. For example, customers may "store” their purchase details, such as their contact lens
prescription or billing information, by registering on Plaintiffs website,

30, As aresult of these design efforts, millions of customers have developed strong
relationships with 1-800 Contacts, and return to the 1-800Contacts.com website repeatedly fo
purchase their contact lenses.

31. 1-800 Contacts uses ils website to advertise and 1o sell exclusively its products,
Plaintiff does not permit other advertising on its website. Moreover, the Plaintiff's website does

not utilize pop-up advertisements.
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C. The Business of Wheril.com

32.  WhenU.com is in the business of selling oniine advertising. But, rather than sell
advertising on its own website, WhenU.com sells pop-up ads on other websites WITHOUT the
permission of or payment to such websites.

33, Upon information and belief, WhenU.com's unauthorized pop-up advertising
scheme operates ag follows:

a) WhenU.com distributes a software program called "SaveNow" that resides
on & user's desktop. WhenU.com also bundles the SaveNow sofiware with
many of the Web's mast popularty downloaded software programs,
inchuding: MP3 players, screensavers, online games and shopping tools.
Anyone who downloads these popular free software programs may have
the SaveNow software automatically dowaloaded and installed on their
computer.

b) Once SaveNow software is installed on a personal éornputer, whenever a
user initiates a browser-based Internet connection, SaveNow automatically
launches and communicates Fequently with WhenU.com's computer
servers, monitoring the user's activities on the World Wide Web and
Iransmitting that information over the Internet to WhenU.com. Software
that operates in this manner is cornmonty czlled "spyware.”

¢} When a PC user visits certain websites, Whenl].com's remote computer
systems will transmit to the nser's computer one or more unauthorized
pop-up advertisements to be displayed directly over the content that the
owner of the website intended to be displayed.

d) WhenU.com's unauthorized pop-up advertisements typically appear at
approximately the same time as the webpage that the user has requesied.
Ag a result of WhenU.com's unauthorized pop-up advertisernents, users
ordinarily do not see the webpage in the manner the wehsite owner

intended to display it.
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34,  In order for the PC user to see the webpage displayed as intended by the website
owner, the user must move their mouse to the pop-up advertisement and click the mouse to close
WhenU com's unauthorized pop-up advertisement, thus delaying access to the site’s content.

35.  In the example below, 2 WhenU.com pop-up advertisement for Defendant Vision

Direct appears on the home page for Plaintiff's website.
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36.  Upon information and belief, Whenll.com has also caused pop-up advertisements
to appear on top of viewers' copies of the 1-800Contacts.com web pages on which viewers place
their orders for Plaintiff's products. These pop-up advertisernents appsar on the secure side of
the 1-800Contacts.com server, an to the same web pages in which users are entering confidential
payment information.

37.  Anexample of a WhenU.com pop-up advertisement that appeared on a secure

page of Plaintiff's website is set out below.
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38.  The above examples of WhenU.com pop-up advertiserments appeared on the 1-

SOt}contécts,com website without 1-800 Contacts's authorization. Upon information and belief,
WhenU.com does not seek or obtain the anthorization of the websites upon which it causes is
pop-up advertisements to appear.

39,  WhenU.com asserts that SaveNow currently resides on 15 million personal
compulers.

40.  Upon information and belief, WheaU.com offers to third-party Internst
advertisers, such as Defendant Vision Direct, the opportunity to "buy” URLs on which SaveNow
will cause to appear pop-up advertisements for the third party advertisers. Indeed, SaveNow
software was designed to allow it to cause advertisernents from any originating server to display
on any website.

41,  Upon information and belief, WhenU.com's software was designed to divert and

Jure Internet users from the websites they intend to visit o other websites owned by
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WhenU.com's advertisers. Indeed, WhenU.com claims to have "industry leading click through
rates.” WhenlJ.com shares with its advertisers the revenue generated by the advertisements,
offers and coupons that pop-up on to the nsers' screen. None of this revenue is paid to the
websites targeted by WhenU.com. Thus, WhenU.com profits from free riding on other websites'
content.

42.  'WhenU.com's pop-up advertising scheme enables WhenU.com to profit, withant
the permission of the websites it targets and without having to make any investment or exert any
effort 1o create and develop content that attracts and holds viewers, from pop-up advertisements
displayed over other websites that have not authorized, do not want and are directly injured by
such parasitic inierference with the display and appearence of their sites.

43.  WhenU.com's pop-up advertising scheme is inherently deceptive and misleads
users into falsely belieﬁng the pop-up advertisements supplied by WhenU.com are in actuality
advertisements authorized by and originating with the underiying website.

44,  WhenU.com does not prominently advise persons who have downloaded
SaveNow software that unauthorized pop-up advertisements will be systematically delivered 1o
change the display of content on particular websites.

45.  Evenif WhenU.com delivered such a warmning message, there would be no way lo
eliminate the inherent confusion created by WhenU.com's wrongful conduct.

46.  Because WhenU.com's unauthorized pop-up advertisements appear on a user's
screen simultaneously, or nearly simultaneously, with the downloading and opening of the
requesied webpage of the targeted website, the WhenU.com pop-up advertisements appear to be
an integral and fully authorized part of the original underlying webpage.

47.  The WhenU.com advertisements fail to suggest that they are nof authorized and

supplied by the underlying websiie,

D.  The Business of Vision Direct
48,  Defendant Vision Direct is in the business of scliing contact lens via its Internet

website, located at hitp://www.visiondirect.com, by telephone and by mail. Upon information

10
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and belief, Vision Direct endeavors to compete with the Plaintiff by engaging in agpressive
advertising schemes that target customers visiting Plaintiff's website.

49.  Upon information and belief, on November 1, 2001, Vision Direct registered the
internet domain name located at http://www.wwyw1800contacts com. The domain name

www. www1800contacts.com s identical or confusingty similar to Plaintiff’s 1-800 Contacts

marks. Vision Direct registered and continues to maintain its registration in the domain nams

www.www1800contacts com with the bad faith intent to profit from and/or damage Plaintiff's 1-

800 CONTACTS marks.

50.  Upon information and belief, beginning in at least the sumimer of 2002, Vision
Direct, without Plaintiff's authorization, caused Vision Direct advertisements to appear over top
of some viewers' copies of the 1-800contacts.com webpage. These unauthorized advertisements
changed the appearance of the 1-800contacts.com website,

51.  Anexample of such an unauthorized Vision Direct advertisement, as placed onto

the 1—8(}0contacts com web page, is set forth below:
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52, These unauthorized Vision Direct advertisements alter the appearance of the
1-800contacts.com webpage. These nnauthorized modifications also constitute a derivative work

of the 1-800contacts.com website.

E. Harm To Plaintiff

53, Since at least the summer of 2002, Defendants have specifically targeted, and
continue to targat, the Plaintiff's website for the delivery of unauthorized pop-up advertising.

54.  Upon information and belief, Defendants have already delivered hundreds of
thousands of unanthorized pop-up advertisements to Plaintiff's website.

55.  Plaintiff has not given Defendants permission or a license to place advertisements
‘on to the 1-800Contacts.com website or copies of the webpage.

56.  Defendants are not licensed or otherwise anthorized to use, alter, modify, change
the appearance of or add to the 1-800Contacts.com website or copies of the webpage, nor are
Defendants licensed to creats derivative works based on the 1-800Contacts.com website.

57.  All of the pop-up advertisements that Defendants have displayed on the Plaintiff's
website have been disptayed without the authorization or permission of the Plamtiff.

58, Upon information and belief, Defendants knew or should have known of
Plaintiff's rights in its trademarks and the 1-800Contacts.com website.

59,  Upon information and belief, Defendants nevertheless caused Vision Direct
advertisements to be added on to viewers' copies of the 1-800Contacts.com website.

60.  Upon information and belief, Defendants caused these advertisements to be added
on fo viewers' copies of the 1-800contacts.com website with the intent to confuse and deceive
customers as to the source of Vision Direct's services and to trade upon the goodwill and
substantial customer recognition associated with the 1-800 Contacts marks.

61.  The Vision Direct advertisements on the 1-800Contacts.com website blur the
Plaintiffs trademarks and dilute the marks' ability to identify Plaintiff as a source of goods and

services.
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62.  Plaintiffs current customers have been and will likely continue to be confused
about the origin and sponsorship of Defendants’ services. Potential customers, as well as
members of the general public, are also likely to be confused.

63.  Confusion regarding Defendant Vision Direct's implied affiliation with Plaintiff
hes damaged and will continue to damage Plaintiff's reputation and customer relationships.

64.  Upon information and belief, Defendants caused these advertisements to be added
on to viewers' copies of the 1-800Contacts.com website with the intent to infrings and to cause
viewers to infringe Plaintiff's copyright in the website. Alternatively, Defendants have acted
with reckless disregard for Plaintiff's copyright.

65.  In the short term, Defendants' actions steal customers from Plaintiff, erode the
attractiveness of shopping on the Plaintiff's website and disrupt Plaintiff's efforts to create a "user
friendly" site. In the long term, if left unchecked, Defendants' actions imperil the economic
viability of the Plaintiff's business.

66.  Asof at least September 24, 2002, unauthorized pop-up advertisements from
Defendants continue to appear over top of viewers' copies of the Plaintiff's website,

67.  Defendants' actions have caused damage and irreparable injury to the Plaintiff.
Further damage and irreparable injury will result if WhenU.com and Vision Direct are allowed to
continue to violate Plaintiff's rights.

68.  Plaintiff has no adequate remedy at law.

FIRST CLAIM FOR RELIEF
FOR FEDERAL TRADEMARK INFRINGEMENT

69.  Paragraphs 1 through 68 are repeated and realleged as if fully set forth herein,

70.  Plaintiff owns a valid, federally registered trademark entitled to protection under
the Lanham Act.

71.  Defendants' unauthorized use of Plaintiff's marks in commerce has caused and is
Tikely to continue to cause consumer confusion.

79 Defendants' conduct constitutes trademark infringement in violation of Section

32(]) of the Lanham Act, 15 US.C. § 1114(D).

13
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SECOND CLAIM FOR RELIEF
FOR UNFAIR COMPETITION UNDER THE LANHAM ACT

73.  Paragraphs 1 through 72 are repeated and realleged as if fully set forth herein.

74.  Plaintiff owns valid common law and federally registered trademarks entitled to
protection under the Lanham Act.

75, Defendants' unauthorized use of the Plaintiffs marks in commerce has caused and
is likely to continue to cause consumer confusion as to the origin or sponsorship of Defendant
Vision Direct's products and services and the association of Defendant Vision Direct's products
and serveies with Plaintiff or Plaintiff's products and services.

76.  Defendants' conduct constitutes a false designation of origin and a false
description and representation, in violation of Section 43(a) of the Lanham Act, 15 U.S.C.
§1125(2).

THRID CLAIM FOR RELIEF
FOR COMMON LAW UNFAIR COMPETITION

77.  Paragraphs 1 through 76 are repeated and realleged as if fully set forth herein.

78.  Defendants' unauthorized use of the Plaintiff's marks in commerce has caused and
is likely to continue to cause consumer confusion and induce consumers 1o believe that the
Plaintiff and Defendant Vision Direct or their products or services are affiliated.

79.  Defendants have misappropriated Plaintiff's marks, reputation, and good will
through their actions.

80.  Defendants have acted deliberately and with bad faith.

81.  Defendants have engaged in unfair methods of competition in violation of the
common law,

82.  As aresult of Defendants' conduct, Plaintiff is suffering, and will continue to
suffer, damage to its reputation because of consumer confusion as to the origin or sponsorship of
Defendant Vision Direct's products and services and the association of Defendant Vision Direct's

products and services with Plaintiff or Plaintiff's products and services, and loss of profits.

14
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FOURTH CLAIM FOR RELIEF
FOR FALSE DESIGNATION OF ORIGIN
83.  Paragraphs 1 through 82 are repeated and realleged as if fully set forth herein.
84.  Defendants' conduct constitutes false designation of origin and false description

and representation, in violation of Section 43(z) of the Lanham Act, 15 U.5.C. § 1125(2).

FIFTH CLAIM FOR RELIEF
FOR DILUTION UNDER THE FEDERAL TRADEMARK DILUTION ACT

5.  Paragraphs 1 through 84 are repeated and realleged as if fully set forth herein,

86.  Plaintiff owns valid common law and federally registered tradernarks entitied to
protection under the Lanham Act. These marks are famous within the meaning of 15 U.S.C. §
1125(c).

87.  Defendants' pop-up advertising scheme has the effect of blurring Plaintiff's
trademarks and thereby diluting the marks' ability to identify Plaintiff as a source of goods or
SBIViGes.

88.  Defendants have made unauthorized commercial use of Plaintiff's marks in
COMIMErce,

89.  Defendants' conduct has diluted the distinctive quatity of Plaintiff's famous marks

in violation of Section 43(c) of the Lanham Act, 15 U.5.C. § 1125(c).

SIXTH CLAIM FOR RELIEF
FOR DILUTION UNDER N.Y. Gen. Bus, Law §360-1

90.  Paragraphs 1 through 89 are repeated and realieged as if fully set forth herein.
91.  Defendants' conduct has diluted the distinctive quality of Plaintiff's marks and/or

cansed injury to Plaintiff's business reputation in violation of N.Y. Gen. Bus. Law §360-1.
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SEVENTH CLAIM FOR RELIEF
FOR CYBERSQUATTING UNDER 15 U.S.C. §1125(d)

92.  Paragraphs 1 through 91 are repeated and realleged as if fully set forth herein,

93, The Plaintiff owns valid trademarks and or rights to valid trademarks entitled to
protection under the Lenham Act.

94.  Plaintiff’s 1-800 CONTACTS marks are protected marks within the meaning of
the Anticybersquatting Consumer Protection Act, 15 U.S.C. §1 125(d)(1)(A). The 1-800
CONTACTS marks are famous marks.

95.  In choosing the domain name www.www]800Contacts.com, Defendant Vision

Direct intended to and has diverted customers from Plaintiff's online location to a site that is
likely to harm, and has harmed the goodwill represented by Plaintiff’s 1-800 CONTACTS
marks, for Defendant Vision Direct’s commercial gain or in an attempt to damage the marks, by
creating a likelihood of confusion as to source, sponsorship, affiliation, or endorsement of
Defendant Vision Direct’s website,

96.  Defendant Vision Direct registered and has maintained its registration in, the

domain name www.www1800Contacts.com. Defendant Vision Direct registered and maintains

its registration in www.www]800Contacts.com with a bad faith intent io profit from and/or

damage Plaintiff's 1-800 CONTACTS marks. The domain name www.www]1800Contacts.com

is identical or confusingly similar to Plaintiff’s 1-800 Contacts marks.
97.  Defendant Vision Direct’s conduct constitutes cybersquatting in violation of

Section 43(c) of the Lanham Act, 15 U.S.C. §1125(d).

EIGHTH CLAIM FOR RELIEF
COPYRIGHT INFRINGEMENT

98,  Paragraphs 1 through 97 are repeated and realleged as if fully set forth herein.
99.  Plaintiff owns a valid copyright in the 1-800Contacts.com website.

100.  Plaintiff has registered this copyright with the United States Copyright Office.
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101. Defendants' conduct, inclnding causing advertisements to be added on to or over
top of viewers' copies of the 1-800Contacts.com web page violates Plaintiff's exclusive rights in
its copyright. |

102, Defendants’ conduct constitutes an unauthorized display of the Plaintiff's
copyrighted work and the nnauthorized preparation of a derjvative work based upon the
copyrighted work in violation of Plaintiff’s exclusive rights in its copyright.

103. Defendants’ conduct constitutes copyright infringement under the Federal

Copyright Act, 17 U.S.C. §§101, et seg.

NINTH CLAIM FOR RELIEF
CONTRIBUTORY COPYRIGHT INFRINGEMENT

104, Paragraphs 1 through 103 are repeated and realleged as if fully set forth herein.

105. Plaintiff owns a valid copyright in the 1-800contacts.com website.

106.  Plaintiff has registered this copyright with the United States Copyright Office.

107. Defendants have knowingly (or with reckless disregard for Plaintiff's rights)
indnced, caused, or materially contributed to conduct by third parties, which violates Plaintiff's
exclusive rights in their copyright.

108. Defendants' conduct facilitates the unauthorized and infringing public display of
the Plaintiff's copyrighted work by third parties as well as the creation of unauthorized derivative
works by those same third parties. Defendants have engaged in this pop-up advertising scheme
knowingly, or with reckless disregard, that it was inducing, ceusing or materially contributing to
conduct by third parties that infringed the Plaintiff's exclusive rights in its copyright.

109. Defendants' conduct constitutes contributory copyright infringement under the

Federal Copyright Act, 17 U.8.C. §§101, et seq.

TENTH CLAIM FOR RELIEF
TORTIOUS INTERFERENCE
WITH PROSPECTIVE ECONOMIC ADVANTAGE

110. Paragraphs 1 through 109 are repeated and realleged as if fully set forth herein.

17
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111. Many of the Plaintiff's customers regularly purchase contact lens from Plaintiff's
website. Tt is probable that such customers and others will continue to visit Plaintiff's website
and purchase Plaintiff's goods and services in the future, Upon information and belief,
Defendants were aware of the existence of Plaintiff's reasonable expectancy of future
transactions with Plaintiff's returming customers.

112. Absent Defendants' intentional and improper interference through their pop-up
advertising scheme, it is reasonably certain that Plaintiff would realize additional sales from
existing customers and/or new customers. Defendants’ pop-up advertising scheme, however,
damages Plaintiff.

113. Defendants' pop-up advertising scheme constitutes rmproper interference with the
Plaintiff's prospective economic advantage.

WHEREFORE, Plaintiff prays for judgment in its favor and against Defendants as
follows:

A. A preliminary and a permanent injunction, prohibiting Defendants, their agents,
servants, employees, officers, attorneys, and all other persons in active concert or
participation with them, from:

1. placing, or causing any other entity to place, advertisements of any kind
on any copy of the 1-800Contacts.com website, without the express
consent of the Plaintiff;

2. altering or modifying, or causing any other entity io alter or modify, any
copy of the 1-800Contacts.com website in any way, including its
appearance or how it is displayed;

3. infringing, or causing any other entity to infringe, Plaintiff's copyright;

4. making any designations of origin, descriptions, representations or
suggstions that Plaintiff is the source, sponsor or in any way affiliated with
Defendant Vision Direct's website and services;

5. acting in any manner that causes Defendants' products, services, websiles,

or advertisements to be in any way associated with Plaintiff's products,

18
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services, or website, including, but not limited to, any means of marketing,
advertising, or agreements with third parties likely to induce the belief that  *
Defendants or Defendants’ websites, advertisements, products or services
are in any way associated, connected, or affiliated with, or licensed or
authorized by Plaintiff;

6, infringing, or causing any other entity to infringe, Plaintiff's trademarks
and/or service marks rights;

7. unfairly designating the origin of Defendant Vision Direct's website and
services, or otherwise creating confusion regarding the origin of
Defendant Vision Direct's website and services;

8. unfairly competing with Plaintiff in any manner whatsoever;

9. acting, or causing another entity to act, in any manner likely to dilute,
tarnish, or blur the distinctiveness of the 1-800 Contacts marks;

10. causing a likelihood of confusion or injuries to Plaintiff's business
reputation;

11. interfering with Plaintiff's reasonable business expectations; and

3. An order directing Defendants, their agents, servants, employees, franchisees,
licensees, attorneys, and all others in active concert or participation with
Defendants to deliver to Plaintiff any agreements between Defendants and any
other party or parties that relate to the use of any means by which advertisements
are added on to the 1-800Contacts.com website or viewers' copies thereof;

C. An order directing Defendants to file with this Court and serve on Plaintiff within
thirty (30) days after the service of the injunction, a report in writing, under oath,
that describes in detail the manner and form in which Defendants have complied
with the orders of this Court;

D. An order directing an accounting to determine all gains, profits, savings, and

advantages obtained by Defendants as a result of their wrongful actions;
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E. Awarding restitution to Plaintiff of ail gains, profits, savings, and advantages
obtained by Defendants as a result of their wrongful actions;

F. Awarding Plaintiff all damages caused by Defendants’ wrongful actions;

G. Awarding Plaintiff treble the amount of its damages, together with the costs of
this suit, including reasonable attorneys' fees and expenses and prejudgment
interest;

H. Awarding Plaintiff an amount sufficient io conduct 2 corrective advertising
campaign to dispel the effects of Defendants’ wrongful conduct and confusing and
misleading advertising;

L An order directing Defendants to post on their websites corrective advertising in 2
manner and form o be established by the Court;

J. Awarding Plaintiff punitive damages in an amount sufficient to deter other and
future similar conduct by Defendants and others; and

K. Granting Plaintiff such other and further relief as the Court may deem just,

DEMAND FOR JURY TRIAL

Plaintiff hercby demands a trial by jury on all issues and claims so triable.



DATED: New York, New York

October 9, 2002

Of Counsel:

Terence P. Ross
Hill B. Wellford
Amy E. Barrier
Claudia M. Osorio

GIBSON DUNN & CRUTCHER LLP

“ Ma:shall R. ng (MK- /642)

200 Park Avenue,

New York, New York 10166-0193
Telephone: (212) 351-4000
Facsimile: (212) 351-4035

PUBLIC

Attorneys for Plamtiff 1-800 Contacts, Inc,

1-800 Contacts, Inc.

GIBSON, DUNN & CRUTCHER, LLP

1050 Connecticut Ave., NNW.

Washington, D.C. 20036
{202) 955-8500

70219122_4.DOC
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UNITED STATES DEPARTMENT OF COMMERCE
United States Pateni and ‘Trademark Office

Auguast 13, 2002

THIS 1§ TO CERTIFY THAT ANNEXED IS A TRUE COPY F ROM THE
RECORDS OF THIS OFFICE OF THE APPLICATION AS FILED FOR:

TRADEMARK APPLICATION: 75/746,706
FILING DATE: July 08, 1999

COMMISSIONER OF PATENTS AND TRADEMARKS

- s
, y 4 "/ / -
/ c/é e

N. WOODSON
Certifying Officer
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75746706

TRADEMARK APPLICATION SERIAL NO.

US. DEPARTMENT OF COMMERCE
PATENT AND TRADEMARK OFFICE
FEE RECORD SHEET

. BTRR)SE VEGLE 0000181 TETHGT

) Fordid BRS04 @

PTO-1535
(5/8T)

Topy providsd by USETO rom the TIGAS hags Databnan on 06122002
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. ’ Godwa d ATTORNEYS AT LAW Palo Ahw. CA
.C oley Godward rrp] roe e ch,
. Menk Park, €
Ot Maritime Pinza il
20th Floor San D
San Franciace, CA an Diego, CA
54111.358D BSB 530.6000
Mmn 415 693-2000 Bouldar, CO
Fax 415 931.3689 103 546-4000
1 o . Deover, CO
July &, 199 303 6061800
. Heston, VA
Yia EXPRESS MAIL www,copley.com 703.262-8000
Rarkiang, WA

Assistant Commissioner for Trademarks 425 BY3-7700

Box NEW APP FEE MICHELLE E. BROWNLEE
2900 Crystal Drive 415693.216)
Addington, Virginia 22202-3513 mbrovmleogeonley.com

Re:  New Application for Registration of an In-Use Service Mark
Our File: 1-800 CONTACTS, INC/IB0DCONTACTS/.S., Class 35

Dear Assistant Commissioner:

Enclased for filing, please find an in-uss service mark application identified as follows:

Applicant: 1-800 CONTACTS, INC.
int. Class: 3s
Mark: LBODCONTACTS

Three specimens showing the mark as sctunlly used accompany this application. Also enclosed is a
check in the amount af $245.00 1w cover the Tiling fee. Please charge any deficiency, or credit any
over payment, of this fee 10 Deposit Account No. 03-311E. A dupliceie copy of this letter as
authorization js attached for your convenience.

Please return the enciosed poét card including the filing date and serial number, Thank you,
Very truly yours,
CooLEY GDDWARD LLP
7 p 3

U &
Michellz Brownlee
MEBmly
Enclosures

ce! Mr. Scout Tanner
John W, Cristenden, Esq.

4147H ¥)ISF
fara ol e
DIORSVI1IS0

Topy provided by USPTO trom the TIGRS Imags Daotsbese on 05-12-2002
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«Certilicate of Molling: #EMS174314930US

I herehy cenify that this comespondence is being deposited with the Uniled
States Postal Servite ac Express Mail, postage propaid in an envelope
addressed 10! Box NEW APP FEE, Assistaml Commissioner for Trademarks,
2800 Lrystal Drive, Arlingion, VA 2%

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Mark: {8DOCONTACTS
Int’l. Class: 35

TO THE ASSISTANT COMMISSIONER FOR TRADEMARKS:

Applicant: 1-300 CONTACTS, INC., a Delaware corporation, having its principal place
of business at 66 East Wadsworth Park Drive, 3rd Floor, Draper, UT 84020,

Applicamt requests registration of the above-identificd service mark, shown in the
accompanying drawing, in the United States Patent and Trademark Office on the Principat
Repister established by the Act of July 5, 1946 (15 LLS.C. § 105! et scq., as amended) for the
following services: retzil services, fealuring contacl lenses and related products in International
Cless 35.

Applicent belives that the mark has become distinctive of Applicant’s services in
interstaie commerce. As evidence thereof, submitted with this applicatior is a Declaration of

Appilicant.

Copy provided by USPTO ram tho Tlcf-l-S,_Imnga Database op 0B-12.2002
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/

I
# The mark was first used in connection with the services at least as early as July, 1995

was first used in interstate commerce al least as carly as July, 1995 and is now in use in such
COMMIEELE.

The mark is used on advertising, on computer web sites, and in other ways customary in
the wade, Thrze (3} specimens showing the mark as actuslly used in commerce are presented
herewith.

DECLARATION

The undersipned, being hereby warned that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under 18 U.S.C. § 1001, and thar such willful
fulse statements may jeopardize the validity of the Application or any resulting registration,
declares that he is properly authorized to execute this Application on behall of the Applicant; he
believes the Applicant 10 be the owner of the scrvice mark sought to be repistered; to the best of
his knowledge and belief no other person, firm, corporalion, or association has the night to use
the above-identified mark in comwmerce, either tn the identical form or in such near resemblance
thereto as may be likely, when used in connection with the services of such other person, to
cause confusion, or to cause mislake, or to decelve; and all statements made of his own

knowledge are true and all statements made on infonmation and belief are believed to be true,

Gopy provided by USFTD frem the TICAS Imepe Database on 08-12-2002
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POWER OF ATTQRNEY

Applicant hereby appoints Michelle E. Brownlee, John W. Crittenden, Janet L. Cullum,
Anng H. Peck, Susen D. Rerney-Key, Todd S. Bontemps, Sugan P. Gibbs, Larissa AL . Kehoe,
Beatriz Mejie, Tsan Merritt-Poree, Eugene M. Pak, Cheryl L. Sakowski, Gretchen R, Stroud and
Kathryn M. Wheble, Cooley Godward LLP, One Maritime Plaza, 20th Floor, San Francisca,
California 94111-3580, Aftorneys at Law, 1o prosecate this Application to register, to transant all
business in the Patent and Trademark Office in conncction therewith, and 1o recefve the
Certificate of Registration,
Applicant requests that all correspondence be difected to:
Michelz Brownlee, Esq,
CooLEY GODWARD LLP
One Maritime Plaza, 20th Floor
San Francisco, CA 94111-3580
Telephone: (415) 693-2000 — -

1-800 CONTACTS, INC.,
# Delaware corporation

Date; J‘[ZJ‘M . By: /(‘ ; e

o Scatt Tanner
Chief Financial Officer

Copy pravided by USPTO from ihe TICRE Imegs Databose on DB-15.900%

| e nand
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Free shipping with check orders:
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applicant: 1-800 CONTACTS, INC.

«@ Address: €6 East Wadsworth Park Drive, 3rd
Floor, Dbraper, UT B4020

services: : retail services, featuring contact
Tenses and related profucts

Date of First Use: . July, 1953

pate of First Use
in Interstate Commexrce: July, 1985

1800CONTACTS
WA ME T A e
07081888
V. ATt B TMOICTP Anax Aept DY 164 \

AT1067 vEBF

ST DOC

DIOETRIIL

) j TRADEMARK

: T
: 15746705

Copy provided by USFTO fram: the TICHS Image Dolabaee on OB-12-2002
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TG AL TOVEOM THESE PRESENTS; SHaI: COMES

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

Augnst 13, 2002

THIS IS TO CERTIFY THAT ANNEXED IS A TRUE COPY FROM THE
RECORDS OF THIS OFFICE OF THE APPLICATION AS FILED FOR:

TRADEMARK APPLICATION: 76/138,625
FILING DATE: October 02, 2000

» By Authority of the
COMMISSIONER OF PATENTS AND TRADEMARKS

R -
S et
N, WOODSON
Certifying Officer
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76138625

/ TRADEMARK APPLICATION SERIAL NO.

U, DEPARTMENT OF COMMERCE
PATENT AND TRADEMARK OFFICE
FEE RECORD SHEET

1670472000 RYIEESS L0S000sE TEIRED
0} FLedsh 0B

PTO-1555
{5/8T)

Coov nrovided by USPTQ hem the TICRS Image Ontabase on Dﬂ-ﬁ-?bﬂé



PUBLIC

BRI}
vy Hot
sstpvigk@brinkshofer.com G ' LE

&L
October 2, 2000 A Proriss
ITRLLECT
HBC Yowl
455 M, C
VIA EXPRESS MAIL NO. 457 104 595 US i
Fax 312-
Commissioner for Trademarks Lo
BOX NEW APP FEE San Jost,
2900 Crystal Drive bt
Arlington, VA 22202-3513 frs—

Re:  Application for service Marlk Registration
Based Upon Actual Use
Service Mark: 1800CONTACTS and Design
Applicant:  1-800 Contacts, Inc,
Our Cnse Na.: 10339/14

Dear Sit:

Enclosed on behalf of the above-identified applicant are the following
documents in connection with its application for registration of the service mark
named above:

(1) Application for Service Mark Repistration based upon Actual Use; Power
of Attorney; Declaration; Specimen, and
(2) Check for $325.00 to.cover the filing fee.

The Commissioner is hereby authorized to charge any additional filing fees which
may be required, or eredit any overpayment, o Deposit Account No. 23-1925. A
duplicate copy of this correspondence is enclosed. If you have any questions
regarding this, please contact the undersigned.

Very truly yours,

Seir Staik

Scott I. Slavick
SJS/slg

Enclosures
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*Express Mei* maliing label mumber EL 457 104 585US
Dale of Deposit __October2,2000

Our Case No. 1033¢

APPLICATION FOR SERVICE MARK
REGISTRATION BASED UPON ACTUAL USE

SERVICE MARK: 180DCONTACTS :
Design
International Class: 35

BOX NEW APF FEE

ASSISTANT COMMISSIONER FOR TRADEMARKS
2900 Crystal Drive

Arfington, Virginia 22202-3513

APPLICANT: 1-800 Contacts, Inc.

STATE OF INCORPORATION: Delaware

RUSINESS ADDRESS: 66 East Wadsworth Park Drive
3rd Floor

Draper, UT 84020

The above-identified applicant has adopted and is using the service mark showr
accompanying drawing on of in connection with the following services: Mail order am
telephone order services in the field of contact lenses and related produsts, and electror
rerailing services via compuler featuring contact lenses and related products, in Interna
Class 25, and reguests that said mark be registered in the United States Patent and Trad
Office on the Principal Register established by the Actof July 5, 1946 (15 U.S.C. §10s

as amended.)



The mark was first used at lenst as sarly as July 13, 1998; and the merk was firstu
in commerce at least as early as July 13, 1998, and is currently in use in commerce.

Applicant claims the colors yellow, blue and white as part of the mark. The box
behind the word CONTACTS is yeliow, The border arpund the yellow box behind the w-
CDI»{TACT S is bize. The box behind the term “B00™ is blue. The number one and the w
CONTACTS are written in blve. The terrn "BO00" is written in white.

Submitied herewith is a specimen that shows the_mark as used m cum;'rlerce on or

connection with the services get forth herein,

PUBLIC
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The undersigned bereby appoinis BRINKS HOFER GILSON & LIONE, &

professional carporation, P.0. Box 10395, Chicago, Illinois 60610, which has associated
with it Jerome Gilson, Jeffery A, Handelman, Doris Loew, Mary M. Squyres, David 5.
Fleming, Lavra Beth Miller, John T. Gabrielides, Colieen C. Butler, Philip A. Jones, Nam
M. Norton, Joseph V. Norvell, Enc W. Gallender, Thomas M. Williams, Hanrd S, Mich
Scott 1. Slavick, Christopher N. Bolinget, Nicholas G. de 12 Torre and Christopher M. Do
(all attomneys admitted 1o practice before the Supreme Court of the State of Illinois) and
Barbara A, Larsen (an attorney admitted to practice before the Appellate Division of the 1
York State Supreme Court, First Department), its gttorneys to prosecute this application 1
registration, with full power of substimtion and revocation, to transact all business in the
Patent and Trademark Office in connection therewith, and 1o receive the Certificate. Ple:
address all correspondence and telephone calls to Thomas M. Williams in care of.

BRINKS HOFER GILSON & LIONE

P.O. Box 103985

Chicaga, THinots 60610
(312) 321-4200

PUBLIC
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The tndersigoed being duly wamed that willfu} false statements and the fike so made an

punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States
Code, and that such willful false sttoments may jeopardize the validity of the application or any
repistration resulting therefrom, declaros: that he/she is properly swhorized 1 make this
declaration on behalf of applicant; that he/she belisves applicant to be the owner of the mark
sought to be regisiered; the mark s now in use in commeree; that 1o the best of his/her
knowledge md belief, no other person, firr, corporation, or association has the right to use said
mark in commere, cither in the identical form or jn such near resemblance thersto 2s may be
likely, when used on or in connection with the goods or services of such other person, to cause
confusion, or to cause mistake, or 1o decsjve; that all siatements made hercin of hisfher own

knowledge are true and that all statements mads on information and belief are believed 1o be
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0-02-2000
208 TSI sl Repr . 257

APPLICANT:
BUSINESS ADDRESS:

INTERNATIONAL CLASS:

DATE OF FIRST USE:

DATE OF FIRST USE
N COMMERCE:

SERVICES:

1-800 Coniacts, Inc.
66 East Wadsworth
3rd Floor

Draper, UT 84020
35

At least as early as July 13, 1998

At least a5 early as July 13, 1998

Mail order 2nd telephone order services in the ficid
of contact benses and relsted products, and
electyonic retailing services vie computer featuring
contact lenses and telated producte
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UNITED STATES DEPARTMENT OF COMMERCE N
United States Patent and Trademark Office (’f»

July 23, 2002 o

THE ATTACHED U.S. TRADEMARK REGISTRATION 2,558,233 18
CERTIFIED TO BE A TRUE COPY OF THE REGISTRATION ISSUED BY
THE UNITED STATES PATENT AND TRADEMARK OFFECE WHICH
REGISTRATION IS IN FULL, FORCE AND EFFECT.

REGISTERED FOR A TERM OF 10 YEARS FROM April 09, 2002
SAID RECORDS SHOW TITLE TO BE IN: Registrani

By Authority of the
COMMISSIONER OF PATENTS AND TRADEMARXKS

& it

E. BORNETT
Certifying Officer
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Int. CL: 35
Prior U.5. Cis.: 109, 101 and
ner and 102 Reg, No. 2,558,233
Upited States Patent and Trademark Office  Repistend Apr. 9, 2002
SERVICE MARK
PRINCIPAL REGISTER

WE DELIVER, YOU SAVE,

1-80) CONTACTS, INC. (DELAWARE CORPORA- ING CONTACT LENSHES AND RELATED PRO-
TG DUCTS, DN CLASS 35 (ULS. CLS. 100, 10! AND 102},
66 BAST WADSWORTH PARK DRIVE 3

3RD FLOOR
DRAPER, UT 84020 FIRET USE 7-0-1958; IN COMMERCE 7-0-1595,

FOR: MAIL ORDER AND TELEFHONE ORIER SER FILE
SERVICES IN THE FIELD OF CONTACT LENSES HO. 76-114,5T3, D -25-2000
AND RELATED PRODUCTE, AND ELBCTRONIC
RETAULING SERVICES V1A COMPUTER FEATUR-  MARC LEIFZIG, EXAMINING ATTORNEY



PUBLIC

Exhibit D



; !
AddlMogal zerllficate (17 U.S.C, 705}

PUBLIC

CERTIFICATE OF REGIS. ..ATION

This Cerfificate issued under the seal of the Co
Ottice in accordance with title 17, United Siale’s%ggg!
allests that reglstration has been made for the work identified
below.The information on this certificate has been made a
partof the Copyright Office records.

bt G2tao

REGISTER OF COPYRIGHTS
United States of America-

OFFIGIAL SEAL

FORM VA

For a Work of tho Visual Aris
LINFTER TATEE AADVRIA T -..-_...T

032-6

Hiiathuuann
SrreCTIEDEEOF REGERTON

F REGISTRATION
/o 02 20 0O
Mansh _2:1 Year

DO NOT WRITE ABOVE THIS LINE. IF YOU NEED MORE SPACE, USE A SEPARATE CONTINUATION SHEET.

TETLE OF THIS WORK ¥

1800 Contacts Web .$ike

NATURE OF THIS WORK ¥ S instruclions

PREVIOUS OR ALTERNATIVE TITLES ¥

| serial, o

Publlcation as a Contribution 17 this work was published a3 » contribution to & periodi give informiion atout the eollesive work in which the
eontribution opppeared Tillz of Callective Work ¥
I published in 2 periodical or serisd give  Volum: ¥ Number ¥ hxsme Dale ¥ Op Fages V
NAME OF AUTHOR ¥V DATES OF BIRTH AND DEATH
Year-Bom ¥ Year Died ¥

a 1-800 Contacts, Inc.

2

Wai thix ecitibidion b the work Author's Nationslity or Domielle Was This Autbor's Contribullon to the Work
NOTE “weork mg hire™? Nnma o c‘:mrt k Avomymons?  DI¥e XHNo  omen ot b
Yo — 3 ; Yez.” wo dobbed
i i, Py ORY pomiciig s pUNI tED_States Pscudorymew? O Ver RN ey
the “outhor” of
pwork mude  NATURE OF AUTHORSHIF Chesk sppropriste box(=). Soe Instrucfions
pensrally The B 3-Dimensional szulphure D Map O Technical dawing
il et [ 2-Dimasional artwork B Photograph & Teat
B o D Reproduction of work of an DJewclry design D Aschitertural wark
pan, af thiz
wnrl:’ “l!.ul :'ll‘_
“made 1or hire’
v NAME OF AUTHOR Y DATES OF BINTH AND DEATH
rog-fbadhy b . YearBom ¥ Yoar Dicd ¥
provided, pive
for aver : ! e Wark
{ora Was this contibiaion 1o the work a Author's Natianality or Domiclie ‘Was This Author's Cantribution o the Wao
:w:;“l;:rwm)k "work made 'D‘" hire™? Nnmn:::?mwf & Angnymoun? Oves ONo Z'l;n.: q::s:r:ﬁlf
wag prapered Ve UR{ i2cn o " Yyaa: tzo o
K - N sandonymow? [ ¥e: O] Ne dolala
l.l:u:“n'u‘:?;n:l' ONe B in b= ™ * ehurlom,
1 B
somee fof ontox  NATURE OF AUTHORSHIF Check sppeopristc ban(es). See Instructions
b 0 3-Dimensional sculpiure O Map O Technical drawing
O 2-Dimensional anwork O Photograph O Tert
0O Reproduction of work of an O Jewelry design O Architestual work
Year in Which Creathon of This Work Wes Date and Nation of First Pablication of This Partlcodsr Work
Sl maorten | Eens et Jarch R |
.._.._'_._.—4\’-“ ﬂ':'l’:-!}x'.'" t?rtl-bnn p:iaﬁ?nﬂ. Ur” tEC 5 tates < Halon
COPYRIGHT CLAINANT(S) Name and sddress must be given even If the climant is the seme s the APPLICATION RECEIVED
aurhwéhmnintpulf ﬂrf ﬂ’) 70010
1-800 Cantacts, Inc. > ONEDEPDSIT RECEVED
1 3rd Floor, 66 East Wadsworth Park Dr. 28
ey Draper, UT 84020 ; £ TWO DEPOSITS RECEIVED
this space. I3
Transler If the clamun(s) mamed here in space 4 is (arc) difTormnt From the auihor(s) esmed in space 2, give s (55 OCI N2 2000
briet of haw the claimam{s) obiainad asmership of the capyvig ?5 FUNDS RECEIVED
Complota at npphicsblo pecut {numbees 5-5) bn B roverss sids of ik pape. DO WOT WRITE KERE

MORE DN BACK 3 *

Soo delaled nstruciions. » Eipn e form o kns 8,

Page | of " papes



PUBLIC

EXAMINED BY FORM VA
~ZF
CHECKED BY
FOR
CORRESPGNDENCE A
Yes OFFICE
UsE
ONLY

DO NOT WRITE ABD\'E THIS LINE. IF "IDIJ NEED MORE SFACE, USE ASEPARATE GDHT.IHUATIDN SHEET

PR.EVIDUS RETION Hunpmﬂon for this wosk, be for an emlier vension of this wosk, sin=ady been made in the Copyright nmm
DYa [@No Wyooranswer is =Yer,” why is ansther registration baing soopia? (Check appropriaie box) ¥V

o [J This Is the first publiched editlon of a wark previoualy reginercd in unpublished form.
b. [ Thi= it the first applicstioa subinzd by this author as copyright claimant
& [ This ix n changed vertion of the work, a3 shown by space 6 on this applesion.

I your answer is *Yex,” give Previony Regliratlon Number ¥ Year of Reghriration ¥

DERIVATIVE WORK OR COMPILATION Complac both spacs 6aand 65 for a derhative work; \etc only 6b forn
. Preaxisting Material 1deniify any presxisting work or works that (his work bhasad on or intorponai=s. V/

L‘Senlnunm
betorn

Lhi3 spoca.

b

b.Materisl Adided ta This Werk Give s brief, general atatement of the material that has been added 1o this work and jn which espyright iz claimed. ¥

DEPDSET ACCOUNT 1 the registration fes is 1o be charped 1o a Deptuit Azeount esiablished in the Copyright Difies, give name and number of Accounl

Neme T Account Number ¥

Brinks Hofer Gilson & Lione DA 0-36722 a
Lt ould be sent Name/Addr Cay/Saw/AP T

c%n%sggw%mcﬁ:ﬁhams Brmks aner Gﬂsnn & L‘lErbne * s }-}

P.0. Box 10395
Chicago, I11inois 60610

o oo ond daylime 1eeghono numbar b 3127 321-4200 Faxnomeer b (312 321-42990
Emilb  tywil1iams@biinkshofer.com '

CERTIFICATION® [, the undersigned, hereby centify that 1 am the
Dewhar
check only one p- {Duother copyright clnimant
D owner ol sxelusive rightls)
B uiioitied sl 1-800 Contacts, Inc ___
Rare of ot o pher [ a

of Lhe work Ideniified in this application and that the stalements made by me In this applicelion are comrect to the best of my knowledge.

Typed or printad name and date ¥ If this application gives a date of publication in space 3, do not sign and submit it before that date.

Thomas M. Williams Drieh 9/29/00

T

Eﬁell;llbllcltl Ty — e el P avace 8
malled in Thomas M. Williams SEHDA L,&ﬁf;ﬁ’,;ﬁ!{;%
window Numbe/Stioeling] 1. Aopicabion i ik
seege P.0. Box 10395 . Sy =i
to this 3. Deporimal - _ Farm VA ls 530,
address; [ Cymwaie v Ubrary &f Comprost.

Chicago, I'I'hno‘ts 60610 _ CoppghlOfies . &

= ion, .G, 205596000

47 U.S.C. § 505{c): Any porson who b mm-mammammnmwrmhm 10f EOPYND TPDISVALEN prositkat for by woction A, o iy iy witlle 1 el in o\

with tha application, thall bs fned not marg than $2,500.
Junes 1859—1D0,000 = o & renito OxRECYE ED PRPLR 115, GOVERNMENT PRINTING OFFICE: 1939-454-815/71
REV; June 1999



PUBLIC




PUBLIC

SOUTHERN DISTRICT OF NEW YORK 08 OV 01949
X

[-800 CONTACTS, INC.,
Plaintiff,
Vs,

VISION DIRECT, INC.,

Defendant.

Plaintiff 1-800 Contacts, Inc. (“1-800 Contacts” or “Plaintiff”), by and
through its undersigned attorneys, for its Complaint against Defendant Vision

Direct, Inc. (“Vision Direct” or “Defendant”), alleges as follows:

NATURE OF THE ACTION

1.  This is a civil action for damages, injunctive relief and specific
performance, arising out of Vision Direct’s breach of contract and breach of
warranty, specifically, breach of an agreement dated June 24, 2004 (the

“Settlement Agreement”) settling an action (the “Prior Action”) that was pending

in this District, and breach of a guaranty and warranty contained within such

agreement, The Prior Action, [-800 Contacts, Inc. v. WhenU.com, Inc. & Vision

Direct, Inc., No. 02 CV 8043, was filed October 9, 2002 and was dismissed on July

(10439918:1} |
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22,2004, A true and correct copy of the Settlement Agreement is attached hereto

as Exhibit D.

THE PARTIES

2.  Plaintiff 1-800 Contacts, Inc. iS a Delaware corporation with a
principal place of business at 66 East Wadsworth Park Drive, Draper, Utah 8§4020.

3. Plaintiff is informed and believes, and thereon alleges that Defendant
Vision Direct, Inc. is a Texas corporation with a principal place of business at 411

108th Avenue NE, Suite 1400, Bellevue, Washington 98004.

JURISDICTION AND VENUE

4. This Court has subject matter jurisdiction pursuant to 28 U.S.C.
Sections 1332(a)(1), as the amount in controversy exceeds $75,000 and there is
diversity of citizenship between Plaintiff and Defendant.

5. This Court may exercise personal jurisdiction over the Defendant
becaﬁsc the Defendant has consented and waived objection to such jurisdiction in
this District.

6.  Venue is appropriate because the Plaintiff and Defendant have each

consented and waived objection to venue in this District.

{10439918:1)
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PLAINTIFE’S AND DEFENDANT’S BUSINESSES

7.  Plaintiff 1-800 Contacts has been and is now engaged in the business
of selling and distributing contact lenses and eye care products via the Internet,
mail,- telephone and fax.

8.  Plaintiff is recognized as the leading distributor of contact lenses, with
sales growing from $3.6 million in 1996 to $169 million in 2001 to in excess of
$200 million in 2007.

9. Plaintiff is the owner of United States service mark registration No.
2,675,866 for the word mark 1800CONTACTS, for use with “mail order and

'telephone order services in the field of contact lenses and related products, and
electronic retailing services via computer featuring contact lenses and related
products.” This registration is valid and existing on the Principal Register of the
United States Patent and Trademark Office (“USPTO”), and has become
incontestable. A true and correct copy of the USPTO record of this registration is
attached hereto as Exhibit A.

10. Plaintiff is the owner of United States service mark registration No.
1,462,371 for the word mark LENS EXPRESS, for use with “retail store and mail
order services in the field of contact lenses.” This registration is valid and existing

on the Principal Register of the United States Patent and Trademark Office

(10439918:1} R}equest #14
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(“USPTO”), and has become incontestable. A true and correct copy of the USPTO
record of this registration is attached hereto as Exhibit B. |

11.  Plamtiff is the owner of United States service mark registration No.
2,731,114 for the mark 1800 CONTACTS and design (collectively with the mark
i the two immediately foregoing paragraphs, the “Registered Marks™), for use
with “mail order and telephone order services in the field of contact lenses and
related products, and electronic retailing services via computer featuring contact

lenses and related products.” This registration is valid and existing on the Principal

Register of the USPTO. A frue and correct copy of the USPTO record of this

registration is attached hereto as Exhibit C.

12.  As part of its business, Plaintiff has established and operates a website
at www.800contacts.com for purposes of advertising and selling contact lenses
and related products. Plaintiff prominently displays the Registered Marks on its
website.

13.  Plaintiff derives a substantial portion of its sales from Internet safes.
As a result of extensive website design and marketing efforts, millions of
customers have developed strong relationships with Plaintiff and return to the

www. { 800contacts.com website repeatedly to purchase their contact lenses and

related products.

(10430918:1) F%equest #14
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14. Defendant Vision Direct has been and is now engaged in the business
of selling and distributing contact lenses and eye care products via the Internet,

mail, telephone and fax, including in this District, and is a competitor of Plaintiff.

INTERNET SEARCHING AND KEYWORD ADVERTISING

15, An Internet user desiring to find information on the Internet, including
information on potential vendors of products that the user may desire, may use the
services of one or more Internet “search engine” providers, such as Google, MSN,
or Yahoo. Upon the user entering into a search engine provider’s webpage certain
words or phrases, known as “search terms,” representing the information that the
user desires to search for, the search engine offered by any of these providers will
return a list of “links” fo other websites corresponding to the words or phrases
entered. This list of websites returned on the basis of similarity or correspondence
to the search terms are commonly referred to as the “organic search results.”

16. Beyond the organic search results, however, many Internet search
engine providers also simultancously present to the user paid advertisements which
are also keyed to the search terms the user entered. The Google search engine, for
instance, returns these paid advertisements in a section of the webpage entiiled

“Sponsored Links,” located above or to the right of the organic search results.

{10439918:1} Féequest #14
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17. When purchasing advertisements with a search engine provider, an
advertiser generally identifies one or more “keywords,” which are words or
phrases that, if entered by a user as a search term, will cause that advertiser’s paid
advertisement to be returned to that user. For example, either of the parties here
mightr specify that one of its advertisements should be presented to a user if the
user has entered as a search term the phrase, “contact lens.”

18.  An advertiser can specify its trademark as a search engine advertising
keyword. Unfortunately, many search engine providers allow a competitor’s
rademark to be specified as a keyword, thus presenting a company’s
advertisement o a user who may have been seeking a competitor’s product.

19.  When purchasing advertisements with a search engine provider, an
advertiser may further specify so-called ‘;negative keywords,” which are words or
phrases that, if entered by a user as a search term, will cause that advertiser’s
advertisement not to be presented to that user.

20. Defendant Vision Direct, by itself or through its parent company,
Drugstore.com, Inc. (“Drugstore.com™) has purchased and currently purchases
advertisements with various Internet search engine providers, and when purchasing
such advertisements has specified and does specify keywords and, at least for some
period of time, also has specified negative keywords. Drugstore.com is not a party

to this Actlon.

{10439918:1} [Qequest #14
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THE PRIOR ACTION AND THE SETTEEMENT AGREEMENT

21.  On October 9, 2002, 1-800 Contacts filed an action (the “Prior
Action”) in the Federal District Court for the Southern District of New York, Cése
No. 02 CV 8043, naming two defendants, including Vision Direct. The Prior
Action included causes of action against Vision Direct for federal trademark
infringement, unfair competition under the Lanham Act, common law unfair
competition, false designation of origin, dilution under the Lanham Act, dilution
under New York state law, cybersquatting in violation of the Lanham Act,
copyright infringement, contributory copyright infringement, and tortious
interference with prospective economic advantage, with allegations that Vision
Direct participated in a scheme to profit from and damage 1-800 Contact’s
trademarks and copyrights through bad faith use of Internet domain names énd
Intemnet advertising.

22, On June 24, 2004, 1-800 Contacts and Vision Direct entered into the
Settlement Agreement, which led to dismissal of the Prior Action with prejudice on
July 22, 2004. A true and correct copy of the Settlement Agreement is attached

hereto as Exhibit D.

{L0439518: 1) R’Zaquest #14
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23.  In entering into the Settlement Agreement, Vision Direct agreed to
refrain from committing any of certain acts defined as “Prohibited Acts” by the
agreement. Section 4 of the agreement includes as Prohibited Acts:

d. causing a Party's website or Intermmet advertisement to
appear in response to any Internet search for the other Party's
brand name, trademarks or URLs;

e. causing a Party's brand name, or link to the Party's
Restricted Websites to appear as a listing in the search results

page of an Internet search engine, when a user specifically
searches for the other Party's brand name, trademarks, or URLs;

&k &

1. using the other Party’s frademark or brand name to
redirect users from the other Party’s Restricted Websites . . . .

24. In entering into the Settlement Agreement, Vision Direct further
promised and guaranteed to bring about the result that its parent, which by the time
of the Settlement Agreement was Drugstore.com, would similarly refrain from the
listed “Prohibited Acts,” which guaranty was phrased in the form of a promise on
behalf of the non-party parent; to this end, the beginning portion of Section 4 of the
Settlement Agreement provides as follows, with emphasis added:

From the Effective Date of this Agreement, each Party, its
parent, subsidiaries, agents, servants, employees, officers and
other entities controlled by such Party mutually agree to refrain

from and not to cause in the fiture any other enfity to {engage
in certain acts] . . . (collectively the “Prohibited Acts”). . ..

{10439018:1} F§equest #14
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25. Vision Direct further warranted in Section 7 of the Settlement

Agreement that it was “duly authorized to execute this Agreement.”

BREACH OF THE SETTLEMENT AGREEMENT, AND DEMAND

26. While the Settlement Agreement allows its parties to specify as
Internet search engine keywords generic words such as “contacts,” it expressly
prohibits Vision. Direct from causing advertisements for Vision Direct to appear
when an Intermet search user searches for Plaintiff’s brand names or trademarks,
such as the phrases constituting the Registered Marks, 1800CONTACTS and 1800
CONTACTS, or Plaintiff’s trade name of 1-800 CONTACTS.

27. For a period of time following execution of the Settlement
Agreement, paid advertisements for Vision Direct did not appear in Internet search
engine results when phrases constituting the Registered Marks were entered as
search terms. Plaintiff is informed and believes, and thereon alleges that during this
period Defendant Vision Direct, by itself or through Drugstore.com, achieved this
outcome by specifying negative keywords when purchasing Internet search engine
advertising, and was thus able to comply with the prohibitions of the Settlement
Agreement.

28. Without cause or justification, and in spite of the previous course of

conduct, Defendant Vision Direct, by itself or through Drugstore.com, began to

(10439918:1} Igequest #14
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cause paid advertisements for Vision Direct to appear in Internet search engine
. results when phrases constituting the Registered Marks were entered as search
terms. Plaintiff is informed and believes, and thereon alleges that Defendant Vision
Direct, by itself or through Drugstore.com, caused this. outcome by ceasing to
specify negative keywords when purchasing Internet search engine advertising.

29. Section 5 of the Settlement Agreement requires a party to give the
other, breaching party written notice of a breach and allow ten calendar days for
response to or cure 6f such breach. That Section further provides that if such
response to or cure of such breach is not forthcoming within that ten-day period,
“the enforcing Party shall be entitled to enforce this Agreement in accordance with
its terms and to seck, without limitation, all available remedies at law or equity.”

30.  On July 27, 2007, Plaintiff sent to Defendant and Drugstore.com a
written notice of the breach of the Settlement Agreement and demand to cure.
Defendant failed within the prescribed period to cure its breach. On October 12,
2007, Plaintiff’s attorneys sent another notice of breach and demand to cure to
Drugstore.com. A true and copy of Plaintiff’s October 12, 2007 written demand,
which attaches Plaintiff’s prior July 27, 2007 written demand, is attached hereto as
Exhibit E. Defendant again failed to cure its breach, and Defendant and

Drugstore.com again have instead affirmatively and explicitly refused to cure this

breach.

(10439918:1} Ilz(e)quest #14
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31. Defendant Vision Direct, by itself or through Drugstore.com, has
placed and is placing with search engine providers paid advertisements for Vision
Direct that appear in Internet search engine resulis when phrases constituting the
Registered Marks are entered as search terms, in violation of Vision Direct’s
obligations under the Settlement Agreement. Exhibit F attached hereto comprises
true and correct printouts of the results of searches performed on the Google search
engine on February 23, 2008, using the Registered Marks or variants thereof as
search terms, which, as indicated by the portions circled in red, each returned a
paid advertisement for Vision Direct, indicating a breach of the Settlement

Agreement.

FIRST CLAIM FOR RELIER
Breach of Contract

32. Plaintiff hereby repeats and realleges paragraphs | through 31
hereinabove as though fully set forth herein. |

33. The Settlement Agreement is a duly executed, valid, enforceable
contract binding on Plaintiff and Defendant.

34. Plaintiff has performed or been excused from performing each of
Plaintiff’s obligations under the Settlement Agreement.

35. By the acts complained of herein, Defendant has breached and is

continuing to breach the Settlement Agreement.

{10439918:1) . F&elq uest # 14
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36.  Plaintiff has given Defendant written notice of breach and demand to
cure, and Defendant refuses to cure its continuing breach of the Settlement
Agreement.

37. Defendant’s breach of the Settlement Agreement has caused and is
causing Plaintiff to suffer monetary and other harm, including without limitation
damage to Plaintiff’s trademarks and service marks, that is irreparable and for
which Plaintiff has nor adequate remedy at law, which harm Plaintiff will continue
to suffer unless and until Defendant’s conduct is permanently enjoined.

38. Defendant has unfairly profited from the breach alleged herein and
will be unjustly enriched in the future unless and until such breach is permanently

enjoined.

SECOND CLAIM FOR RELIEF
Breach of Guaranty/Warranty

39. Plaintiff hereby repeats and realleges paragraphs 1 through 31
hereinabove as though fully set forth herein.

40. The Settlement Agreement is a duly executed, valid, enforceable
contract binding on Plaintiff and Defendant.

41. Plaintiff has performed or been excused from performing each of

Plaintiff’s obligations under the Settlement Agreement.

(10439918:1} Iji%quest #14
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42. Defendant’s failure to procure the promised result that its parent,
Drugstore.com, would refrain from the Prohibited Acts listed in the Settlement
Agreement constifutes a breach of Defendant’s guaranty gi\.fen in Section 4 of the
Settlement Agreement to procure such result.

43.  Plaintiff is informed and believes, and thereon alleges that Defendant
entered into the Settlement Agreement while lacking authorization from its parent
io make the aforementioned guaranty, and Defendant thus breached the warranty it
in Section 7 of the Séttlement Agreement that Defendant was duly authorized to
execute the Settlement Agreement.

44,  Defendant has unfairly profited from its breach of guaranty and
breach of warranty alleged herein and has caused Plaintiff to suffer monetary and

other harm as a result,

REQUEST FOR RELIEF
WHEREFORE, Plaintiff demands judgment against Defendant as follows:

1. For a preliminary and permanent injunction prohibiting Defendant, its
officers, agents, servants, employees, attorneys, and all other persons in active
concert or participation with them, from placing or maintaining with any search
engine provider any advertisement that appears in Internet search engine results

when any words or phrases identical or substantially similar to any of Plaintiff’s

(10439918:1) k%q uest# 14
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trademarks or service marks are entered as search terms, or causing any other
entity to do so, or otherwise breaching the Settlement Agreement.

2. For an order directiné Defendant to file with this Court and serve on
Plaintiff within thirty (30) days after service of the injunction, a report in writing
and under oath describing in detail the manner and form in wh;ch Defendant has
compli.cd with the orders of this Court.

3. For an order directing Defendant’s specific performance of the
Settlement Agreement.

4, For an award of all actual damages sustained by Plaintiff and all
profits realized by Defendant as a result of the breaches alleged herein, and that
such damages and/or profits be enhanced to the maximum amount provided by
law.

5. For an award of an amount sufficient {0 conduct a corrective
advertising campaign to dispel the effects of Defendant’s breaches and confusing
and misleading advertising.

6. For prejudgment interest.

7. For all of Plaintiff’s costs of this Action, including attorneys’ fees.

8. For such other or further relief as the Court may deem just and proper.
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DEMAND FOR JURY TRIAL
Plaintiff 1-800 Contacts, pursuant to Federal Rule of Civil Procedure 38,

hereby demands a trial by jury of all issues so triable.
DATED: February 27, 2008
Respectfully submitted,

WINDELS MARX LANE & MITTENDORF, LLP

Robert JA uddy (RJ1<6970)
Delton Vandever (DLV-8062)
156 West 56™ Street

New York, NY 10019

(212) 237-1000

CHRISTIE, PARKER & HALE, LLP
3501 Jamboree Road, Suite 6000 ;
Newport Beach, CA 92660-2960 '
Tel: (949) 476-0757

David J. Steele

Howard A. Kroll

Gary Dukarich

(pro hac vice admission being sought)

Attorneys for Plaintiff 1-800 Contacts, Inc.
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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK
1-800 CONTACTS, INC,,
Plaintiff,
-against-
VISION DIRECT, INC.,,
Defendant.
“COMPLAINT
JTURY TRIAL DEMANDED
WINDELS MARX LANE & MITTENDORF, LLP
Attorneys forPlaintifi
156 WEST 56TH STREET
New YORK, NEw York 10019
212.237.1000
To: Signature (Rele 130-1.1-a)
Printed name beneath fobert I, Liddy
Attorney(s) for
Service of a copy of the within is bereby admitted.
Dated,
Attorney(s) for
Please take notice
[ NOTICE OF ENTRY .
that the within is a {certified) true copy of a
duly entered in the office of the clerk of the within coutt on
1 NOTICE OF SETTLEMENT
that an order of which the within is a true copy will be presented for
settlement to the HON., one of the judges
of the within court, at
on at M
Dated, Yours, efc.
WiINDELS MARX LANE & MITTENDORF, LLP
Aitarneys for
156 WEST 56TH STREET

To New YORK, NEW YoRrK 10019

212.237.1000

Atlorney(s) for Request # 14 LENS - 00417
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Case 2:10-cv-00536-TS Document 2

Mark A. Miller, 9563
mmiller@hollandhart.com
Bryan G. Pratt, 9924
bgpratt@hollandhart.com
Brett L. Foster, 6089
bfoster@hollandhart.com
HOLLAND & HART LLp

222 South Main, Suite 2200
Salt Lake City, UT 84101
Telephone: (801) 799-5800
Facsimile: (801) 799-5700
Attorneys for Plaintiff
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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF UTAH, CENTRAL DIVISION

PUBLIC

1-800 CONTACTS, INC., a Delaware
corporation; -

Plaintiff,
VS,
WALGREEN CO., an Illinois corporation,

Defendant.

COMPLAINT

Case No.

Judge

(JURY DEMAND)

Plaintiff 1-800 Contacts, Inc. (“1-800 Contacts” or “Plaintiff”), by and through counsel,

alleges and complains against Defendant Walgreen Company, (“Defendant™) as follows:

JURISDICTION AND VENUE

1. This is an action for trademark infringement and unfair competition under §§ 32

and 43 of the Lanham Act (a.k.a. Trademark Act of 1946, 15 U.S.C. §§ 1051-1127, as amended),

and state law infringement and false advertising claims.

2, This Court has subject matter jurisdiction over this action under 28 U.S.C. § 1331

(federal question), 28 U.S.C. § 1338(a) (trademarks), and 15 U.S.C. § 1121 (trademarks). This

CONFIDENTIAL — FTC Docket No. 9372

4828010_1.DOC

1-800F_00083724



PUBLIC

Case 2:10-cv-00536-TS Document2 Filed 06/08/10 Page 2 of 12

Court has supplemental jurisdiction over Plaintiff’s state law claims under 28 U.S.C. § 1367(a),
because those claims arise from the common nucleus of operative facts alleged in Plaintiff’s
federal claims.

3. This Court has personal jurisdiction over Defendant because, on information and
belief, Defendant has transacted business in Utah and has caused damage to Plaintiff in Utah.
Defendant has purposefully availed itself of the privilege of transacting business in this District
by, inter alia, advertising its contact lens products via the Internet in this District, offering an
interactive website www.walgreens.com accessible to consumers throughout the country,
including in this District, which permits the consumer to create an account and order contact
lenses to be shipped to the consumer in this District. Defendant has used Plaintift’s trademarks
in connection with its Internet advertising, including in this District, without the authorization or
consent of Plaintiff. In addition, Defendant has had such continuous and systematic business
contacts with this district that Defendant is subject to general personal jurisdiction in this district.

4. Venue is proper in this district pursuant to 28 U.S.C. § 1391 because there is
personal jurisdiction over Defendant, and because a substantial part of Defendant’s acts and
omissions giving rise to Plaintiff’s claims occurred in this judicial district.

PARTIES

5. Plaintiff 1-800 Contacts, Inc. is a Delaware corporation having its principal place
of business at 66 East Wadsworth Park Drive, Draper, Utah 84020. Plaintiff is engaged in retail
sales of contact lenses, including marketing and selling contact lenses via the Internet.

6. Upon information and belief, Defendant is an Illinois corporation having a place

of business at 200 Wilmot Road, Deerfield, Illinois 60015. Upon information and belief,

4828010_1.D0C
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Defendant is engaged in retail sales of contact lenses throughout the country, including
marketing and selling contact lenses via the Internet in direct competition with Plaintiff.

7. Upon information and belief, Defendant owns and operates the website
www.walgreens.com, and possibly others, relating to its business of offering and selling contact
lenses and vision-related producis.

GENERALALLEGATIONS

8 For over a decade, Plaintiff has been, and continues to be, engaged in the business
of advertising, offering for sale, selling and distributing contact lenses and eye care products via
telephone, fax, Internet, and mail orders (the “Goods and Services”). 1-800 Contacts is the
market leader, having filled over ten million orders for millions customers. Plaintiff’s contact
lens and eye care products can be ordered via the Internet at Plaintiff’s website:
www.1800contacts.com.

9. Plaintiff owns common law and federally registered trademarlk rights in the marks
1-800 CONTACTS, 1800 CONTACTS (U.S. Registration No. 2,731,114) and 1800CONTACTS
(U.S. Registration No. 2,675,866) (the “1-800 Contacts marks™).

10.  Since at least as early as 1995, Plaintiff has advertised and offered its Goods and
Services using one or more of the 1-800 Contacts marks in interstate commerce throughout the
United States. The 1-800 Contacts marks have been used extensively in advertising and
promotional media, including the Internet, radio, television, trade shows, various printed media,
and direct mail.

11, Plaintiff has expended hundreds of millions of dollars advertising and marketing
its Goods and Services using the 1-800 Contacts marks over many years. As a result, the 1-800

Contacts marks and Goods and Services have achieved significant commercial success and

4828G10_1.DOC
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widespread consumer fame and recognition. In addition, the consuming public has come to
regard the 1-800 Contacts marks as symbols of Plaintiff, of Plaintiff’s quality Goods and
Services, and of Plaintiff’s goodwill as the leader in the retail contact lens industry.

12.  Like Plaintiff, Defendant advertises and offers contact lenses over the Internet
through its www.walgreens.com website in direct competition with Plaintiff. Defendant does so
via keyword advertising campaigns through various search engines such as, for example,
Google, Yahoo, Ask, AOL, and Bing.

13.  Oninformation and belief, Defendant is aware of the strong consumer recognition
enjoyed by the 1-800 Contacts marks and the significant goodwill Plaintiff has created in those
marks,

14.  In order to trade off of Plaintiff’s goodwill and capitalize on the fame and
recognition of the 1-800 Contacts marks, Defendant has purchased, continues to purchase, and
has caused to be purchased, the 1-800 Contacts marks and/or confusingly similar variations or
misspellings thereof as keywords that trigger the display of sponsored advertisements for
Defendant’s competitive goods and services,

15. On March 1, 2010, Plaintiff notified defendant of its infringing conduct.
Following that notice, Defendant’s infringing activity stopped or substantially decreased.

16.  However, Defendant resumed and/or increased its infringing activity in early
April 2010 despite Plaintiff’s prior notice.,

17.  On May 21, 2010, Defendant represented to Plaintiff that Defendant “does not
currently use the name 1-800 CONTACTS or any combination of ‘800" and ‘Contacts’ as a

search term or keyword.”

4828010 1.DOC
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18.  Contrary to Defendant’s representation, sponsored links and advertisements for
Defendant’s goods and services have continued to be triggered by search engine keyword
searches for the 1-800 Contacts marks.

19.  On information and belief, the keyword advertising programs offered by the
various search engines give control to the user, such as Defendant, to (a) select the keywords it
wishes to purchase to trigger its sponsored advertisements, and (b) implement “negative
keywords” that will ensure such advertisements are not triggered in response to a search for such
negative keywords.

20. On information and belief, Defendant is aware of the control it has over the
keyword advertising programs offered by the various search engines with respect to Defendant’s
advertisements. In particular, Defendant is aware that it can easily implement the 1-800 Contacts
marks and confusingly similar variations or misspellings thereof as “negative keywords” in its
Internet advertising campaigns to ensure that Defendant’s directly competitive advertisements
are not displayed in response to a consumer searching for Plaintiff and/or Plaintiff’s Goods and
Services,

21.  Notwithstanding the foregoing, Defendant has not sufficiently implemented the
1-800 Contacts marks (and confusingly similar variations or misspellings thereof) as negative
keywords, but has instead voluntarily and consciously participated in causing its competitive
advertisements to be displayed in response to consumers searching for the 1-800 Contacts marks
and Plaintiff’s Goods and Services.

22. On information and belief, Defendant uses affiliate networks to advertise over the
Internet and can control what keywords its affiliates use to place sponsored ads and can require

its affiliates to implement certain negative keywords in their advertising campaigns. Despite this
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control, Defendant has refused to require its affiliates to stop using the 1-800 Contacts mark and
variations and misspellings thereof as triggering keywords in their on-line advertising
campaigns. Defendant has also refused to require its affiliates to implement the 1-800 Contacts
marks as negative keywords in their advertising campaigns. Instead, Defendant wishes to profit
and benefit from sponsored links to its website and paid advertisements for its goods and
services being displayed in response to a user searching specifically for Plaintiff.

23.  Defendant’s unauthorized use of the 1-800 Contacts marks as keywords in its
Internet advertising campaigns, its participation in causing its sponsored advertisements to be
displayed in response to searches for Plaintiff and Plaintiff’s Goods and Services, and its refusal
to cause its affiliates to respect Plaintiff’s trademark rights in the advertising campaigns they
conduct on Defendant’s behalf has caused, and will continue to cause, confusion and mistake,
including initial interest confusion, as to the source or origin of Defendant’s goods and services
and is likely to falsely suggest a sponsorship, connection, license, endorsement or association by
Plaintiff with Defendant’s goods and services, thereby injuring Plaintiff and the consuming
public,

24, Defendant’s actions also unjustly enrich Defendant by wrongfully directing
consumers searching for Plaintiff and Plaintiff’s Goods and Services on the Internet to
Defendant’s competitive website where such consumers purchase contact lenses from Defendant
rather than Plaintiff,

CAUSES OF ACTION

COUNT I
(TRADEMARK INFRINGEMENT UNDER SECTION 43(a) OF THE LANHAM ACT - 35 U.S.C. § 1125)

25.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.

4828010_1.DOC
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26.  Defendant’s acts as alleged herein with respect to its infringement of Plaintiff’s
marks are likely to cause public confusion, mistake, or deception as to the affiliation, connection,
or association of Plaintiff with Defendant. Defendant’s acts are also likely to cause public
confusion, mistake, or deception as to the origin, sponsorship, or approval of Defendant’s goods
and services by Plaintiff. Accordingly, Defendant’s acts constitute trademark infringement in
violation of 15 U.S.C. § 1125(a).

27.  To the extent Defendant utilizes affiliates to conduct keyword advertising on its
behalf, Defendant is secondarily liable for the infringing acts of its affiliates that likewise
purchase the 1-800 Contacts marks and confusingly similar variations or misspellings thereof as
keywords (and fail to implement corresponding negative keywords) in order to display
advertisements for Defendant’s competitive goods and services in response to searches for
Plaintiff and Plaintiff’s Goods and Services.

28.  Plaintiff has been and will continue to be damaged by such wrongful acts.

29.  Because Defendant’s actions, on information and belief, were intentional, willful
and/or deliberate, Plaintiff is entitled to an award of treble damages under § 35(a) of the Lanham
Act (15 U.S.C. § 1117(a)).

30.  This is an exceptional case, and thus Plaintiff is entitled to an award of attorneys’
fees under § 35(a) of the Lanham Act (15 U.S.C. § 1117(a)).

31. By reason of the foregoing, Plaintiff is entitled to preliminary and permanent
injunctive relief and monetary damages against Defendant.

COUNT 1T
(TRADEMARK INFRINGEMENT UNDER SECTION 32 OF THE LANHAM ACT—35 U.S.C. § 1114)

32.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.
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33.  Defendant’s acts as alleged herein with respect to its infringement of Plaintiff’s
marks are likely to cause public confusion, mistake, or deception and, therefore, constitute
trademark infringement in violation of 15 U.S.C. § 1114,

34.  To the extent Defendant utilizes affiliates to conduct keyword advertising on its
behalf, Defendant is secondarily liable for the infringing acts of its affiliates that likewise
purchase the 1-800 Contacts marks and confusingly similar variations or misspellings thereof as
keywords (and fail to implement corresponding negative keywords) in order to display
advertisements for Defendant’s competitive goods and services in response to searches for
Plaintift and Plaintiff’s Goods and Services.

35.  Plaintiff has been and will continue to be damaged by such wrongful acts.

36. Because Defendant’s actions, on information and belief, were intentional, willful
and/or deliberate, Plaintiff is entitled to an award of treble damages under § 35(a) of the Lanham
Act (15U.8.C. § 1117(a)).

37. This is an exceptional case, and thus Plaintiff is entitled to an award of attorneys’
fees under § 35(a) of the Lanham Act (15 U.S.C. § 1117(a)).

38. By reason of the foregoing, Plaintiff is entitled to preliminary and permanent
injunctive relief and monetary damagés against Defendant.

COUNT III
(CONTRIBUTORY TRADEMARK INFRINGEMENT UNDER SECTIONS 43(A) AND 32 OF THE
LANHAM ACT)

39.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.

40. On information and belief, the search engines through which Defendant conducts
its advertising use the 1-800 Contacts marks in order to display Defendant’s competitive

advertisements and links to Defendant’s competitive websites. Such use is a use in commerce in

4828010_1.DOC

CONFIDENTIAL — FTC Docket No. 9372 1-800F_00083731



PUBLIC

Case 2:10-cv-00536-TS Document 2 Filed 06/08/10 Page 9 of 12

connection with the advertisement of Defendant’s competitive goods and services which is likely
to cause public confusion, mistake, or deception as to the affiliation, connection, or association
of Plaintiff with Defendant. Such use is also likely to cause public confusion, mistake, or
deception as to the origin, sponsorship, or approval of Defendant’s goods and services by
Plaintiff. Accordingly, the search engines’ acts constitute trademark infringement in violation of
15 U.S.C. §§ 1114 and 1125(a).

41.  Defendant’s actions as alleged above, and particularly Defendant’s failure to
implement appropriate negative keywords in connection with its internet advertising campaigns
through the search engines to ensure that Defendant’s advertisements and/or links to Defendant’s
competitive websites are not displayed in response to or as a result of a search for Plaintiff’s
trademarks and/or Goods and Services, demonstrate a willful blindness to the infringement of the
1-800 Contacts marks and the consumer confusion being caused by its participation in its internet
advertising campaigns. Such actions constitute contributory infringement, whether or not
Defendant affirmatively purchases any of Plaintiff’s trademarks as keywords.

42, Plaintiff has been and will continue to be damaged by such wrongful acts.

43.  Plaintiff is, therefore, entitled to all damages and relief set forth under Counts 1
and 11 above due to Defendant’s contributory trademark infringement.

COUNT 1V
(CoMMON LAW UNFAIR COMPETITION, MISAPPROPRIATION, AND TRADEMARK
INFRINGEMENT — UTAH UNFAIR COMPETITION ACT, UTAH CODE ANN. §13-5a-101 ef. seq.)
44, Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.
45, The 1-800 Contacts marks are distinctive of Plaintiff’s Goods and Services and of

Plaintiff as the source for those Goods and Services.
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46, Defendant’s actions, as alleged above, were intentional business acts that infringe
and diminish the value of Plaintiff’s trademark rights under federal common law and Utah
common law and, therefore, constitute acts of unfair competition under Utah Code Ann. §13-5a-
102(4)(a).

47. By reason of the foregoing, Plaintiff is entitled to injunctive relief and monetary
damages against Defendant.

48.  The infringing activities of Defendant, on information and belief, are willful and
intentional, thereby justifying an award of exemplary and/or punitive damages.

COUNT V
(UNJUST ENRICHMENT)

49.  Plaintiff realleges and incorporates by this reference all of the foregoing
paragraphs.

50.  Defendant has benefited from the improper, unfair, and unauthorized use of the
1-800 Contacts marks in its Internet advertising and its unauthorized trading off of Plaintiff’s
goodwill attendant thereto, as alleged above.

51.  Defendant has knowledge and fully appreciates the benefits it has received from
Plaintiff’s trademark rights, consumer recognition, and goodwill as a result of such actions.

52.  Defendant would be unjustly enriched if it were permitted to retain the proceeds
obtained from such actions.

53.  Equity and good conscience dictate that Defendant be required to account for and

turn over to Plaintiff an amount equal to the value of the benefits involuntarily conferred upon it.
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JURY DEMAND

Plamtiff demands that all claims_ and causes of action raised in this complaint against
Defendant be tried to a jury to the fullest extent possible under the United States and Utah
Constitutions.

PRAYER FOR RELIEF

WHEREFORE, Plaintiff demands judgment against Defendant as follows:

A Preliminarily and permanently enjoining Defendant, its affiliates, and all other
persons participating or acting in concert with it, from infringing any of Plaintiff’s rights in the
1-800 Contacts marks,

B. Preliminarity and permanently enjoining Defendant, its affiliates, and all other
persons participating or acting in concert with it, from purchasing or using the 1-800 Contacts
marks or any marks confusingly similar to the 1-806 Contacts marks as keywords in Internet
search engine advertising programs and from otherwise using such marks in any manner that is
likely to cause confusion or mistake as to whether Defendant and its goods and services are
authorized by, affiliated with, sponsored by, or endorsed by Plaintiff;

C. Ordering Defendant, its affiliates, and all other persons participating or acting in
concert with it to implement the 1-800 Contacts marks and all confusingly simitar variations and
misspelling thereof as negative keywords in all of their search engine advertising campaigns;

| D. Ordering Defendant to provide an accounting of all revenues and profits gained
by Defendant while engaging in the acts complained of in this complaint;

E. Ordering Defendant to promulgate corrective advertising pursuant to Utah Code

Ann. § 13-11a-4(3);

3
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F. Awarding Plaintiff its actual damages, and awarding Plaintiff any additional
damages that the Court deems just and equitable under the circumstances of the case; but in no
case less than the statutory damages mandated under Utah Code Ann. § 13-11a-4(2)(b);

G. Awarding Plaintiff, at its election, either treble or statutory damages in
accordance with § 35 of the Lanham Act (15 U.S.C. § 1117) on all claims asserted under § 43 of

the Lanham Act (15 U.S.C. § 1125);

H. Awarding Plaintiff damages to which it is entitled based upon Defendant’s unjust
enrichment;
I Awarding Plaintiff prejudgment interest at the rate established under 26 U.S.C.

§ 6621(a)(2) from the date of service of the Complaint through the date of judgment,
L Awarding Plaintiff its allowable costs and attorneys fees; and
K. Awarding Plaintiff such other and/or further relief as is just and equitable.
DATED this 8" day of June, 2010.
Respectfully submitted,
s/ Mark A.lMiller
Mark A. Miller (9563)

Bryan G. Pratt (9924)
Brett L. Foster (6089)

Plaintiff’s Address:
66 East Wadsworth Park Drive
Draper, Utah 84020
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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF UTAH, CENTRAL DIVISION

PUBLIC

1-800 CONTACTS, INC., a Delaware
corporation;

Plaintift,
Vs,

WEB EYE CARE, INC., a Pennsylvania
corporation,

Defendant.

COMPLAINT

Case No. 2;10-¢v-770
Judge Dale A. Kimball

(JURY DEMAND)

Plaintiff 1-800 Contacts, Inc. (*1-800 Contacts” or “Plaintiff”), by and through counsel,

alleges and complains against Defendant Web Eye Care, Inc., (“Defendant”) as follows:

JURISDICTION AND VENUFE

1. This is an action for trademark infringement and unfair competition under §§ 32

and 43 of the Lanham Act (a.k.a. Trademark Act of 1946, 15 U.S.C. §§ 1051-1127, as amended),

and state law infringement and false advertising claims.

2. This Court has subject matter jurisdiction over this action under 28 U.S.C. § 1331

(federal question), 28 U.S.C. § 1338(a) (trademarks), and 15 US.C. § 1121 (trademarks). This
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Court has supplemental jurisdiction over Plaintiff’s state law claims under 28 U.S.C. § 1367(a),
because those claims arise from the common nucleus of operative facts alleged in Plaintiff’s
federal claims.

3. This Court has personal jurisdiction over Defendant because, on information and
belief, Defendant has transacted business in Utah and has caused damage to Plaintiff in Utah.
Defendant has purposefully availed itself of the privilege of transacting business in this District
by, inter alia, advertising its contact lens products via the Internet in this District, offering an
interactive website www webeyecare.com accessible to consumers throughout the couniry,
including in this District, which permits the consumer to order contact lenses to be shipped to the
consumer in this District. Defendant has used Plaintiff’s trademarks in connection with its
Internet advertising, including in this District, without the authorization or consent of Plaintiff.

4. Venue is proper in this district pursuant to 28 U.S.C. § 1391 because there is
personal jurisdiction over Defendant, and because a substantial part of Defendant’s acts and
omissions giving rise to Plaintiff’s claims occurred in this judicial district.

PARTIES

5. Plaintiff 1-800 Contacts, Inc. is a Delaware corporation having its principal place
of business at 66 East Wadsworth Park Drive, Draper, Utah 84020, Plaintiff is engaged in retail
sales of contact lenses, including marketing and selling contact lenses via the Internet,

6. Upon information and belief, Defendant is a Pennsylvania corporation having a
place of business at 176 N. Pine Street, Langhome, PA, 19047 Upon information and belief,
Defendant is engaged in retail sales of contact lenses, including marketing and selling contact

lenses via the Internet in direct competition with Plaintiff.

4888572 1.D0OC
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T Upon information and belief, Defendant owns and operates the website
www.webeyecare.com, and possibly others, relating to its business of offering and selling
contact lenses and vision-related products.

GENERAL ALLEGATIONS

8. For over a decade, Plaintiff has been, and continues to be, engaged in the business
of advertising, offering for sale, selling and distributing contact lenses and eye care products via
telephone, fax, Internet, and mail orders (the “Goods and Services”). 1-800 Contacts is the
market leader, having filled over ten million orders for millions customers. Plaintiff’s contact
lens and eye care products can be ordered via the Internet at Plaintiff’s website:
www.1800contacts.com.

9, Plaintiff owns common law and federally registered trademark rights in the marks
1-800 CONTACTS, 1800 CONTACTS (U.S. Registration No. 2,731,114) and 1800CONTACTS
(U.S. Registration No. 2,675,866) (the “1-800 Contacts marks”).

10.  Since at least as early as 1995, Plaintiff has advertised and offered its Goods and
Services using one or more of the 1-800 Contacts marks in interstate commerce throughout the
United States. The 1-800 Contacts marks have been used extensively in advertising and
promotional media, including the Internet, radio, television, trade shows, various printed media,
and direct mail.

11.  Plaintiff has expended hundreds of millions of dollars advertising and marketing
its Goods and Services using the 1-800 Contacts marks over many years. As a result, the 1-800
Contacts marks and Goods and Services have achieved significant commercial success and

widespread consumer fame and recognition. In addition, the consuming public has come to

4888572_1.DOC
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regard the 1-800 Contacts marks as symbols of Plaintiff, of Plaintiff’s quality Goods and
Services, and of Plaintiff’s goodwill as the leader in the retail contact lens industry.

12.  Like Plaintiff, Defendant advertises and offers contact lenses over the Internet
through its www.webeyecare.com website in direct competition with Plaintiff. Defendant does
so via keyword advertising campaigns through various search engines such as, for example,
Google and AOL.

13.  On information and belief, Defendant is aware of the strong consumer recognition
enjoyed by the 1-800 Contacts marks and the significant goodwill Plaintiff has created in those
marks.

14, In order to trade off of Plaintiff’s goodwili and capitalize on the fame and
recognition of the 1-800 Contacts marks, Defendant has purchased, continues to purchase, and
has caused to be purchased, the 1-800 Contacts marks and/or confusingly similar variations or
misspellings thereof as keywords that trigger the display of sponsored advettisements for
Defendant’s competitive goods and services.

15.  On information and belief, the keyword advertising programs offered by the
various search engines give control to the user, such as Defendant, to (a) select the keywords it
wishes to purchase to trigger its sponsored advertisements, (b) select a “match type” for their
selected keywords ~ i.e., broad match, exact match, phrase match, and (c) implement “negative
keywords” that will ensure such advertisements are not triggered in response to a search for such
negative keywords.

16.  On information and belief, Defendant is aware of the control it has over the
keyword advertising programs offered by the various search engines with respect to Defendant’s

advertisements. In particular, Defendant is aware that it can easily implement the 1-800 Contacts

4
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marks and confusingly similar variations or misspellings thereof as “negative keywords” in its
Internet advertising campaigns to ensure that Defendant’s directly competitive advertisements
are not displayed in response to a consumer searching for Plaintiff and/or Plaintiff”’s Goods and
Services.

17.  Notwithstanding the foregoing, Defendant has not implemented the 1-800
Contacts marks (and confusingly similar variations or misspellings thereof) as negative
keywords, but has instead consciously participated in causing its competitive advertisements to

- be displayed in response to consumers searching for the 1-800 Contacts marks and Plaintiff’s
Goods and Services.

18.  In particular, in addition to purchasing the 1-800 Contacts marks as keywords, on
information and belief Defendant has implemented a combination of keywords, match types, and
a lack of appropriate negative keywords in its online advertising campaigns that is designed to
use the 1-800 Contacts marks (when entered as a search term by a consumer} to trigger the
display of their competitive advertisements and links to their competitive website.

19,  On information and belief, Defendant uses affitiate networks to advertise over the
Internet and can control what keywords its affiliates use to place sponsored ads and can require
its affiliates to implement certain negative keywords in their advertising campaigns. Despite this
control, Defendant has refused to require its affiliates to stop using the 1-800 Contacts mark and
variations and misspellings thereof as triggering keywords in their on-line advertising
campaigns. Defendant has also refused to require its affiliates to implement the 1-800 Contacts
marks as negative keywords in their advertising campaigns. Instead, Defendant wishes to profit
and benefit from sponsored links to its website and paid advertisements for its goods and

services being displayed in response to a user searching specifically for Plaintiff.

5
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20.  Defendant’s unauthorized use of the 1-800 Contacts marks as keywords in its
Internet advertising campaigns, its participation in causing its sponsored advertisements to be
displayed in response to searches for Plaintiff and Plaintiff’s Goods and Services, and its refusal
to cause its affiliates to respect Plaintiff’s trademark rights in the advertising campaighs they
conduct on Defendant’s behalf has caused, and will continue to cause, confusion and mistake,
including initial interest confusion, as to the source or origin of Defendant’s goods and services
and is likely to falsely suggest a sponsorship, connection, license, endorsement or association by
Plaintiff with Defendant’s goods and services, thereby injuring Plaintiff and the consuming
public.

21.  Defendant’s actions also unjustly enrich Defendant by wrongfully directing
consumers searching for Plaintiff and Plaintiff’s Goods and Services on the Internet to
Defendant’s competitive website where such consumers purchase contact lenses from Defendant
rather than Plaintiff.

CAUSES OF ACTION

COUNT 1
(TRADEMARK INFRINGEMENT UNDER SECTION 43(a) OF THE LANHAM AcCT —35 U.S.C. § 1125)

22.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.

23.  Defendant’s acts as alleged herein with respect to its infringement of Plaintiff’s
marks are likely to cause public confusion, mistake, or deception as to the affiliation, connection,
or association of Plaintiff with Defendant. Defendant’s acts are also likely to cause public
confusion, mistake, or deception as to the origin, sponsorship, or approval of Defendant’s goods
and services by Plaintiff. Accordingly, Defendant’s acts constitute trademark infringement in

violation of 15 U.S.C. § 1125(a).

4888572_1.D0C

CONFIDENTIAL — FTC Docket No. 9372 1-800F_00083972



PUBLIC

Case 2:10-cv-00770-DAK Document 2 Filed 08/10/10 Page 7 of 12

24, To the extent Defendant utilizes affiliates to conduct keyword advertising on its
behalf, Defendant is secondarily liable for the infringing acts of its affiliates that likewise
purchase the 1-800 Contacts marks and confusingly similar variations or misspellings thereof as
keywords (and fail to implement corresponding negative keywords) in order to display
advertisements for Defendant’s competitive goods and services in response to searches for
Plaintiff and Plaintiff’s Goods and Services.

25.  Plaintiff has been and will continue to be damaged by such wrongful acts.

26.  Because Defendant’s actions, on information and belief, were intentional, willful
and/or deliberate, Plaintiff is entitled to an award of treble damages under § 35(a) of the Lanham
Act (15 U.S.C. § 1117(a)).

27.  This is an exceptional case, and thus Plaintiff is entitled to an award of attorneys’
fees under § 35(a) of the Lanham Act (15 U.S.C. § 1117(a)).

28. By reason of the foregoing, Plaintiff is entitled to preliminary and permanent
injunctive relief and monetary damages against Defendant.

COUNT 11
(TRADEMARK INFRINGEMENT UNDER SECTION 32 OF THE LANHAM ACT -35 U.S.C. § 1114)

29.  Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.

30.  Defendant’s acts as alleged herein with respect to its infringement of Plaintiff’s
marks are likely to cause public confusion, mistake, or deception and, therefore, constitute
trademark infringement in violation of 15 U.S.C. § 1114.

31.  To the extent Defendant utilizes affiliates to conduct keyword advertising on its
behalf, Defendant is secondarily liable for the infringing acts of its affiliates that likewise

purchase the 1-800 Contacts marks and confusingly similar variations or misspellings thereof as
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keywords (and fail to implement corresponding negative keywords) in order to display
advertisements for Defendant’s competitive goods and services in response to searches for
Plaintiff and Plaintiff’s Goods and Services.

32.  Plaintiff has been aﬁd will continue to be damaged by such wrongful acts.

33.  Because Defendant’s actions, on information and belief, were intentional, willful
and/or deliberate, Plaintiff is entitled to an award of treble damages under § 35(a) of the Lanham
Act (15 U.S.C. § 1117(a)).

34.  This is an exceptional case, and thus Plaintiff is entitled to an award of attorneys’
fees under § 35(a) of the Lanham Act (15 U.S.C. § 1117{(a)).

35. By reason of the foregoing, Plaintiff is entitled to preliminary and permanent
injunctive relief and monetary damages against Defendant.

COUNT 111
(CONTRIBUTORY TRADEMARK INFRINGEMENT UNDER SECTIONS 43(A)
AND 32 OF THE LANHAM ACT)

36, Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.

37.  On information and belief, the search engines through which Defendant conducts
its advertising use the 1-800 Contacts marks in order to display Defendant’s competitive
advertisements and links to Defendant’s competitive websites. Such use is a use in commerce in
connection with the advertisement of Defendant’s competitive goods and services which is likely
to cause public confusion, mistake, or deception as to the affiliation, connection, or association
of Plaintiff with Defendant. Such use is also likely to cause public confusion, mistake, or
deception as to the origin, sponsorship, or approval of Defendant’s goods and services by
Plaintiff. Accordingly, the search engines’ acts constitute trademark infringement in violation of

15 US.C. §§ 1114 and 1125(a).
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38.  Defendant’s actions as alleged above, and particularly Defendant’s failure to
implement appropriate negative keywords in connection with its internet advertising campaigns
through the search engines to ensure that Defendant’s advertisements and/or links to Defendant’s
competitive websites are not displayed in response to or as a result of a search for Plaintiff’s
trademarks and/or Goods and Services, demonstrate a willful blindness to the infringement of the
1-800 Contacts marks and the consumer confusion being caused by its participation in its internet
advertising campaigns. Such actions constitute contributory infringement, whether or not
Defendant affirmatively purchases any of Plaintiff’s trademarks as keywords. |

39, Plaintiff has been and will continue to be damaged by such wrongful acts.

40,  Plaintiff is, therefore, entitled to all damages and relief set forth under Counts 1
and II above due to Defendant’s contributory trademark infringement.

COUNT IV
{CoMMON LAW UNFAIR COMPETITION, MISAPPROPRIATION, AND TRADEMARK
INFRINGEMENT — UTAH UNFAIR COMPETITION ACT, UTAH CODE ANN. §13-52a-101 et. seq.)

41, Plaintiff realleges and incorporates by reference all of the foregoing paragraphs.

42, The 1-800 Contacts marks are distinctive of Plaintiff’s Goods and Services and of
Plaintiff as the source for those Goods and Services.

43, Defendant’s actions, as alleged above, were intentional business acts that infringe
and dirrﬁnish the value of Plaintiff”s trademark rights under federal common law and Utah
common law and, therefore, constitute acts of unfair competition under Utah Code Ann. §13-5a-
102¢4)(a).

44. By reason of the foregoing, Plaintiff is entitled to injunctive refief and monetary

damages against Defendant.

4888372_1.DOC
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45, The infringing activities of Defendant, on information and belief, are willful and
intentional, thereby justifying an award of exemplary and/or puniti{re damages.

COUNT V
- (UNNUST ENRICHMENT)

46.  Plaintiff realleges and incorporates by this reference all of the foregoing
paragraphs.

47.  Defendant has benefited from the improper, unfair, and unauthorized use of the
1-800 Contacts marks in its Internet advertising and its unauthorized trading off of Plaintiff’s
goodwill attendant thereto, as alleged above.

48,  Defendant has knowledge and fully appreciates the benefits it has received from
Plaintiff’s trademark rights, consumer recognition, and goodwill as a result of such actions.

49,  Defendant would be unjustly enriched if it were permitted to retain the proceeds
obtained from such actions.

50.  Equity and good conscience dictate that Defendant be required to account for and
turn over to Plaintiff an amount equal to the value of the benefits involuntarily conferred upon it

JURY DEMANID

Plaintiff’ demands that all claims and causes of action raised in this complaint against
Defendant be tried to a jury to the fullest extent possible under the United States and Utah
Constitutions.

PRAYER FOR RELIEF

WHEREFORE, Plaintiff demands judgment against Defendant as follows:

A Preliminarily and permanently enjoining Defendant, its affiliates, and all other
persons participating or acting in concert with it, from infringing any of Plaintiff’s rights in the
1-800 Contacts marks,

10
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B. Preliminarily and permanently enjoining Defendant, its affiliates, and all other
persons participating or acting in concert with it, from purchasing or using the 1-800 Contacts
marks or any marks confusingly similar to the 1-800 Contacts marks as keywords in Internet
search engine advertising programs and from otherwise using such marks in any manner that is
likely to cause confusion or mistake as to whether Defendant and its goods and services are
authorized by, affiliated with, sponscred by, or endorsed by Plaintiff,

C Ordering Defendant, its affiliates, and all other persons participating or acting in
concert with it to implement the 1-800 Contacts marks and all confusingly similar variations and
misspelling thereof as negative keywords in all of their search engine advertising campaigns,

D. Ordering Defendant to provide an accounting of all revenues and profits gained
by Defendant while engaging in the acts complained of in this complaint;

E. Ordering Defendant to promulgate corrective advertising pursuant to Utah Code
Ann. § 13-11a-4(3);

F. Awarding Plaintiff its actual damages, and awarding Plaintiff any additional
damages that the Court deems just and equitable under the circumstances of the case; but in no
case less than the statutory damages mandated under Utah Code Ann. § 13-11a-4(2)(b),

G. Awarding Plaintiff, at its election, either treble or statutory damages in
accordance with § 35 of the Lanham Act (15 U.S.C. § 1117) on all claims asserted under § 43 of
the Lanham Act (15 U.S.C. § 1125),

H. Awarding Plaintiff damages to which it is entitled based upon Defendant’s unjust
enrichment;

1 Awarding Plaintiff prejudgment interest at the rate established under 26 U.5.C.

§ 6621(a)(2) from the date of service of the Complaint through the date of judgment;
{1
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I Awsarding Plaintiff its allowable costs and attorneys fees; and
K. Awarding Plaintiff such other and/or further relief as is just and equitable.
DATED this 10® day of August, 2010.

Respectfully submitted,

/s/ Mark A Miller

Mark A. Miller (9563)

Bryan G. Pratt (9924)
Brett L. Foster (6089)

Plaintiff’s Address:
66 BEast Wadsworth Park Drive
Draper, Utah 84020
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is checked, do not check (5) above.
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Notice of Electronic Service

I hereby certify that on January 03, 2017, I filed an electronic copy of the foregoing Respondent 1-800 Contacts'
Opp. to Motion to Compel Response to Interrogatory No. § (PUBLIC Version), with:

D. Michael Chappell

Chief Administrative Law Judge
600 Pennsylvania Ave., NW
Suite 110

Washington, DC, 20580

Donald Clark

600 Pennsylvania Ave., NW
Suite 172

Washington, DC, 20580

I hereby certify that on January 03, 2017, 1 served via E-Service an electronic copy of the foregoing Respondent
1-800 Contacts' Opp. to Motion to Compel Response to Interrogatory No. 8 (PUBLIC Version), upon:

Thomas H. Brock
Attorney

Federal Trade Commission
TBrock@ftc.gov
Complaint

Barbara Blank

Attorney

Federal Trade Commission
bblank@ftc.gov
Complaint

Gustav Chiarello

Attorney

Federal Trade Commission
gchiarello@fte.gov
Complaint

Kathleen Clair

Attorney

Federal Trade Commission
kelair@fitc.gov

Complaint

Joshua B. Gray

Attorney

Federal Trade Commission
jbgray@ftc.gov

Complaint

Geoffrey Green

Attorney

Federal Trade Commission
ggreen{@ftc.gov
Complaint

Nathaniel Hopkin
Attorney

Federal Trade Commission
nhopkin{@ftc.gov



Complaint

Charles A. Loughlin
Attorney

Federal Trade Commission
cloughlin@ftc.gov
Complaint

Daniel Matheson

Attorney

Federal Trade Commission
dmatheson@ftc.gov
Complaint

Charlotte Slaiman
Attorney

Federal Trade Commission
cslaiman@ftc.gov
Complaint

Mark Taylor

Attorney

Federal Trade Commission
mtaylor@ftc.gov
Complaint

Gregory P. Stone

Attorney

Munger, Tolles & Olson LLP
gregory.stone@mto.com
Respondent

Steven M. Perry

Attorney

Munger, Tolles & Olson LLP
steven.perry@mto.com
Respondent

Garth T. Vincent

Munger, Tolles & Olson LLP
garth.vincent@mto.com
Respondent

Stuart N. Senator

Munger, Tolles & Olson LLP
stuart.senator(@mto.com
Respondent

Gregory M. Sergi

Munger, Tolles & Olson LLP
gregory.sergi@mto.com
Respondent

Justin P. Raphael

Munger, Tolles & Olson LLP
Justin.Raphael@mto.com
Respondent

Sean Gates



Charis Lex P.C.
sgates(@charislex.com
Respondent

Mika Tkeda

Attorney

Federal Trade Commission
mikeda@fic.gov
Complaint

Zachary Briers

Munger, Tolles & Olson LLP
zachary.briers@mto.com
Respondent

Chad Golder

Munger, Tolles, and Olson
chad.golder@mto.com
Respondent

Gregory Sergi
Attorney
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UNITED STATES OF AMERICA

FEDERAL TRADE COMMISSION
OFFICE OF ADMINISTRATIVE LAW JUDGES

)

In the Matter of )
)

1-800 Contacts, Inc,, )

a corporation, ) DOCKET NO. 9372

)

Respondent. )

)

ORDER REQUIRING REPLY

On December 22, 2016, Federal Trade Commission (“FTC”) Complaint Counsel filed a
Motion to Compel Response to Interrogatory No. 8. Respondent filed an Opposition to the
Motion on January 3, 2017. Pursuant to FTC Rule 3.22(d), Complaint Counsel is hereby
ORDERED fo file a reply to Respondent’s opposition no later than January 11, 2017.

ORDERED: P m hrasustf
D. Michael Chappell
Chief Administrative Law Judge

Date: January 4, 2017



Notice of Electronic Service

T hereby certify that on January 04, 2017, I filed an electronic copy of the foregoing Order Requiring Reply,
with: .

D. Michae!l Chappell

Chief Administrative Law Judge
600 Pennsylvania Ave., NW
Suite 110

Washington, DC, 20580

Donald Clark

600 Pennsylvania Ave., NW
Suite 172

Washington, DC, 20580

1 hereby certify that on January 04, 2017, I served via E-Service an electronic copy of the foregoing Order
Requiring Reply, upon:

Thomas H. Brock
Attorney

Federal Trade Commission
TBrock@fte.gov
Complaint

Barbara Blank

Attorney

Federal Trade Commission
bblank@ftc.gov
Complaint

Gustav Chiarello

Aftorney

Federal Trade Commission
gchiarello@fte.gov
Complaint

Kathleen Clair

Afttorney

Federal Trade Commission
kelair@fte.gov

Complaint

Joshua B. Gray

Attorney

Federal Trade Commission
jbgray@ftc.gov

Complaint

Geoffrey Green
Attorney
Federal Trade Commission

ggreen(@fic.gov
Complaint

Nathaniel Hopkin
Attorney

Federal Trade Commission
nhopkin{@ftc.gov



Complaint

Charles A. Loughlin
Attorney

Federal Trade Commission
cloughlin@ftc.gov
Complaint

Daniel Matheson

Attorney

Federal Trade Commission
dmatheson@ftc.gov
Complaint

Charlotte Slaiman
Attorney

Federal Trade Commission
cslaiman@ftc.gov
Complaint

Mark Taylor

Attorney

Federal Trade Commission
mtaylor@ftc.gov
Complaint

Gregory P. Stone

Attorney

Munger, Tolles & Olson LLP
gregory.stone(@mto.com
Respondent

Steven M. Perry

Attorney

Munger, Tolles & Olson LLP
steven.perry@mto.com
Respondent

Garth T. Vincent

Munger, Tolles & Olson LLP
garth.vincent@mto.com
Respondent

Stuart N. Senator

Munger, Tolles & Olson LLP
stuart.senator@mto.com
Respondent

Gregory M. Sergi

Munger, Tolles & Olson LLP
gregory.sergi@mto.com
Respondent

Justin P. Raphael

Munger, Tolles & Olson LLP
Justin.Raphael@mto.com
Respondent

Sean Gates



Charis Lex P.C.
sgates@charislex.com
Respondent

Mika lkeda

Aftorney

Federal Trade Commission
mikeda@ftc.gov
Complaint

Zachary Briers

Munger, Tolles & Olson LLP
zachary.briers@mto.com
Respondent

Chad Golder

Munger, Tolles, and Olson
chad.golder@mto.com
Respondent

Lynnette Pelzer

Attorney



