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manner and process of making and using it, in such full, clear, concise, and exact
terms as to enable any person skilled in the art to which it pertains, or with which
it ismost nearly connected, to make and use the same (emphasis added).

35 U.S.C. § 112 paragraph 2 states the “ definiteness requirement” for the claims:

! Warner Jenkinson Co., Inc. v. Hilton Davis Chemical Co. (95-728), 520 U.S. 17 (1997) at
http://www.law.cornell.edu/supct/html/95-728.Z0.html) .



http://www.law.cornell.edu/supct/html/95-728.ZO.html)

The specification shall conclude with one or more claims particularly pointing
out and distinctly claiming the subject matter which the applicant regards as
hisinvention (emphasis added).
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IS ‘ to determine the meaning of the claims, and a

ed States Patent and Trademark Office (USPTO), and the courts. These interested
groups need to do their part in order to more fully achieve the definitional and notice
functions of al patent claims as required by the patent laws.

2 Halliburton Energy Services, Inc v M-I LLC (Fed. Cir. 2008) at
http://mwww.Il.georgetown.edu/federal /judicial /fed/opini ons/07opinions/07-1149.pdf
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APPLICANTS

A patent applicant must describe her invention in her application for a patent

submitted to the USPTO. The application must be composed according to avery specific
set of rules and laws, including those mentioned above.®>  However, despite all the regu-

and she should exercise the freedom responsibly by unmistakably an%cl
boundaries of the invention. A number of techniques should be used
drafting the patent to improve clarity.
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submitted in hardcopy. With today’ s electronic submissions, ° there are tools that can

% These rules are generally set forth in the patent laws, United States Code Title 35, the patent regulations,
Code of Federal Regulations Title 37, and the USPTO Manual of Patent Examining Procedure (M PEP).

* This would be very similar to the existing practice of an applicant submitting alist of references on an
information disclosure statement, which the examiner checks off as he considers each one.

® The USPTO’s 2008 Annual Report gives a preliminary percentage of 72.1% of 2008 applications filed
electronically. http://www.uspto.gov/web/offices/com/annual/2008/mda_05_02_03.htm
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highlight the location in the specification of terms used in the claims. It would be arela
tively straightforward task to improve these tools to be more user-friendly and efficient.
A goal would be to have an electronic filer ssmply submit the output of one of these im-
proved tools along with her application, with minimal workload impact for her aswell as

sion.

Use numeralsto identify claim elements

Another way to improve patent claim clarity d be to adopt the European Pat-
ent Office (EPO)’ s requirement to include numeral s withi clamstoi ify clam

elements. The USPTO currently requires eve M €l t to be sh ures
(drawings) that are provided with the spegifi G : element
shown must be identified with a specifi rn referenced
when the element is described in the speci ne reading the ap-

plication to correlate the descri i e fig h'the description in the
specification. Although the ERQ furtk ms include the same numer-
9

i ' USPTO does not. The addition

clamterms. Further, more precise claims do not necessarily mean narrower clams; in
some cases it can make them broader. Such precision would avoid ambiguity; when
courts attempt to interpret ambiguous claims, judges will either narrowly interpret claims
or invalidate them altogether. Precise claims are better for applicants than invalid ones.



Define the terms

One of the freedoms granted to applicantsis the ability to be their own lexicogra-
phers. Simply stated, this means that any term may be used, even anewly created word,
aslong as “any special meaning assigned to aterm is clearly set forth in the specifica-

n 6

tion.” > Some applicants provide a glossary within a specification to clearly define any
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couldr y meani heclaims and erode the clarity that was the goal in

the fi e.

Once an applicant has submitted a complete and proper patent application, it isthe
task of the USPTO examiners to decide whether the grant of a patent iswarranted. The
Board of Patent Appeals and Interferences, the administrative law tribunal of the USPTO,

® Memorandum to Technology Center Directors and Patent Examining Corps from John Love, Deputy
Commissioner for Patent Examination Policy, titled “Indefiniteness regjections under 35 U.S.C. 112, second
paragraph” page 3 at
http://www.uspto.gov/web/offices/pac/dapp/opla/preognotice/section_112_2nd_09_02_2008.pdf
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has recently lowered the threshold that allows a USPTO examiner to declareaclam in-
definite, holding that

...if aclaim is amenable to two of more plausible claim constructions, the USPTO

isjustified in requiring the applicant to more precisely define the met

Section 112, second paragraph, as indefinite.”
, th kgannot prop-

Thislower threshold is appropriate for several reasons. Fir

reject the claims accordingly. It
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g@ 1.105 (“Rule 105") to re-

necessary to examine the appli-

05 to ask appropriate, factual ques-

wever, that responses to Rule 105 inquiries are

ich imposes a duty to disclose information ma-

ats’ concerns that aresponse to a Rule 105 question may be viewed as afailureto dis-
close information giving rise to aclaim of inequitable conduct, would be for the USPTO

" Ex parte Miyazaki, Appeal No. 2007-3300 (BPAI 2008) (precedential opinion) pages 11-12 at
http://www.uspto.gov/web/offices/dcom/bpai/prec/fd073300. pdf

8 The claims of a patent application can be substantively amended after issuance, but only to narrow their
scope.
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to deem applicant responses to Rule 105 questions to be in compliance with Rule 56, re-
gardless of materiality.

A more consistent PHOSITA standard

son of “ordinary skill” in the field of the invention po
SITA standard is often set either too high or too low,

Clearer reasons f

If apatentist

It would greatly help claim clarity if all examiners provided a clear statement re-

garding the inventive distinctions in areason for allowance, aong with the assumed defi-
nition of claim terms. Thiswould help resolve post-issuance disputes over claim mean-

® For more on this topic see “Time to reconsider the PHOSITA” in the November 2008 issue of manag-
ingip.com



ings. Encouraging examinersto clearly identify inventive distinction would also help

them to focus on making sure claims are particularly well-defined at that point of distinc-
tion.
Adding claim definiteness review to post grant procedures

When the examiner is satisfied that an application has passed all @e ne }

=

dles, and all appropriate fees have been paid, a patent isissued, at whi

tinue, a challenger
post-grant procedure,
or an interference. ™
Since the patent is already bei ed at.iy K this d be amore efficient and
better use of USPTO reso : Mit ati ication or invalidation of claims

as necessary.

Adopt a controlli

ition of the term and the definition of the term was essential to the interpretation of
the
add to the efficiency of the examination process, and give the public areliable method to

clam. Thedictionary would aid the applicant in the drafting of the application itself,

define conventional claim terms.

19 A patent owner requests a reissue in order to correct errors that affect the patent’s validity. See MPEP
Section 1402 at  http://www.uspto.gov/web/offices/pac/mpep/documents/1400 1402 htmitsect1402

1 An interference occurs when inventorship is disputed between two competing applications, or an applica-
tion and arecently issued patent. See MPEP Chapter 2300 at

http://www.uspto.gov/web/offi ces/pac/mpep/documents/2300.htn#chap2300
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THE COURTS

Adopt alower threshold of ambiguity

It isimportant to note that once a patent issues, a presumption of validity hesto
the claims. Asaconsequence, and in contrast to the standard by whi§>h th
evaluates a claim, courts use a much higher threshold of determining e S

the choice in order to avoid invalidity. '
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more predictable interpretation disputes at trial. For example,

t specification should be highly favored

strue ambiquity against the drafter

In the Halliburton case mentioned above, the court found many ambiguities in claim
terms, and reasoned that the applicant should not benefit from them, but instead should be

12 Ex parte Miyazaki, page 10.
13 Joseph A Biela, Claim Interpretation: A Claim Indefiniteness Analysis Proposal, 47 IDEA 561, 562-63
14 See the Bidla article for amore thorough discussion of this topic.



required to “give proper notice of the scope of the claims to competitors.” *> While the court
did not explicitly state that ambiguity should be construed against the drafter, it came very
close. Thisisa principle worthy of importing from contract law, where contract terms are
interpreted less favorably to the one who wrote the contract.*®

examiner isan integral part of the process of arriving at afinal choice of@term

while the examiner may make suggested wording changes for the appli 0

necessary hurdles, it is the applicant who ultimately accepts the N dar
Adaopti

for her patent. As such, she should be responsible for any am

It could be argued that it is not just the applicant that creates claim language;.the USPTO
€r,
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onof this
principle would likely mean alower threshold of ambiguitysthan curr used in the courts,
W

and amore frequent, and proper, finding of invalidity:

tion to thisissue by the applicant. ®
CONCLUSION ‘ < ( ;@
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> Halliburton, page 16
16 Note that the application of this principle in contract law is highly dependent on the specific language in
the contract at issue.



